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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



'PLICATION OF: Douglas J. Toth 
TITLE: Strap Connecting Buckle 

PATENT NO.: 6,463,640 
ISSUE DATE: Oct. 15, 2002 

SERIAL NO.: 09/483,145 



FILING DATE: 
DOCKET: 



Jan. 13, 2000 
Atomic-lO 



Mail Stop Petitions 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



RECEIVED 

DEC 2.2 2011 
OFRCEOFPETITJONS 



SUPPLEMENTAL PETITION FOR REINSTATEMENT 



OF PATENT UNDER 37 CFR S 1.378 



Dear Sir: 



Atomic Aquatics, LLC ("Petitioner", "Atomic Aquatics" or just "Atomic"), the present assignee of U.S. 
Patent No. 6,463,640 (the "Subject Patent") now petitions for revival and the acceptance of all 
necessary maintenance fees and surcharges under 37 CFR 1 .378. Petitioner asks for a suspension of 
the rules under 37 CFR 1.183 to the extent necessary to provide consideration of all of the requests and 
issues presented within this petition, and pays the corresponding fee set forth in 37 CFR 1 . 1 7(f). Thank 
you. 



Petitioner now pays the required 3.5- and 7.5-year maintenance fees of $565 and $1425 as a small 
entity and the $700 fee under 37 CFR 1.20(i)(l). Combined with the $400 fee under 37 CFR 1.17(f) 
for suspension of the rules, Petitioner now pays a total of $3,090. If there is any deficiency, please 
contact Mr. Robinson immediately at the number at the bottom ofj^jjy^g^tjjaafls 8BB8BB86 89463145 
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Please note that the exhibits presented with this petition contain other exhibits: to distinguish, the 
Petitioner has presented its exhibits behind the covers marked "Petitioner's Exhibit". Mr. Robinson 
represents that all of the exhibits presented with this Petition are accurate representations of their 
respective documents as he has received them. 

Petitioner now proceeds v^th its showing under 37 CFR 1.378(b). 

STATEMENT OF FACTS 

The following is a chronological account of the Subject Patent and a number of related patents 
providing a showing of the conduct and intent of the owners and their legal representative, with 
reference to the supporting exhibits provided herewith. 

• In 1995 Dean R. Garrafifa and Douglas J. Toth formed a partnership under the name of Atomic 
Aquatics engaged in the manufacture and sale of diving equipment. Messrs. Garraffa and Toth have 
made several inventions over the years, and have secured patents in the United States including patent 
nos. 5,678,541, 5,803,073, 6,463,640, and 6,761,163 (hereinafter "Atomic-1", "Atomic-2", "Atomic- 
10" and "Atomic- 14" referring to their corresponding docket numbers, or collectively as the "Lapsed 
Patents".) Through the prosecution until the present time, Leonard Tachner (hereinafter "Tachner") has 
been the attorney of record of the Lapsed Patents. 

• On October 21, 1997, Atomic- 1 issued to inventor Dean R. Garraffa. At about that time, the Atomic 
Partners reached an agreement with Tachner that he would invoice them for the payment of any 
maintenance fees necessary to keep Atomic- 1 and any corresponding foreign patent matters and 
subsequent patents to the Atomic Partners in force, and pay those fees to the U.S. Patent and Trademark 
Office (hereinafter the "Patent Office"). (See Exhibits P and Q, item 6.) 

• In accordance with that understanding, Atomic Aquatics received an invoice from Tachner dated 
October 22, 2001 for the first maintenance fee due October 21, 2001 for Atomic- 1, which invoice was 
paid to Tachner on Nov. 28, 2001. (See Exhibit A.) Also in accordance with that understanding. 
Atomic Aquatics received an invoice from Tachner dated August 1 , 2000 for the payment of annuities 
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for foreign cases in the European Patent Office corresponding to Atomic- 1 and Atomic-2, which 
invoice was paid to Tachner on August 1 5, 2000. (See Exhibit B.) 

• The Patent Office mailed to Tachner on August 8, 2001 a notice that a fee deficiency submission 
under 37 CFR 1.28 was accepted, apparently because Tachner had paid the fourth-year maintenance fee 
in the small-entity amount without establishing small-entity status. The Patent Office sent to Tachner a 
Notice Of Patent Expiration (Exhibit C) because "payment of the maintenance fee . . . has not been 
timely received". Atomic was not made aware of this. (See Exhibits P and Q, item 1 1 .) 

• Tachner apparently paid the fourth-year maintenance fees in 2002 for Atomic-2, as it issued in 1998 
and there is no notice of expiration entered in 2002 into the record. 

• Atomic-14 issued on July 13, 2004. 

• The record of Atomic- 1 shows that Tachner received a Notice of Patent Expiration in 2005 for 
failure to pay the eighth-year maintenance fee (Exhibit D). Atomic was not made aware of this. (See 
Exhibits P and Q, item 1 1 .) 

• For Atomic-2, the record does not show that any notice was sent regarding non-payment of 
maintenance fees nor expiration thereof, but the bibliographic information available on PAIR shows 
that the status of this patent was changed to expired as of Oct. 12, 2006, which would correspond to 
non-payment of the eighth-year maintenance fee. As it is standard practice of the Patent Office to send 
a Notice of Patent Expiration to the correspondence address of record, it is beyond ordinary doubt that 
Tachner received notice of the 2006 Atomic-2 expiration. 

• On Nov. 15, 2006, the Patent Office mailed to Tachner a Notice of Patent Expiration for Atomic- 10 
for failing to pay the fourth-year maintenance fee (Exhibit E). Atomic was not made aware of this. 
(See Exhibits P and Q, item 1 1 .) 

• By Dec. 19, 2006, Atomic had paid the issue fees to receive U.S. Pat. Nos. 7,181,778 and 7,188,869. 
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• On Aug. 1 1 5 2008, the Patent Office mailed to Tachner a Notice of Patent Expiration for Atomic- 1 4 
for failing to pay the fourth-year maintenance fee (Exhibit F). Atomic was not made aware of this. 
(See Exhibits P and Q, item 1 1 .) 

• The 11. 5-year maintenance fee came due in 2009 for Atomic- 1, which was also not timely paid. 

• In 2010 Tachner paid the issue fees for Atomic to receive U.S. Pat. Nos. 7,686,032; 7,704,015 and 
7,712,793. 

• Later in 2010 Atomic was approached by an investor, who requested the status of its intellectual 
property. Atomic then requested of Tachner a status report on its patents and patent applications. (See 
Exhibit G; andTachnefs declarations of Dec. 22, 2011 or Dec. 31, 2011, items 15-17, entered in 
Exhibits V-Y.) On Nov. 24, 201 0 Atomic learned from Tachner that the Lapsed Patents had expired for 
failure to pay maintenance fees. Prior to Nov. 24, 2010, Atomic was not aware that the Lapsed Patents 
had not been maintained. (See Exhibits P and Q, item 1 1 .) 

• Having learned of their expirations. Atomic consulted with Tachner to revive the Lapsed Patents 
inmiediately. On Nov. 29, 2010, Tachner reported to Atomic that the cause of the expiration of these 
Lapsed Patents was the mental breakdown of his secretary, Ms. Foreman, and that that could be 
grounds for revival. (See Exhibit H.) Tachner kept Atomic minimally informed of his efforts to 
prepare and file petitions to revive. On Dec. 2, 2010, he informed Atomic of his preparation of 
petitions using the basis of the "temporary psychosis" of Ms. Foreman, before a diagnosis had been 
rendered by his "physician friend". (See Exhibit I.) Atomic continued to inquire as to the progress 
being made in the petitions. (See Exhibit J.) 

• On Dec. 22, 2010 Tachner filed petitions to revive in Atomic- 1 and Atomic-2, followed by petitions 
to revive in Atomic- 10 and Atomic- 14 on Dec. 31, 2010. Tachner did not forward drafts or copies for 
Atomic to review prior to filing; as of Jan. 1 1, 201 1 Atomic had not received copies of these Dec. 201 1 
petitions. (Exhibit P item 16, Exhibit Q item 13.) Tachner was withholding copies of the petitions for 
Atomic- 1 0 and Atomic- 1 4. (See Exhibit K.) 
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• Atomic continued to inquire as to the status of the petitions, which Tachner minimally provided (see 
Exhibit L.) 

• Between Feb. 10 and Feb. 22, 2011, the Patent Office mailed Decisions in all of the Lapsed Patents 
dismissing the petitions to revive (those patent histories appearing in Exhibits V- Y.) hi summary, the 
Decisions in Atomic-2, Atomic- 10 and Atomic- 14 failed because Tachner had not shown that his 
assistant's mental illness was the cause of the failure to pay the missing maintenance fees. The 
Decision in Atomic- 1 explores the failure in further detail, noting the other three petitions conceming 
the Lapsed Patents as well as three other petitions that were filed in other cases in January of 201 1 . 

• None of the Feb. 2011 Decisions in the Lapsed Patents was sent to Atomic, nor did Tachner inform 
Atomic that the April 201 1 requests for reconsideration had been denied. (Exhibit P item 20, Exhibit Q 
item 16.) Tachner allowed Atomic to believe that these petitions were still pending in the Patent Office, 
and in fact in May of 201 1 Tachner told Mr. Garrafifa that what he had received were only "requests for 
additional information" (Exhibit N), that in response he had "submitted a second physician's statement 
and statements from me and Janis at the PTO's request" and that "our petition is still ongoing". (See 
Exhibit M.) Regarding his assistant, Tachner further told Atomic that the Patent Office was "primarily 
interested in having more direct statements from her physician which would attribute her actions to her 
condition" and "the petitions are still being considered." (Exhibit N.) In reality, between April 1 1 and 
April 22, 201 1 Tachner had filed a request for reconsideration of his earlier petitions in each of the 
Lapsed Patents. Tachner concealed the fact that his petitions to revive had been denied, and did not 
provide Atomic with any of the correspondence received or filed regarding any of these petitions. 

• Atomic was kept unaware of the true condition of the Lapsed Patents and the correspondence therein 
until August of 201 1 . Atomic was told by an investor that the petitions to revive had been dismissed, 
and Atomic questioned how this could be verified through the on-line PAIR system. (See Exhibit O.) 

• On October 6, 201 1, the Patent Office sent a Request For Information in each of the Lapsed Patents 
in response to Tachner's April 201 1 papers, in effect denying all outstanding petitions of revival. In 
these latest papers, the Patent Office notes that by his own admission, Tachner has not been truthful. 
The Patent Office further found that 'it is extremely odd that the people that were closest to Ms. 
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Foreman did not notice that, as stated by Dr. Albert, she exhibited "destabilizing behavior" or that "she 
lost her sense of reality" or "lost her sense of proportionality"' even though no one noticed the claimed 
failures in her primary duties. The Patent Office further found the presentation of Tachner to be lacking 
in credibility without "corroborating evidence of Ms. Foreman's condition from a source that is 
independent of Dr. Albert." From this, the Patent Office itself has now noticed the apparent deception 
of Tachner with regard to the failure to pay the maintenance fees in the Lapsed Patents. 

• As to the October 6, 20 11 Requests, Atomic has yet to receive any notice from Tachner. (See 
Exhibit P item 23, Exhibit Q item 20.) Indeed, at least one of the Oct. 6, 201 1 notices mailed to 
Tachner was returned as undeliverable by the U.S. Post Office. (See Exhibit W.) Were it not for the 
recent due diligence efforts of Atomic's investors. Atomic would have no reason to believe that 
petitions to revive are not pending at the present time against the Lapsed Patents, nor would it have a 
reason to take independent action from the representation provided by Tachner. 

ARGUMENT 

THE POLICY OF THE U.S. PATENT AND TRADEMARK OFFICE WHERE PRACTITIONER 
DECEPTION IS INVOLVED 

The policy of the U.S. Patent and Trademark Office regarding revival under 37 CFR § 1 .378 has been 
made clear through the course of many decisions, including that of In re Tan, Pat. No. 5,290,273, 
decided about Mar. 7, 2008. (See Exhbit T) Quoting from page 4 of Tan: 

The Office must rely on the actions or inactions of duly authorized and 
voluntarily chosen representatives of the applicant, and the applicant is bound by the 
consequences of those actions or inactions. Specifically, a petitioner's delay caused by 
the mistakes of negligence of his voluntarily chosen representative does not constitute 
unavoidable delay within the meaning of 35 U.S.C. § 133. 

The actions of the attorney are imputed to the client, for when a petitioner 
voluntarily chooses an attomey to represent him, the petitioner cannot later avoid the 
repercussions of the actions or inactions of this selected representative, for clients are 
bound by the acts of their lawyers/agents, and constructively possess "notice of all facts, 
notice of which can be charged upon the attomey." 

"Courts hesitate to punish a client for its lav^er's gross negligence, especially 
when the lav^er affirmatively misled the client," but "if the client freely chooses 
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counsel, it should be bound to counsel's actions." 

"Presuming for the purposes of discussion that it was an act/omission of Counsel 
that contributed to any of the delay herein, the act(s) or omissions of the attorney/agent 
are imputed wholly to the applicant/client in the absence of evidence that the 
attorney/agent has acted to deceive the client." 

Speaking generally, the Patent Office holds patentees accountable for the representatives they choose. 
As stated in the text above, this is upon a theory that a patentee is provided with sufficient information 
to voluntarily choose his agent/representative before the Office, and that it is he that should bear the 
consequences if he makes a poor choice. Tan also expresses the policy that even where an attorney 
"affirmatively misled" a client out of gross negligence, that is still not a sufficient showing to revive a 
patent. But where an attorney "has acted to deceive the client", and it was an act or omission of that 
attomey that was the cause of the delay, that is beyond the gross negligence standard. 

The Patent Office excuses patentees that are not provided with the information necessary to select their 
representative due to deception on the part of the practitioner: 

Presuming for the purposes of discussion that it was an act/omission of Counsel that 
contributed to any of the delay herein, the act(s) or omissions of the attomey/agent are 
imputed wholly to the applicant/client in the absence of evidence that the attomey/agent 
has acted to deceive the client. (See Exhibit T pgs. 3-4.) 

In re Lonardo, 17 USPQ2d 1455 (Comm'r Pat. 1990): "When an attomey intentionally 
conceals a mistake he has made, thus depriving the client of a viable opportunity to cure 
the consequences of the attomey's error, the situation is not governed by the rule stated 
in Link for charging the attomey's mistake to his client. (See Exhibit S, footnote 10 on 
pg. 3 and Exhibit T, footnote 13 on page 5.) 

Even though a patentee may be able to show that its delay was caused by attomey deception, the 
patentee is still required to show that it acted reasonably and responsibly to keep a patent maintained, 
including a showing of what was done once the neglect or deception on the part of his chosen 
representative was discovered. The Patentee will make that showing below. 



7 



TACHNER^S RECENTLY DISCOVERED PATTERN OF DECEPTION REGARDING THE 
PAYMENT OF MAINTENANCE FEES FOR CLIENTS 



The Patentee will now demonstrate that Tachner has a history of deception with his clients and with the 
Patent Office, specifically involving the payment of maintenance fees for his clients. The Petitioner 
turns now to Petitioner's Exhibit U, which is a petition for revival and corresponding favorable decision 
in U.S. Pat. No. 6,205,885 ("885") for an entity known as Crankbrothers, Inc. or California Crank 
Brothers, Inc. (hereinafter "Crank Brothers"). The exhibits of the Haynes & Boone / Finnegan & 
Henderson petition will be referred to here as Exhibit U-%, where % represents one of his exhibits 
enumerated from A to Y. 

For 885, Tachner first explained that the failure to pay a maintenance fee by March of 2005 was due 
"entirely to confiision between my staff and the client as to who would pay the fee." (Page 2 of Exhibit 
U-A dated Oct. 18, 2007.) This petition to revive of Exhibit U-A was accompanied by the Declaration 
of Janis Foreman, Office Manager for Tachner. She swore that copies of docket sheets attached were 
true copies with annotations that the client would pay their own maintenance fees. 

That petition was followed by another dated July 30, 2008 from Tachner (Exhibit U-C), including his 
own declaration swearing (1) that his firm paid patent maintenance fees when requested by their 
clients, (2) that Ms. Foreman was believed to be confused in this patent with respect to the payment of 
maintenance fees, (3) that he was reducing her workload, and (4) that he had instructed her to always 
confirm that a client does not want them to pay a maintenance fee. A decision was issued granting that 
petition on Oct. 15, 2008 (Exhibit U-D), followed by a corrected decision vacating that grant on June 3, 
2009 (Exhibit U-E). That latest decision noticed that Tachner had paid maintenance fees in several 
others of Crank Brothers' patents at around the same time as the missing maintenance fee, and there 
was uncertainty over which set of presented facts was correct. In his declaration, Tachner also claimed 
not to have received a Notice of Patent Expiration in the case; however the Haynes & Boone / Finnegan 
& Henderson petition was able to produce one with Tachner's address on it (Exhibit U-P). 

A declaration of Inventor Winefordner was later filed (Exhibit U-R) in which he swore that Tachner 
had withheld the petitions and their supporting declarations in the attempt to revive the *885 patent. He 
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further swore that Tachner had withheld informing Crank Brothers of the expiration of Pat. No. 
5,676,529 in 2001 and 2005, and their subsequent reinstatements. He further swore that Tachner had 
refrained from informing Crank Brothers of the expiration of Pat. No. 5,857,509 in 2007. He further 
swore that inquiries to Tachner resulted in claims that "the patent office website is down" and that 
armuities had been paid as shown in an attached maintenance fee statement. He further swore that fees 
refunded to Tachner were never returned to Crank Brothers. 

The Haynes & Boone / Finnegan & Henderson petition notes several indications of falsehood in the 
Declaration of Janis Foreman, including that the same annotation "error" occurred on several files at 
different times. (Exhibit U, in the petition on pg. 8, quoting the First Decision: "If Ms. Foreman made 
an error, it appears she made the same error on multiple occasions. Any request for reconsideration 
should be accompanied by a full discussion of each occasion Ms. Foreman changed any of the 
petitioner's files to indicate petitioner would pay the fee.") 

The Haynes & Boone / Finnegan & Henderson petition notes several indications of falsehood in the 
Declaration of Leonard Tachner, including that Tachner had claimed not to have a file with any 
materials other than the patent for the *885 patent, and there was confusion over who was to pay the 
maintenance fees there. The Haynes & Boone / Finnegan & Henderson petition was able to produce a 
postcard (Exhibit U-H) changing the correspondence address to Tachner in the case, contradicting 
Tachner's swom declaration. (Exhibit U, in the petition on pg. 9.) 

The Haynes & Boone / Finnegan & Henderson petition also showed that the copies of the file covers 
submitted to the Patent Office by Tachner were falsified: the handwritten notation that the client was to 
pay the maintenance fees were written on copies of the file covers presented to the Patent Office, but 
were not actually on the covers themselves. (Exhibit U, in the petition on pgs. 10-11.) That petition 
also provided histories of others of Crank Brothers' patents and an email of Janis Foreman, which 
showed that Tachner was engaged in hiding the expiration of these other patents from his client. 
(Exhibit U, in the petition on pgs. 11-13.) 

Therefore, Exhibit U provides a strong showing that Tachner was engaged in deceiving a client other 
than Atomic, and that that deception was across several patents to avoid his client's discovering the late 
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payment of maintenance fees. The evidence of Exhibit U shows that Tachner had a pattern of allowing 
patents to lapse for failure to pay maintenance fees, and then reinstating them, all without informing his 
client, Crank Brothers. 

But this pattern was not limited only to Crank Brothers. The Patentee has been able to find a pattern of 
lapsing and reinstating of applications and patents of the Physical Optics Corporation. This includes 
U.S. Pat. Nos. 6,594,050; 6,595,644; 6,603,770; 6,802,188; and 7,113,489, all of which include an 
abandonment followed by a reviving of a case. 

Thus, this problem Tachner had of allowing patents to lapse was not confined to one client, and where 
he failed to pay maintenance fees he also concealed this firom the affected clients. 

TACHNER CONCEALED HIS MISCONDUCT FROM ATOMIC AQUATICS, AND DECEIVED 
HIS CLIENT INTO BELIEVING THE PATENTS WERE BEING APPROPRIATELY MAINTAINED 

The pattern of deception shovm to have occurred in the '885 patent against Crank Brothers was 
continued against Atomic. As with Crank Brothers, Atomic was invoiced for the payment of a 
maintenance fee in or around 2001 . (Exhibit A.) So the evidence is strong that Atomic had agreed with 
Tachner that he would manage and pay the maintenance fees for issued patents, including the Lapsed 
Patents. (See also Exhibits P and Q items 5 and 6.) Tachner's concealment began in 2001 with the 
failure to timely pay the maintenance fee in Atomic's Patent No. 5,678,541 . Atomic was not made 
aware of the expiration and revival of this patent in 2001 . (See Exhibits P and Q item 1 1 .) Now 
referring to the Statement of Facts above and Petitioner's Exhibit X, upon the expiration of the Subject 
Patent in 2006, a Notice of Patent Expiration was mailed to Tachner. Atomic did not receive this 
Notice. 

Atomic first leamed of the lapsing of the Subject Patent in November of 2010 when approached by its 
investor. (Exhibit G; Exhibits P and Q item 11.) As with Crank Brothers, the expiration of this patent 
did not stand alone; it was one of a set of four that had been neglected. (Exhibits P and Q item 1 1 .) An 
accidental error would have impacted one of a client's patents. Here, this impacted four Lapsed 
Patents. 
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In 2008 for Crank Brothers, Tachner explained the failure to pay the maintenance fee on a failure of 
performance with his Office Manager, Janis Foreman, she being "distracted", "confused" or otherwise 
"not functioning in her usually dependable way". (Exhibit U-C in the Declaration of Leonard Tachner, 
paragraphs 4, 8.) He then swore that he was "taking action immediately to reduce Ms. Foreman's 
duties." (Exhibit U-C in the Declaration of Leonard Tachner, paragraphs 9.) In 2010, Tachner's 
explanation for the failure to pay the maintenance fees on the Lapsed Patents was "that my secretary of 
over 30 years had some kind of a meltdown." (Exhibit H.) Three days later, Tachnefs report was that 
his physician friend was willing to help and would see his secretary "Janis next week to interview her 
for his diagnosis which will be described in his declaration". (Exhibit I.) He continued: "My plan is to 
file declarations in support of petitions to revive the patents based on unavoidable abandonment 
resulting from Janis* temporary psychosis." 

On Dec. 2, 2010, temporary psychosis was the diagnosis to appear in the declarations, to be created the 
followdng week by his physician friend. (Exhibit I.) In Exhibits V-Y, Dr. Albert's statement of Dec. 13, 
2010 includes the following statements: "Ms. Foreman's irrational behavior is a result of her reaction to 
a temporary but continually increased work overload which became more than she could handle...", 
"This type of destabilizing behavior resulted in a spiralling down in her ability to think and act 
rationally. She began to do and say unreasonable and unrealistic things. She lost any sense of reality 
... Ms. Foreman was suffering from an acute psychotic breakdown ..." In 2008, Tachner swore to 
"reduce Ms. Foreman's duties." In 2010, Dr. Albert's statement tells, with remarkable similarity: "I 
would suggest to her that she should help her employer adjust her office responsibilities to reduce her 
work load if possible." Dr. Albert's statement includes the diagnosis: "Major Depression, severe, with 
psychotic episodes" in accordance with Tachner's plan. 

As with Crank Brothers, Atomic did not receive the petitions filed nor drafts thereof (Exhibit P item 
16, Exhibit Q item 13.) None of the Feb. 2011 Decisions in the Lapsed Patents was sent to Atomic, nor 
did Tachner inform Atomic that the April 201 1 requests for reconsideration had been denied. As 
spoken of above in the Statement of Facts, Tachner allowed Atomic to believe that these petitions were 
still pending in the Patent Office, and in fact in May of 201 1 Tachner told Mr. Garraflfa that what he had 
received were only "requests for additional information" (Exhibit N), that in response he had 
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"submitted a second physician's statement and statements from me and Janis at the PTO*s request" and 
that "our petition is still ongoing". (See Exhibit M.) Regarding his assistant, Tachner further told 
Atomic that the Patent Office was "primarily interested in having more direct statements from her 
physician which would attribute her actions to her condition" and "the petitions are still being 
considered." (Exhibit N.) In reality, between April 1 1 and April 22, 201 1 Tachner had filed a request 
for reconsideration of his earlier petitions in each of the Lapsed Patents. Tachner concealed the fact 
that his petitions to revive had been denied, and did not provide Atomic with any of the correspondence 
received or filed regarding any of these petitions. 

Atomic was kept unaware of the true condition of the Lapsed Patents and the correspondence therein 
until August of 201 1, when Atomic was told by an investor that the petitions to revive had been 
dismissed. (See Exhibit O.) 

On October 6, 201 1, the Patent Office sent a Request For Information in each of the Lapsed Patents in 
response to Tachner's April 201 1 papers, in effect denying all outstanding petitions of revival. In these 
latest papers, the Patent Office notes that by his own admission, Tachner has not been truthful. The 
Patent Office further found that 'it is extremely odd that the people that were closest to Ms. Foreman 
did not notice that, as stated by Dr. Albert, she exhibited "destabilizing behavior" or that "she lost her 
sense of reality" or "lost her sense of proportionality"' even though no one noticed the claimed failures 
in her primary duties. The Patent Office further found the presentation of Tachner to be lacking in 
credibility without "corroborating evidence of Ms. Foreman's condition from a source that is 
independent of Dr. Albert." From this, the Patent Office itself has now noticed the apparent deception 
of Tachner with regard to the failure to pay the maintenance fees in the Lapsed Patents. 

As to the October 6, 201 1 Requests, Atomic has yet to receive any notice from Tachner. (See Exhibits 
P and Q.) Indeed, the Oct. 6, 201 1 notice mailed to Tachner was returned as undeliverable by the U.S. 
Post Office. (See Exhibit W.) Were it not for the recent due diligence efforts of Atomic's investors, 
Atomic would have no reason to believe that petitions to revive the Lapsed Patents are not pending at 
the present time, nor would it have a reason to take independent action from the representation 
provided by Tachner. 
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Mr. Doug Toth of Atomic also reports that he was mislead as to the status of an application being 
prepared under the "16desB" docket identifier. Atomic was invoiced for the filing of the application, 
and Atomic was given explanations that the Patent Office was just slow when Atomic inquired as to the 
application's status. Mr. Toth later learned that this application was never filed. (Exhibit Q item 23.) 

The Patentee cannot prove why Tachner had this pattern, but Atomic believes it can state with 
substantial certainly that most clients would notice the non-payment of an issue fee, as a client would 
almost always notice the failure of a patent to issue. Tachner could, however, conceal the lapse of a 
patent, as most clients do not read the Official Gazette looking for their patents and all mailings of 
abandonment or expiration would have been sent to Tachner's address. Thus, even though Tachner 
failed to pay maintenance fees in 2005 (Atomic- 1), 2006 (Atomic-2, Atomic- 10) and 2008 (Atomic- 
14), his office still paid the issue fees for Atomic in 2006 for Pat. Nos. 7,181,778 and 7,188,869. 

With the overwhelming evidence discussed above, the Patentee submits that the evidence is compelling 
beyond any reasonable question that Tachner's actions went well beyond gross negligence and were 
done with deliberate intent and deception, both to the Patent Office and to the Patentee. Regardless of 
whether it was Leonard Tachner himself or one of his staff members, the deception on the part of his 
office including the concealment of the lapsing of Atomic's patents prevented the Patentee fi-om taking 
and maintaining prompt and proper action to revive the Subject Patent. 

ATOMIC AQUATICS ACTED REASONABLY, RESPONSIBLY AND PROMPTLY TO CORRECT 
THE ERRORS CAUSED BY TACHNER'S MISCONDUCT 

1. Reasonable care was taken to ensure that the maintenance fees would be paid timely. 

At the time of the issuance of the first of the Lapsed Patents, Atomic instructed Tachner to maintain 
them. (See Exhibits P & Q, items 6-9.) Atomic has expected to receive invoices for Tachner's efforts 
in maintaining the Lapsed Patents, which it did in 2001 for Atomic- 1 for the fourth-year maintenance 
fee. Atomic paid that invoice (Exhibit A) and subsequent invoices as Tachner performed fiarther work 
for Atomic. (See Exhibits P & Q, item 10.) 
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2. The petition was filed promptly after the patentee discovered the expiration of the patent. 

The Patentee was unaware that Tachner was allowing the Lapsed Patents to expire, because the Notices 
of Patent Expiration were being sent to him (see Exhibits C, D, E and F). On Oct. 25, 2010, Doug Toth 
requested on behalf of Atomic an inventory of all of its patent matters from Tachner. (See Exhibit G.) 
This was initiated by a request from a potential investor, who wanted to know the status of all of 
Atomic's patents and patent applications. The Patentee did not know until Nov. of 2010 that Tachner 
was allowmg the Lapsed Patents to expire. (See Exhibits P & Q, item 1 1 .) 

3. The petitioner took prompt steps to reinstate the patent 

Upon learning of the expiration of the Lapsed Patents in Nov. 2010, Atomic immediately contacted its 
patent attorney, Tachner, and asked what could be done to reinstate them. (See Exhibits P & Q, item 

12. ) Tachner informed Atomic that his secretary had had a "meltdown", and that was the cause of the 
failure to pay the maintenance fees for the Lapsed Patents. (See Exhibit H and Exhibits P & Q, item 

13. ) Tachner reported that he was progressing on petitions to revive the Lapsed Patents through 
December. (See Exhibits I, J and Exhibit P items 14 and 15.) Atomic has continued to follow up with 
Tachner, communicating with him in 2011 in at least January, February, May, and August (Exhibits K 
through O). 

Prior to August of 2011, Atomic had no reason to believe that Tachner was not providing accurate 
information as to the status of the petitions to revive the Lapsed Patents. (Exhibit P item 21 and 
Exhibit Q item 17.) In May of 201 1 , Tachner informed Atomic that the petitions to revive were 
"ongoing" and "still being considered" and that the U.S. Patent and Trademark Office had requested 
additional information in them. (Exhibit P item 18.) Atomic did not learn of the Feb. 2011 denials 
within the Decisions on Petition, nor of Tachner's subsequent filings of April 201 1 in each of the 
Lapsed Patents until August of 201 1 (Exhibit P items 19 and 20; Exhibit Q items 15 and 16.) Tachner 
has continued to withhold communications from the U.S. Patent and Trademark Office, including the 
Oct. 6, 201 1 Requests for Information in each of the Lapsed Patents (Exhibit P items 23 and 24; Exhibit 
Q items 19 and 20.) 
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Had Atomic known about Crank Brothers' difficulty with the '885 matter in 2010, it might have been 
able to develop the suspicion to conduct a further inquiry into Tachner's trustworthiness. But Atomic 
did not discover this until October of 201 1. (Exhibit P items 21 and 22; Exhibit Q item 18.) 
Furthermore, the diflFicult standard for reviving patents expired beyond two years was not explained to 
Atomic, at a level of comprehensibility by the ordinary public: Atomic did not have the background 
needed to be suspicious of Tachner's conduct. 

In September of 201 1, 1 was asked to provide an independent report on the status of the Lapsed Patents 
and other of Atomic's patents and patent applications. I reported back to Mr. Mark Frederickson, an 
officer acting on behalf of Atomic. Mr. Frederickson asked me to study how feasible it would be to 
revive the Lapsed Patents, which study I performed by October 1 8, 201 1 . My study uncovered 
Tachner's alleged misconduct related to U.S. Pat. No. 6,205,885 ("Crank Brothers") and repeated 
abandonment of applications and expiration of patents assigned to Physical Optics (U.S. Pat. Nos. 
6,594,050; 6,595,644; 6,603,770; 6,802,188; and 7,1 13,489). Only recently has Atomic learned of 
Tachner's apparent misconduct in the Crank Brothers and Physical Optics matters (Exhibit P item 22; 
Exhibit Q item 18.) Upon learning of this, I requested that Atomic provide me copies of its 
correspondence with Tachner, which I reviewed by November 2, 201 1 . I made further inquiries of 
Dean R. Garraflfa and Douglas J. Toth regarding their affairs with Tachner, which were responded to by 
Nov. 15, 201 1, including copies of invoices containing some charges for the payment of maintenance 
fees and invoices. I have since been preparing these petition materials for submission. (For my efforts, 
see Exhibit R.) 

4. Atomic Aquatics acted reasonably to maintain and revive the Subject Patent. 

Petitioner submits that it acted reasonably in its reliance upon Tachner to maintain the Subject Patent. 
Reasonable persons rely upon their attorneys to manage their affairs, and reasonable patentees rely 
upon their patent attorneys to pay maintenance fees required to maintain their patents. At all times that 
the Petitioner relied upon Tachner, he was an attorney registered to practice before the U.S. Patent and 
Trademark Office. 
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Persons are evaluated with respect to their honesty and integrity before becoming attorneys and before 
becoming registered with the U.S. Patent and Trademark Office, and reasonable persons conducting 
business before the Office do not need to protect themselves from deception by their attorneys 
registered to practice there. 

Furthermore, the U.S. Patent and Trademark Office maintains professional rules of conduct applied to 
those registered to represent applicants and patentees before the Patent Office, and reasonable persons 
rely upon those rules. 

Reasonable persons rely upon patent attorneys to follow correct administrative procedures, and in 
general do not need to leam those procedures themselves. Thus, reasonable persons do not need to 
learn the correspondence procedure used by the U.S. Patent and Trademark Office to pay maintenance 
fees, nor procedures to verify that their attomeys are performing those procedures correctly. 

The U.S. Patent and Trademark Office has a practice of corresponding only with either an applicant or 
his attorney. Thus the Patent Office effectively releases applicants who are represented from directly 
knowing the details of the status of their matters, while at the same time imposing upon their attomeys 
a duty of candor with them. Reasonable persons recognize that they must rely upon their registered 
attomeys to advise them on the state of their matters with the Office, and to act correctly in their behalf 

Until the recent availability of the PAIR system, applicants represented by an attorney had no 
altemative but to consult with their attomey to know of the status of an application or a patent. Even 
with the improved access available today, the Patentee submits that it would still be an unreasonable 
burden upon applicants and patentees to know the procedures and technicalities of the facilities of the 
Patent Office. 

The Patentee's reliance upon Tachner was not imreasonable, and it should not be held responsible for 
Tachner's concealment, deception and/or fraud. 
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ATOMIC AQUATICS HAS MET ITS BURDEN TO SHOW THAT THE ABANDONMENT OF THE 
SUBJECT PATENT AND DELAY IN THE PAYMENT OF MAINTENANCE FEES WAS 
UNAVOIDABLE 

In conformance with MPEP 2590(1), the Patentee has explained above (1) that reasonable care was 
taken to pay the maintenance fees for the Subject Patent, (2) the manner in which it became aware of 
the expiration of the Subject Patent, and (3) the steps taken to file this petition promptly. The Patentee 
attaches herewith the exhibits referred to above, supplying documentary evidence supporting the facts 
presented above. The Patentee now pays the required maintenance fee(s) and surcharge(s) to reinstate 
the Subject Patent, and the petition fee under 37 CFR 1.20(i)(l). The Patentee also pays the fee 
herewith under 37 CFR 1.17(f) for a suspension of the rules, should that be required. 

REQUEST 

Now having complied with all the requirements under 37 CFR 1.378(b), the Patentee requests 
reinstatement of the Subject Patent. Should there be any questions, please contact Mr. Robinson at the 
number below. Thank you. 

Respectfully submitted this 14th day of December, 2011. 




Everett D. Robinson 

Reg. No. 50,911 

Echelon IP, LLC 

RO. Box 1047 

American Fork, Utah 84003 

(801)649-5858 



17 




CERTIFICATE OF MAILING 

□ I hereby certify that this correspondenc^^^^^^Sjibsited with the United States Postal Service "Express 
Mail Post Office to Addressee" service under?? CFR 1.10 with sufficient postage and is addressed to: 

>jnhereby certify that this correspondence is being deposited with the United States Postal Service with 
simicient postage as first class mail in an envelope addressed to: 

Comniissioner for Patents 
Mail Stop Petition 
P.O. Box 1450 
Alexandria, VA 223 13-1450 



on 



Typed or printed name of person signing this certificate: 
^Everett D. Robinson □ 



Signature^ 



CERTIFICATE OF TRANSMISSION 

I hereby certify that this correspondence is being facsimile transmitted the United States Patent and Trademark. 
Office, 

□ Fax No. (571) 273-8300 □ Fax No. ( ) 

on 



Typed or printed name of person signing this certificate: 
□ Everett D. Robinson □ 

Signature 
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Petitioner's Exhibit A 



Invoice for 4th-year maintenance fee 
for Pat. No. 5,678,541 (Atomic-1) 
from Tachner dated 10/22/2001, 
with payment 



Best Available Copy 



LEONARD TACHNER 
A PROFESSIONAL LAW CORPORATION 
REGISTERED PATENT ATTORNEY 
17961 SKY PARK CIRCLE 

SUITE 38-E 
IRVINE, CALIFORNIA 92614 



October 22, 2001 

PATENTS TEL: (949) 752-8525 

TRADEMARKS FAX: (949) 955-2415 
COPYRIGHTS 



STATEMENT OF ACCOUNT 

Mr. Douglas J. Toth 
Mr. Dean R. Garraffa 
ATOMIC AQUATICS. INC. 
17842 Georgetown Lane 
Huntington Beach, CA 92647 

Fees for professional services rendered re; 

ATOMIC-1: 

Payment of first annuity in the U.S. 

Patent and Trademark Office for Patent 

No. 6,678,541 entitled "BREATHING 

REGULATOR APPARATUS HAVING 

AUTOMATIC FLOW CONTROL" by 

inventor Dean R. Garraffa including 

payment of gbvemment fees ($440) 

(1/3 hr. Atty Time @/$300/hr.): $ 550.00 

\ Current Balance Due $ 550.00 




J 

/ 

/ 



" • '-'■wHw n^M^t*\ I ii^v. Best Available Copy 

. 662 



f REFERENCE NO. 


DESCRIPTION 


INVOICE DATE 


INVOICE AMOUNT 


DISCOUNT TAKEN 


AMOUNT PAID 














CHECK DATE 


CHECK NO. 


PAYEE 


DISCOUNTS TAKEN 


CHECK AMOUNT 


11/28/01 


00006629 


Leonard Tachner 




550,0 



S)[^LUXE BUSINESS FORMS i+80(V328-03t>4 «ww.(tehixefoiTnsxom 



Mr. Douglas J. Toth 
Mr. Dean R. Garraffa 
ATOMIC AQUATICS, INC. 
17842 Georgetown Lane 
Huntington Beach, OA 92647 

Fees for professional services rendered re: 
ATOMIC-1: 

Payment of first annuity in the U.S. 

Patent and Trademark Office for Patent 

No. 5,678,541 entitled "BREATHING 

REGULATOR APPARATUS HAVING 

AUTOMATIC FLOW CONTROL" by 

inventor Dean R. Garraffa including 

payment of government fees ($440) 

(1/3 hr. Atty Time @/$300/hr.): $ 550.00 

\ Current Balance Due $550.00 




» 

/ 

/ 



Petitioner's Exhibit B 



Invoice for annuity payments for 
EPO applications corresponding to 
Atomic- 1 andAtomic-2 
from Tachner dated 10/22/2001, 
with payment 



LEONARD TACHNER 
A PROFESSIONAL LAW CORPORATION 
REGISTERED PATENT ATTORNEY 
17961 SKY PARK CIRCLE 
SUITE 38-E 
IRVINE, CALIFORNIA 92614-6364 



August 1, 2000 

PATENTS TEL: (949) 752-8525 

TRADEMARKS FAX: (949) 955-2415 
COPYRIGHTS 



STATEMENT OF ACCOUNT 

ATOMIC AQUATICS, INC. 
17842 Georgetown Lane 
Huntington Beach, CA 92647 

Fees for professional services rendered re: 

ATOMlC-l/EPO: 

Payment of yearly renewal for EPO 

Application No. 9791 5960 which 

corresponding to U.S. Patent No. 5,678,541 

entitled "BREATHING REGULATOR 

APPARATUS HAVING AUTOMATIC 

FLOW CONTROL" by inventor Dean R. 

Garraffa including associate's fees, government 

fees ($720.65) and our fee ($100.00); $ S20.00 

ATOMIC-2/'EPO: 
Payment of yearly renewal for EPO 
Application No. 97915986 which 
corresponds to U.S. Patent No. 5,803,073 
entitled "SECOND STAGE SCUBA DIVING 
REGULATOR HAVING PNEUMATIC- 
DEPENDENT ANTI-SET FEATLTOE" by 
inventor Douglas J. Toth including associate's 
fees, government fees ($720.65) and our 
fee ($100.00): $ 820.00 



Current Balance Due $ 1,640.00 



520 



^ REFERENCE NO. 


DESCRIPTION 


INVOICE DATE 


INVOICE AMOUNT 


OlSCOUNT TAKEN 


AMOUNT PAID 


08-01-00 




8-1-00 


1,640.00 




1,640.00 


CHECK DATE 


CHECK NO. 


PAYEE 


DISCOUNTS TAKEN 


CHECK AMOUNT 


8-15-00 


5205 


Leonard Tachner 




$1,640.0 



S) DELUXE BUSINESS FORMS 1 f 800-328-0304 



ATOMIC AQUATICS, INC. 
17842 Georgetown Lane 
Huntington Beach, CA 92647 

Fees for professional services rendered re: 

ATOMlC-l/EPO: 

Payment of yearly renewal for EPO 

Application No. 97915960 which 

corresponding to U.S. Patent No. 5,678,541 

entitled "BREATHING REGULATOR 

APPARATUS HAVING AUTOMATIC 

FLOW CONTROL" by inventor Dean R. 

Garraffa including associate's fees, government 

fees ($720.65) and our fee ($100.00): $ 820.00 

ATOMIC-2/'EFO: 
Payment of yearly renewal for EPO 
Application No. 97915986 which 
corresponds to U.S. Patent No. 5,803,073 
entitled "SECOND STAGE SCUBA DIVING 
REGULATOR HAVING PNEUMATIC- 
DEPENDENT ANTI-SET FEATURE" by 
inventor Douglas J. Toth including associate's 
fees, government fees ($720.65) and our 
fee ($100.00): $ 820.00 



Current Balance Due $ 1,640.00 



Petitioner's Exhibit C 



2001 Notice of Expiration 
of the Atomic- 1 Patent 



UNITED STATES|PPARTMENT OF COMMERCE 
Patent and Trademark Office 



ASSISTANT SECRETARY AND COMMISSIONER 
OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 



P75M 



LEONARD TACHNER 
SUITE 295 

3990 WESTERLY PLACE 
NEWPORT BEACH CA 92660 



DATE PRINTED 



11/27/01 



NOTICE OF PATENT EXPIRATION 



According to the records of the Patent and Trademark Office, payment of the maintenance fee 
for the patents listed below has not been timely received prior to the end of the six-month grace 
period in accordance with 37 CFR 1.362(e). THE PATENT(S) LISTED BELOW HAS THEREFORE 
EXPIRED AS OF THE END OF THE GRACE PERIOD. 35 U.S.C. 41(b). 

Expired latents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the maintenance 
fee and the surcharge set forth in 37 CFR 1.20(m) are paid. AND THE DELAY IN PAYMENT 
OF THE MAINTENANCE FEE IS SHOWN TO THE SATISFACTION OF THE COMMISSIONER 
TO HAVE BEEN UNAVOIDABLE. 35 U.S.C. 41(c)(1). 

IF THE COMMISSIONER ACCEPTS PAYMENT OF THE MAINTENANCE FEE UPON PETITION. 
THE PATENT SHALL BE CONSIDERED AS NOT HAVING EXPIRED. BUT WOULD BE SUBJECT 
TO THE INTERVENING RIGHTS AND CONDITIONS SET FORTH IN 35 U.S.C. 41(c)(2). 

NOTICE OF THE EXPIRATION WILL BE PUBLISHED IN THE OFFICIAL GAZETTE. 



PATENT 
NUMBER 



U.S. 
SERIAL 
NUMBER 



PATENT 
DATE 



APPLICATION 
FILING DATE 



EXPIRATION 
DATE 



ATTORNEY 
DOCKET NUMBER 



5678541 



08616223 



10/21/97 



03/15/96 



10/21/01 



Petitioner's Exhibit D 



2005 Notice of Expiration 
of the Atomic- 1 Patent 




United States Patent and TWademarkOffice 



Commissioner for Patents 
United Stales Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 
www.uspto.gov 



P75M 

LEONARD TACHNER DATE PRINTED 

SUITE 295 

3990 WESTERLY PLACE 11/23/05 
NEWPORT BEACH CA 92660 



NOTICE OF PATENT EXPIRATION 



According to the records of the U.S. Patent and Trademark Office (USPTO), payment of the 
maintenance fee for the patent(s) listed below has not been received timely prior to the 
end of the six-month grace period in accordance with 37 CFR 1.362(e). THE PATENT(S) 
LISTED BELOW HAS THEREFORE EXPIRED AS OF THE END OF THE GRACE PERIOD. 
35 U.S.C 41(b). Notice of the expiration will be published in the USPTO Official Gazette . 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 CFR 1.20(i) are paid, AND the delay in 
payment of the maintenance fee is shown to the satisfaction of the Director to have been 
unavoidable or unintentional. 35 U.S.C. 41(c)(1). 

If the Director accepts payment of the maintenance fee and surcharge upon petition under 
37 CFR 1.378, the patent shall be considered as not having expired but would be subject to 
the intervening rights and conditions set forth in 35 U.S.C. 41(c)(2). 

For instructions on filing a petition under 37 CFR 1.378 to reinstate an expired patent, you 
may call the USPTO Contact Center at 800-786-9199 or 703-308-4357. 



U.S. 

\TENT APPLICATION PATENT APPLICATION EXPIRATION ATTORNEY 

JMBER NUMBER ISSUE DATE FILING DATE DATE DOCKET NUMBER 

i785'»l 08616223 10/21/97 03/15/96 10/21/05 



Petitioner's Exhibit E 



2005 Notice of Expiration 
of the Atomic- 10 Patent 



^\ United States Patent and Trademark Office 



Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 
www.usplo.gov 



P75M 



LEONARD TACHNER, A PROFESSIONAL LAW 
CORPORATION 

17961 SKY PARK CIRCLE, SUITE 38-E 
IRVINE CA 926li4 



DATE PRINTED 



1 1/15/06 



NOTICE OF PATENT EXPIRATION 



According to the records of the U.S. Patent and Trademark Office (USPTO), payment of the 
maintenance fee for the patent(s) listed below has not been received timely prior to the 
end of the six-month grace period in accordance with 37 CFR 1.362(e). THE PATENT(S) 
LISTED BELOW HAS THEREFORE EXPIRED AS OF THE END OF THE GRACE PERIOD. 
35 U.S.C. 41(b). Notice of the expiration will be published in the USPTO Official Gazette . 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 CFR 1.20(i) are paid, AND the delay in 
payment of the maintenance fee is shown to the satisfaction of the Director to have been 
unavoidable or unintentional. 35 U.S.C. 41(c)(1). 

If the Director accepts payment of the maintenance fee and surcharge upon petition under 
37 CFR 1.378, the patent shall be considered as not having expired but would be subject to 
the intervening rights and conditions set forth in 35 U.S.C. 41(c)(2). 

For instructions on filing a petition under 37 CFR 1.378 to reinstate an expired patent, you 
niay call the USPTO Contact Center at 800-786-9199 or 571-272-1000. 



U.S. 

APPLICATION 
NUMBER 



PATENT 
ISSUE DATE 



APPLICATION 
FILING DATE 



EXPIRATION 
DATE 



ATTORNEY 
DOCKET NUMBER 



09'»83l'»5 



10/15/02 



01/13/00 



10/16/06 



Petitioner's Exhibit F 

2008 Notice of Expiration 
of the Atomic- 14 Patent 




United states Pa 



AND TRADEMARK OFHCE 



Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 
www.uspto.gov 



P75M 

LEONARD TACHNER 

A PROFESSIONAL LAW CORPORATION 
SUITE 38-E 

17961 SKY PARK CIRCLE 
IRVINE CA 926H:-6361» 

NOTICE OF PATENT EXPIRATION 

According to the records of the U.S. Patent and Trademark Office (USPTO). payment of the 
maintenance fee for ^e patent(s) listed below has not been received timely prior to the 
end of the six-month grace period in accordance with 37 CFR 1.362(e). THE PATENT(S) 
LISTED BELOW HAS THEREFORE EXPIRED AS OF THE END OF THE GRACE PERIOD. 
35 U.S.C. 41(b). Notice of the expiration will be published in the USPTO Official Gazette . 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 CFR 1.20(i) are paid, AND the delay in 
payment of the maintenance fee is shown to the satisfaction of the Director to have t^n 
unavoidable or unintentional. 35 U.S.C 41(c)(1). 

If the Director accepts payment of the maintenance fee and surcharge upon petition under 
37 CFR 1.378, the patent shall be considered as not having expired but would be subject to 
the intervening rights and conditions set forth in 35 U.S.C. 41(c)(2). 

For instructions on filing a petition under 37 CFR 1.378 to reinstate an expired patent, customers 
should call the Office of Petitions Help Desk at 571-272-3282 or refer to the USPTO Web site at 
www,uspto,gov/web/offices/pac/dapp/petitionspractice.html. The USPTO also permits 
reinstatement under 37 CFR 1.378(c) by electronic petition (e-petition) using EFS-Web; 
e-petitions may be automatically granted if all the eligibility requirements are met For further 
information on filing an e-petition, please call the Electronic Business C^enter (EEC) at 
866-217-9197 (toll-fr«) or 571-272-4100 or refer to the EEC's e-petition guide at 
www,uspto.gov/ebc/p6rtal/efs/petition_quickstartpdf, 

U.S. 

PATENT APPLICATION PATENT APPLICATION EXPIRATION ATTORNEY 

NUMBER NUMBER' ISSUE DATE FILING DATE DATE DOCKET NUMBER 

6761163 IO3W8 07/13/Oi* 01/21/03 07/13/08 ATOMIC-U 



DATE PRINTED 
08/11/08 



NOTE: This notice was automatically generated based on the amount of time that elapsed since the 
date a patent was granted. It is possible that the patent term may have ended or been shortened due 
to a terminal disclaimer that was filed in the application. Also, for any patent that issued from an 
application filed on or after June 8, 1995 containing a specific reference to an earlier filed application 
or applications under 35 U.S.C 120, 121, or 365(c), the patent term ends 20 years from the date on 
which the earliest such application was filed, unless the term was adjusted or extended under 
35 U.S.C 154 or 156. 



Petitioner's Exhibit G 



Request for patent inventory 
from Tachner 
Oct. 25, 2010 



Doug Toth 



From: Doug Toth [dougt@atomicaquatics.com] 
Sent: Monday, Octol)€r 25. 2010 10:45 AM 
To: 'jforemantachlaw@aol.com' 
Subject: patent inventory 
Janice, 

Do you have a detailed inventory of all out patents and their status; pending, issued, expiration, etc.? 

Doug Toth 
Atomic Aquatics 
16742 Burke Lane 
Huntington Beach CA 92672 
ph 714-375-1433 
fax 714-375-1435 



]UW/70U 



Petitioner's Exhibit H 



Email from Tachner to Dean Garraflfa 
dated 11/29/2010 
regarding the failure to pay 
Maintenance fees 



Subject: Re: Petitions to revive 
From: <ltachner@aol.com> 
Date: 11/29/2010 6:48 PM 
To: <deanatomic@aol.com> 

Dean: As I explained to you earlier, preliminary indications are that my secretary of over 30 years had 
some kind of meltdown. I'm not yet sure of the full scope of \what has occun^ed, but it tooks like over the 
2005-2007 time frame she stopped doing things that I had come to rely on her to do without fail. In some 
respects that significantly improves the chance of successfully reviving abandoned patents because an 
employee's sickness (mental or otiierwise) is clearly unforeseeable. I believe that our chances for reviving 
your patents are significantly better than if she had just forgotten or simply made a mistake. Leonard 



Petitioner's Exhibit I 



Email from Tachner to Dean Garraffa 
dated 12/2/2010 
regarding preparation of petition 
and diagnosis of assistant 



Subject: Re: From Dean GarrafFa 
From: <ltachner@aol.com> 
Date: 12/2/2010 4:43 PM 
To: <deanatomic@aol.cx)m> 

Dean: I'm >TOrking on declarations for the petitions today. IVe spoken to my physician friend and he's willing 
to help. He'll see Janis next week to interview her for his diagnosis which will be described in his 
declaration. 

The files are being copied, but it will take a few more days. I will be reviewing each file myself to confirm 
the status as described in the table she sent you. I understand the need for urgency, but I need to do 
things carefully to have the best chance for success. My plan is to file declarations in support of petitions 
to revive the patents based on unavoidable abandonment resulting from Janis' temporary psychosis. I 
believe that her behavior resulted from stress that exceeded her limit, but tiiat she is being and will 
continue to be fully cooperative. Leonard 

In a message dated 12/2/2010 2:48:05 P.M. Pacific Standard Time, Deanatomic@aoLcom writes: 
Hi Leonard, 

Doug Toth and Jerry Mix have been informed as to how you intend to appeal tiie Now abandoned 
patents I toW them as you explained to me in our conversations yesterday. 

I just wanted to send you this Email to clarify a few items we talked about in your office on Monday. 

You said it would take a few days to understand what we would need to do. I hope we can have ttiat 
action plan in place before tomorrow as we know as fact that several people have 
now become aware that tiie patents are abandoned. 



The status list Atomic attached Is tiie only list we are working from and we want to make certain 
that the items are correctly listed and the information is correct I need to have someone double 
check each item and tell us if we need to act quickly to recover any other patents in trouble How do 
you plan to verify tiie accuracy of this list? 

Patents we need immediate action on per the list you supplied. 
Atomic 12 10 14 15 16 16DES 16DES-b 20 

It would be very helpful to me if you couU keep me informed so I can answer tiiese questions if 
asked. 

The other issue is copies of our files. If you can have them copied this week I am happy to pay for 
the service or costs 

Please call today me if you wish to talk about any progress you have made or information we can 
use to keep the Patents alive. 



Thank you. 



Dean Garralfa 




16742 Burke Lane, Huntington Beach, CA 92647 
(714)-375-1433 Fax (714) 375-1435 



Petitioner's Exhibit J 

Email between Tachner to Dean Garrafifa 

dated 12/7/2010 
regarding preparation of petition 



rage 1 ot 1 



Subj: Re: From Dean Garraffa 

Date: 12/7/2010 1 1:00:36 AM Pacific Standard Time 
From: Ltach ner@aol.com 
To: Dea natomi c@ aol.CQm 

Dean: The file copying will be done today. I met with my doctor friend over the weekend and he agreed to help. I wrote 
his declaration yesterday and he's reviewing it today. Janis* and my declarations are being typed today. Leonard 

In a message dated 12/7/2010 10:29:39 A.M. Pacific Standard Time. Deanatomic@aoLcom writes: 
Hi Leonard, 

Any progress to report? 



All The Best. 



Dean Garraffa 



Petitioner's Exhibit K 



Email from Tachner to Dean Garraffa 
dated 1/11/2011 
regarding missing copies of 
petitions to revive 



Subject: Re: From Dean Garraffa 
From: <ltachner@aoLcom> 
Date: 1/11/2011 5:33 PM 
To: <deanatomic@aol.com> 
CC: <dougt@atomicaquatics.com> 

Dean: Janis says that the petitions for Atomic-1 and -2 were mailed to you Saturday, but I've asked her to 
e-mail them now also. The petitions for 1 , 2, 1 0 and 14 are essentially identical except for the docket 
numbers and patent numbers referred to. Let me know if you need anything further in this regard. Leonard 

In a message dated 1/11/2011 3:51:44 P.M. Pacific Standard Time, Deanatomic@aol.com writes: 
Hi Leonard, 

Doug and I called you last Friday for a copy of filed petitions to revive our abandoned patents, 
yesterday I received by certified mail contaning the filing for the Atomic -30 Des new dive mask 
having multicolored frame 

It appears this was sent last Friday, but nothing else was inside the envelope should we expect a 
separate mailing for the Petitions? 



Dean Garraffa 



Petitioner's Exhibit L 

Email from Tachner to Doug Toth 
dated 2/2/2011 
regarding status of petitions to revive 



Subject: FW: Update 

From: "Doug Toth" <dougt@atomicaquatics.com> 

Date: 2/10/2011 12:20 PM 

To: "Dean Garraffa" <deanatomic@aol.com> 



From: Ltadiner@aol.cx)m [mailto:Ltachner@aol.com] 
Sent: Wednesday, Febmary 02, 2011 11:34 AM 
To: dougt@atomicaquatics.com 
Subjecb Re: Update 

IDoug: We've heard back only in regard to Atomic -19 and Atomic -23 so far. Both have been granted. Leonard 

In a message dated 2/2/2011 9:13:45 A.M. Pacific Standard Time, dougt@atomicaquatics.com writes: 
Leonard, 

Any response at all on any of the petitions filed yet? 

Doug Toth 
Atomic Aquatics 



Petitioner's Exhibit M 

Email from Dean Garraffa to Doug Toth 

dated 5/5/2011 
forwarding IM conversation with Tachner 



Subject: From Dean Garraffa 

From: "CiDocuments and SettingsDean gDesktopleonard Tachner" <patents.pfc@aol.com> 
Date: 5/5/2011 5:02 AM 
To: Deanatomic 



Hi Dan, 

Here is a sliort instant message conversation I had with Leo 



Deanatomic [9:37 AM]: Hi Leonard 

Ltachner [9:39 AM]: Whafs happening? 

Deanatomic [9:39 AM]: whafs new asking again about the patents 

Ltachner [9:41 AM]: WeVe submitted a second physician's statement and further statements from me and 

Janis at the PTO's request 

Deanatomic [9:41 AM]: is that good for us? 

Ltachner [9:42 AM]: If s hard to tell. But our petition is still ongoing. 

Deanatomic [9:43 AM]: Would you send me a short email that I could share this information? 

Ltachner [9:43 AM]: Sure 

Deanatomic [9:44 AM]: Great when could you send this? 

Ltachner [9:45 AM]: I'm out of the office today, but I can get to it tomorow morning 

Deanatomic [9:45 AM]: OK can I use any of the text in this IM ? 

Ltachner [9:46 AM]: Oh sure. 

Deanatomic [9:46 AM]: Great I am sending him something to say we will send more tomorrow 
Ltachner [9:47 AM]: Very good 
Dean Garraffa 



16742 Burke Lane. Huntington Beach, CA 92647 
(714)-375-1433 Fax (714) 375-1435 



Petitioner's Exhibit N 

Email from Tachner to Dean Garraffa 

dated 5/6/2011 
regarding status of petitions to revive 



Subject: Status 
From: <ltachner@aol.com> 
Date: 5/6/2011 1:44 PM 
To: <deanatomic@aol.com> 

Dean: Further to yesterday's brief communication, between mid-April and this last Monday we responded 
to requests for additional information from the USPTO in regard to the pending petitions. They were 
primarily interested in having more direct statements that Janis' Illness was the cause of the problems. 
They specifically asked for another statement from her physician which would attribute her actions to her 
condition. We also submitted additional declarations from us to further describe the circumstances. 
I doni know whether this is newly submitted material will satisfy the U SPTO, but we know that the petitions 
are still being considered. Leonard 



Petitioner's Exhibit O 



Email from Dean Garraflfa 

dated 8/31/2011 
containing IM conversation 
with Tachner 



Subject: From Dean Garraffa 

From: "C:Documents and SettingsDean gDesktopleonard Tachner" <patents.pfc@aoLcom> 

Date: 8/31/2011 9:23 AM 

To: <nschneider@seedmackall.com> 

CC: <dougt@atomicaquatfCS.com> 

Hi Nick, 

Please send this to Steve if you wish I just got this from Tachner its the latest information. 



Daanatomic[1:38 PM]: Hi Leonard, 
Ltachner [1:38 PM]: Hi 

Deanatomic [1 :39 PM]: I have some questions about atomic 1 
Ltachner [1:39 PM]: Go 

Deanatomic [1 :40 PM]: Buyer said the patent office has now fully rejected all of your requests is this true? 
Ltachner [1 :43 PM]: We have a call into the petitions branch examiner to inquire directly from horse's 
nrx)uth. PTO web site has no such indication. 

Deanatomic [1:45 PM]: Ttheir side said the patent office rejected meaning all of the petitions you submitted. 
Deanatomic [1:47 PM]: We need to see the hard copy but they will not send it to me I went to theUSPTO site 
and there are many doucuments 
Deanatomic [1:47 PM]: documents sorryl 
Ltachner [1 :48 PM]: Til email you what >a^ can see. 

Deanatomic [1:49 PM]: http://Dortal.uspto.QOv/external/portal/pair here is where I went 

Deanatomic [1:52 PM]: I have a document that says petition is dismissed Have you seen this it's dated 

feb22 

Deanatomic [1:53 PM]: ??? 

Ltachner [1:56 PM]: Feb 22 was date of initial refusal to which we responded in April with additional 
information. That April resubmission is what we're waiting for a decision on. 
Ltachner [1 :58 PMJ: Just emailed you log showing April date. 

Will do 

In a message dated 8/31/2011 2:13:11 P.M. Pacific Daylight Time, Deanatomic@aol.com writes: 
Hi Leonard, 

Their side is requesting a second opinion we need to hire and submit his findings by today or 
tomorrow. 

Please send vour ouy in to the Patent office as mv urgent request to save our Atomic 1 and 
Atomic 2. 

As the top priorty. 



Dean Garraffa 



16742 Burke Lane, Huntington Beach. CA 92647 
(714)-375-1433 Fax (714) 375-1435 



Attachment not found: C:\Documents and Settings\Dean g\My Documents\log-patent- 
actions.pdf 



Petitioner's Exhibit P 

Affidavit of Dean R. GarrajBfa 



DECLARATION OF DEAN R GARRAFFA 



SUPPORTING REINSTATEMENT OF U.S. PATENT 
NOS, 5,678,541; 5,803.073; 6.463.640 and 6J61 J63 

I, Dean R. Garraffa, declare that I have direct knowledge of all facts set forth in this Declaration and: 

1. I am the sole inventor of the subject matter claimed in U.S. Patent No. 5,678,541 (the "'Subject 
Patent"). 

2. J am one of two founders of Atomic Aquatics (hereinafter "Atomic"), an S-corporation founded in 
the state of California in 1996, the other founder being Douglas J. Toth. 

3. In 201 1 Atomic was reorganized as a limited liability company in the state of Delaware, which 
organization continues to this day. I am the President of Atomic, and Douglas J. Toth acts in the 
position of Vice President. 

4. During the period of 1995 until the present year, Atomic has engaged the services of Patent Attorney 
Leonard Tachner ("Tachner") for substantially all of its patent prosecution and maintenance needs, 
including the maintenance of U.S. Patents 5,678,541; 5,803,073; 6,463,640; 6,761,163; 7,188,869; 
7,181 ,778; 7,686,032; 7,704,015 and 7,712,793 (the "Atomic Patents"). 

5. At all times, Atomic has considered the scheduling and payment of patent maintenance fees to be 
administrative, but vital acts best performed by a reliable entity regularly engaged in that practice. 

6. At the time of the issuance of the first of the Atomic Patents in 1997, Atomic had discussed the 
payment of maintenance fees. At about that time, Atomic gave instructions to Tachner to manage the 
maintenance fees of patents issuing while in Tachner's care, advising and invoicing Atomic as needed, 
which Tachner agreed to do. 

7. At no time has Atomic instructed Tachner not to pay a maintenance fee, and Atomic expected that 
Tachner would inform Atomic of any actions or moneys needed to maintain all of the Atomic Patents in 
force. 

8. Atomic received an invoice from Tachner dated August 1, 2000 including charges of "government 
fees" of $1440 for the "Payment of yearly renewal" in the European Patent Office for two patent 
applications. Atomic paid those fees to Tachner using check no. 5205 dated 8/15/00. 

9. Atomic received an invoice from Tachner dated Oct. 22, 2001 including charges of "government 
fees" of $440 for the "Payment of first annuity in the U.S. Patent and Trademark Office for Patent No. 
5,678,541". Atomic paid those fees to Tachner using check no. 6629 dated 11/28/01. 



10. Atomic continued to receive invoices from Tachner as work was performed in patent matters from 
2002 through 2010, which Atomic timely paid. 



1 1 . In November of 201 0 and for the purpose of providing for an evaluation of the intellectual property 
of Atomic for potential investors, Atomic requested of Tachner a detailed status of the Atomic Patents. 
On Nov. 24, 2010, Atomic received from Tachner a status report of matters in his care, detailing the 
status of the Atomic Patents. In that report Atomic received its first notice that the maintenance fees for 
Patent Nos. 5,678,541; 5,803,073; 6,463,640 and 6,761,163 (hereinafter the "Lapsed Patents") had not 
been paid and these patents had lapsed. 

12. Upon leaming of the lapsed status of the Lapsed Patents on Nov. 24, 2010, Atomic immediately 
contacted Tachner and inquired what could be done to reinstate the Lapsed Patents. 

13. On Nov. 29, 2010, 1 received an email from Tachner informing me that his secretary had had a 
"meltdown" of some kind that caused the failure of the payment of the maintenance fees for the Lapsed 
Patents. 

14. By Dec. 2, 2010, Tachner informed me that he was working on papers to be filed to revive the 
Lapsed Patents. I remained in regular contact with Tachner about the preparation of those papers. 

15. On Dec. 7, 2010, Tachner informed me that he was making progress in the preparation of the 
papers to revive the Lapsed Patents. 

16. Atomic was informed no later than Jan. 1 1, 201 1 that petitions had been filed to accept late 
payment of the maintenance fees in each of the Lapsed Patents on Dec. 22, 2010 and Dec. 3 1 , 2010. 
Atomic was not provided with copies of these petitions nor any supporting documentation. 

17. Atomic was informed by Tachner on Feb. 2, 201 1 that the petitions to revive filed in each of the 
Lapsed Patents had not yet been decided upon. 

18. On about May 5, 201 1 , Atomic was informed by Tachner that the petitions to revive in each of the 
Lapsed Patents were ''ongoing", the "petitions were still being considered", and further that the U.S. 
Patent and Trademark Office had requested additional information. 

19. From a source other than Tachner, I learned that he had filed subsequent requests/petitions dated 
and transmitted between April 1 1 and April 22, 201 1 in each of the Lapsed Patents. 

20. Atomic did not learn of the Decisions On Petition mailed in Feb. of 201 1 in each of the Lapsed 
Patents denying the acceptance of the late maintenance fees and reinstatement until August of 201 1 
when informed by its investor. 

21. Priorto August of 2011 and not untillearning of the Feb. 201 1 Decisions, I had no reason to 
believe that Leonard Tachner was providing misinformation regarding the status of the Lapsed Patents, 
nor had 1 any reason to believe that Tachner was not providing competent service. 

22. Neither 1 nor Atomic knew of the allegations of deception and misconduct made against Tachner 
by the Crank Brothers, Physical Optics Corporation or any other prior to October of 20 11 . 

23. Tachner has yet to inform Atomic of the Request for Information mailings of Oct. 6, 201 1 in each 
of the Lapsed Patents suggesting misconduct on the part of Tachner and/or his employees. 
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24. 1 did not learn of the Request for Information mailings dated Oct. 6, 201 1 in each of the Lapsed 
patents prior to October 18,2011. I learned about these mailings through agents of our investor. 

25. As of Nov. 1 5, 201 1 , 1 was not aware that there was no petition to revive pending against any of the 
Lapsed Patents. 

26. Prior to Nov. 24, 2010, Atomic had never received any notification of the lapsing of any of the 
Atomic Patents, including the lapsing of the '541 Patent in 2001. 

27. At any time, had Atomic had notice of the expiration of any of the Lapsed Patents, from Tachner or 
otherwise, it would have taken immediate action to revive them. 

28. 1 have reviewed the two invoices dated Oct. 22, 2001 and Aug. 1, 2000 with the accompanying 
copies of the checks used to pay them appearing in the Exhibits, and the email messages from or from 
me dated 11/29/2010, 12/2/2010, 12/7/2010, 1/11/2001, 2/10/2011, 5/5/2011, 5/6/201 1, and 8/31/2011 
also appearing in the Exhibits, and report that they are accurate representations of their respective 
communications. 

29. I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by fine 
or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such 
willful false statements may jeopardize the validity of the Atomic Patents, of which the Subject Patent 
is one. 



Name: Dean R. Garraffa 



Signature: 




Date: 



3 



Petitioner's Exhibit Q 

Affidavit of Douglas J. Toth 



DECLARATION OF DOUGLAS X TOTH 



SUPPORTING REINSTATEMENT OF V.S. PATENT 
NOS> 5.678^41; 5.803.073: 6>463.640 and 6J6L163 

I, Douglas J. Toth, declare that I have direct knowledge of all facts set forth in this Eteclaration and: 

1 . I am the sole inventor of the subject matter claimed in U.S. Patent Nos. 5,803,073, 6,463,640 and 
6,761,163 (the '"Subject Patents"). 

2. I am one of two founders of Atomic Aquatics (hereinafter "Atomic"), an S-corporation founded in 
the state of California in 1996, the other founder being Dean R. Garraffa. 

3. In 201 1 Atomic was reorganized as a limited liability company in the state of Delaware, which 
organization continues to this day. I am the Vice President of Atomic, and Dean R. Garraflfa acts in the 
position of President. 

4. During the period of 1 995 until the present year, Atomic has engaged the services of Patent Attorney 
Leonard Tachner ("Tachner") for substantially all of its patent prosecution and maintenance needs, 
including the maintenance of U.S. Patents 5,678,541; 5,803,073; 6,463,640; 6,761,163; 7,188,869; 
7,181,778; 7,686,032; 7,704,015 and 7,712,793 (the "Atomic Patents"). 

5. At all times. Atomic has considered the scheduling and payment of patent maintenance fees to be 
administrative, but vital acts best performed by a reliable entity regularly engaged in that practice. 

6. At the time of the issuance of the first of the Atomic Patents in 1997, Atomic had discussed the 
payment of maintenance fees. At about that time, Atomic gave instructions to Tachner to manage the 
maintenance fees of patents issxiing while in Tachner's care, advising and invoicing Atomic as needed, 
which Tachner agreed to do. 

7. At no time has Atomic instructed Tachner not to pay a maintenance fee, and Atomic expected that 
Tachner would inform Atomic of any actions or moneys needed to maintain all of the Atomic Patents in 
force. 

8. Atomic received an invoice from Tachner dated August 1, 2000 including charges of "government 
fees" of $1440 for the "Payment of yearly renewal" in the European Patent OflBce for two patent 
applications. Atomic paid those fees to Tachner using check no. 5205 dated 8/15/00. 

9. Atomic received an invoice from Tachner dated Oct. 22, 2001 including charges of "government 
fees" of $440 for the "Payment of first annuity in the U.S. Patent and Trademark OflBce for Patent No. 
5,678,541". Atomic paid those fees to Tachner usmg check no. 6629 dated 11/28/01. 

10. Atomic continued to receive invoices from Tachner as work was performed in patent matters from 
2002 through 2010, which Atomic timely paid. 
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IL In November of 2010 and for the purpose of providing for an evaluation of the intellectual property 
of Atomic for potential investors, Atomic requested of Tachner a detailed status of the Atomic Patents. 
On Nov. 24, 201 0, Atomic received from Tachner a status report of matters in his care, detailing the 
status of the Atomic Patents. In that report Atomic received its first notice that the maintenance fees for 
Patent Nos. 5,678,541; 5,803,073; 6,463,640 and 6,761,163 (hereinafter the "Lapsed Patents") had not 
been paid and these patents had lapsed. 

12. Upon learning of the lapsed status of the Lapsed Patents on Nov. 24, 2010, Atomic inmiediately 
contacted Tachner and inquired what could be done to reinstate the Lapsed Patents. 

13. Atomic was informed no later than Jan. 1 1 , 201 1 that petitions had been filed to accept late 
payment of the maintenance fees in each of the Lapsed Patents on Dec. 22, 2010 and Dec. 3 1, 2010. 
Atomic was not provided with copies of these petitions nor any supporting documentation. 

14. Atomic was informed by Tachner on Feb. 2, 201 1 that the petitions to revive filed in each of the 
Lapsed Patents had not yet been decided upon. 

15. From a source other than Tachner, I learned that he had filed subsequent requests/petitions dated 
and transmitted between April 1 1 and April 22, 201 1 in each of the Lapsed Patents. 

16. Atomic did not learn of the Decisions On Petition mailed in Feb. of 201 1 in each of the Lapsed 
Patents denying the acceptance of the late maintenance fees and reinstatement until August of 2011 
when informed by its investor. 

17. Prior to August of 201 1 and not until learning of the Feb. 20 11 Decisions, I had no reason to 
believe that Leonard Tachner was providing misinformation regarding the status of the Lapsed Patents, 
nor had I any reason to believe that Tachner was not providing competent service. 

18. Neither I nor Atomic knew of the allegations of deception and misconduct made against Tachner 
by the Crank Brothers, Physical Optics Corporation or any other prior to October of 201 1 . 

19. Tachner has yet to inform Atomic of the Request for Information mailings of Oct. 6, 2011 in each 
of the Lapsed Patents suggesting misconduct on the part of Tachner and/or his employees. 

20. I did not learn of the Request for Information mailings dated Oct. 6, 201 1 in each of the Lapsed 
patents prior to October 1 8, 201 1 . I learned about these mailings through agents of our investor. 

2L As of Nov. 15, 201 1, 1 was not aware that there was no petition to revive pending against any of the 
Lapsed Patents. 

22. Prior to Nov. 24, 2010, Atomic had never received any notification of the lapsing of any of the 
Atomic Patents, including the lapsing of the '541 Patent in 2001 . 

22. At any time, had Atomic had notice of the expiration of any of the Lapsed Patents, firom Tachner or 
otherwise, it would have taken immediate action to revive them. 
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23. For one matter under the docket identifier of "Atomic 16desB", I had made inquiries as to the 
status of this application. Atomic was invoiced for the filing of this application, which Atomic paid, 
and upon inquiry Tachner's assistant would report that the Patent Office is just slow. I later learned that 
this application was never filed. 

24. I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willfiil false statements and the like so made are punishable by fine 
or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such 
willfiil false statements may jeopardize the validity of the Atomic Patents, of which the Subject Patent 



IS one. 



Name: 



Douglas J. Toth 



Signature: 




Date: 
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Petitioner's Exhibit R 

Affidavit of Everett D. Robinson 



THE DECLARATION OF EVERETT D, ROBINSON 



SUPPORTING REINSTATEMENT OF US, PATENT 
NOS, 5.678.541; 5,803.073; 6.463.640 and 6J61J63 

I. Everett D. Robinson, declare that 1 have direct knowledge of all facts set forth in this Declaration 
and: 

1 . I am an attorney licensed to practice in the State of Utah and registered to practice with the U.S. 
Patent and Trademark Ofllce under registration no. 50,91 1. 

2. On September 19, 201 1 I was first introduced to U.S. Patent Nos. 5,678,541; 5,803,073; 6,463,640; 
and 6,761,163 (hereinafter the ''Lapsed Patents'') through a request to investigate the status of those 
Patents and others on a schedule provided to me for Atomic Aquatics. I responded to that request by 
September 27, 201 1 with a report that these Patents had expired due to nonpayment of maintenance 
fees. 

3. On September 27, 201 1 J participated in a telephone conference with Mr. Mark Frederickson and 
Mr. Jon Christensen, both attorneys acting on behalf of Atomic Aquatics, to discuss these Lapsed 
Patents. Our discussion included the possibility of revival of the Lapsed Patents, and the difficulty of 
such revivals under the 'Imavoidable*' standard of 37 CFR 1 .378(b). 

4. On September 28, 20 i I 1 was asked to perform a study into the feasibility of reviving the Lapsed 
Patents. I conducted that research in federal caselaw and through other large compilations of 
correspondence histories with the Office of Petitions available on the Internet and reported to Messrs. 
Frederickson and Christensen by October 18, 201 1. 

5. Between October I S and 26, 201 1 1 received from Messrs. Frederickson and Christensen 
compilations prepared at my request of correspondence between Leonard Tachner and Atomic 
Aquatics. 

6. On November 2. 20 11 1 had reviewed the compilations provided in October and reported back with 
further requests for information. 

7. On November 8, 201 1 1 conversed with Mark Frederickson over the telephone about further 
information to be supplied in support of petitions to revive, and sent to him some questions for Atomic 
Aquatics principals to answer in preparation for the petitions of revival for the Lapsed Patents and 
declarations thereof 

8. On November 14, 20 11 1 received answers to my questions of November 8 prepared by Dean R. 
Garraffa and Douglas J. Toth. I returned to Messrs. GarratTa and Toth some further questions, which 
were responded to on Nov. 15, 201 1 with copies of invoices from Leonard Tachner containing charges 
for the payment of maintenance fees and annuities. 
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9. Since November 23, 20 1 1 I have been regularly drafting the petition papers to revive the Lapsed 
Patents. 

10. I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by fine 
or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such 
willful false statements may jeopardize the validity of the Atomic Patents, of which the Subject Patent 
is one. 



Name: Everett D. Robinson 



Signature: 




Date: 



Petitioner's Exhibit S 



Decision in In re Georgialis, 
Pat. No. 4,740,967 
May 12, 2005 




United States Patent and Trademark Office 



CaMMlSSIONCR FOR PATENTS 

United States Patent and Trademark Office 

P.O. Box 1 430 
Af-eXAislDRIA, VA 223 I 3- 1 450 
WWW.U8PTa.SOV 



NICHOLAS C. GEORGALIS 
6981 rv AND ALE 
INDEPENDENCE OH 44 1 3 1 



In re Application of 
NICHOLAS C. GEORGALIS 
Application No. 07/043,863 
Patent No, 4,740,967 
Filed: January 7, 1987 
Issue Date: April 26, 1988 
Title: DISPERSED SWITCHING 
TELECOMMUNICATION SYSTEM 



Paper No. 22 

COPY MAILED 

MAY 1 2 2005 
OlTOOFPETniONS 

DECISION ON RENEWED PETITION 
UNDER 37 C.F.R. § 1.378(E) 



This is a decision on the renewed petition filed November 16, 2004, under 37 C.F.R. § 1.378(e), 
requesting reconsideration of a prior decision pursuant to 37 C.F.R. § 1 378(b)^ which refused to 
accept the delayed payment of two maintenance fees for the above-referenced patent. On 
December 14, 2004, Petitioner submitted supplemental material. 

The request to accept the delayed payment of the maintenance fee is DENIED^. 

The patent issued April 26, 1988. The grace period for paying the 1V^ year maintenance fee^ 
provided in 37 CFR 1 .362(e) expired at midnight on April 26, 1996, with no payment received. 
Accordingly, the patent expired at midnight on April 26, 1996. 



' Any petition to accept an unavoidably delayed payment of a maintenance fee filed under 37 C.F.R. § 1. 378(b) must 
include: 

(1) The required maintenance fee set forth in 37 C.F.R. §1 .20 (e) through (g);, 

(2) The surcharge set forth in 37 C.F.R. §] .20(i)(IX and; 

(3) A showing that the delay was unavoidable since reasonable care was taken to ensure that the 
maintenance fee would be paid timely and that the petition was filed promptly after the patentee was 
notified of, or otherwise became aware of, the expiration of the patent. The showing must enumerate the 
steps taken to ensure timely payment of the maintenance fee, the date and the manner in which patentee 
became aware of the expiration of the patent, and the steps taken to file the petition promptly. 

2 This decision may be regarded as a final agency action within the meaning of 5 U.S.C. §704 for the purposes of . 
seeking judicial review. See M PEP 1002.02. 

3 The PTO's Patent Location and Monitoring System software does not show that the VA year maintenance fee was 
received. However, Petitioner has submitted evidence on renewed petition by way of a Maintenance Fee Statement, 
mailed by the Office on November 14, 1991, which establishes that this maintenance fee was paid. 
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Patent No. 4.740,967 
Decision on renewed petition under 37 C.F.R. §1, 378(e) 

With the original petition submitted on October 1 , 2004 under 37 C.F.R. § 1.378(b), Petitioner 
submitted payment in the amount of $455, $1045, and $1610 for the delayed payment of the 
required 314 year , Th year, and 1 1 '/2 year maintenance fees, respectively, as well as the 
surcharge associated with the filing of this petition. 

The application issued on April 26, 1988. Petitioner asserted that due to financial hardship, he 
was unable to submit the required maintenance fees until the present time. 

To establish unavoidable delay. Petitioner submitted a statement of facts where Petitioner 
asserted financial hardship, A decision was mailed on November 15, 2004 which dismissed the 
petition for failing to establish that the delay was unavoidable in that Petitioner failed to submit a 
complete and thorough showing of his financial condition during the entire period between April 
26, 1996 and the date on which the petition was submitted. 

With the instant petition pursuant to 37 C.F.R. §1 .378(e), Petitioner has again failed to meet the 
requirement under 37 C.F.R. § 1.378(b)(3) of an adequate showing that the delay was 
unavoidable. A discussion follows. 



The standard 

35U.S.C. §4 1(c)(1) states: 

The Director may accept the payment of any maintenance fee... after the six-month grace period if the delay'* is 
shown to the satisfaction of the Director to have been unavoidable. 

§ 1.378(b)(3) is at issue in this case. Acceptance of a late maintenance fee under the unavoidable 
delay standard is considered under a very stringent standard. Decisions on reviving abandoned 
applications on the basis of "unavoidable" delay have adopted the reasonably prudent person 
standard in determining if the delay was unavoidable: 

The word 'unavoidable' ... is applicable to ordinary human affairs, and requires no more or greater care or diligence 
than is generally used and observed by prudent and careful men in relation to their most important business*. 

In addition, decisions are made on a "case-by-case basis, taking all the facts and circumstances 
into account." ^ Nonetheless, a petition cannot be granted where a petitioner has failed to meet 
his or her burden of establishing that the delay was "unavoidable." 



4 This delay includes the entire period between the due date for the fee and the filing of a grantable petition pursuant 
to 37 C.F.R. § 1.378(b). 

5 In re Mattullath , 38 App. D.C. 497. 514-15 (191 2¥^;vQ//>7jg Ex parte Pratt. 1887 Dec. Comm'r Pat. 31, 32-33 
(1887)): see also Winkler v. Ladd , 221 F, Supp, 550, 552. 138 U.S.P.Q. 666, 167-68 (D.D.C. 1963), afTd, 143 
U.S.P.Q. I72(D.C. Cir. 1963); Ex parte Henrich. 1913 Dec. Comm'rPat. 139, 141 (1913). 

6 Smith V. Mossinghofr .671 F.2d at 538, 213 U.S.P.Q. at 982. 
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Patent No. 4,740,967 

Decision on renewed petition under 37 C.F.R. §1. 378(e) 



An adequate showing that the delay in payment of the maintenance fee at issue was 
"unavoidable" within the meaning of 35 U.S.C. 41(c) and 37 CFR 1.378(b)(3) requires a 
showing of the steps taken to ensure the timely payment of the maintenance fees for this patent. 
Where the record fails to disclose that the patentee took reasonable steps, or discloses that the 
patentee took no steps, to ensure timely payment of the maintenance fee, 35 U.S.C. 41(c) and 37 
C.F.R, § 1.378(b)(3) preclude acceptance of the delayed payment of the maintenance fee under 
37 CFR 1.378(b). 

A delay caused by an applicant's lack of knowledge or improper application of the patent statute, 
rules of practice, or the MPEP is not rendered "unavoidable" due to either the applicant's 
reliance upon oral advice from USPTO employees or the USPTO's failure to advise the applicant 
to take corrective action^. 



Presuming for the purposes of discussion that it was an act/omission of Counsel that contributed 
to any of the delay herein, the act(s) or omissions of the attorney/agent are imputed wholly to the 
applicant/client^ in the absence of evidence that the attorney/agent has acted to deceive the 



The portions of the MPEP relevant to the facts as presented 

2504 Patents Subject to Maintenance Fees 

37 CFR 1 .362. Time for payment of maintenance fees. 

(a) Maintenance fees as set forth in § § 1 .20(e) through (g) are required to be paid in all patents based on 
applications filed on or after December 12, 1980, except as noted in paragraph (b) of this section, to maintain a 
patent in force beyond 4, 8 and 12 years after the date of grant. 

(b) Maintenance fees are not required for any plant patents or for any design patents. Maintenance fees are not 
required for a reissue patent if the patent being reissued did not require maintenance fees. 

(c) The application filing dates for purposes of payment of maintenance fees are as follows: 

(1) For an application not claiming benefit of an earlier application, the actual United States filing date of 
the application. 

(2) For an application claiming benefit of an earlier foreign application under 35 U.S C. 1 19, the United 
States filing date of the application. 

(3) For a continuing (continuation, division, continuation-in-part) application claiming the benefit of a prior 
patent application under 35 U.S.C. 120, the actual United Stales filing date of the continuing 



7 Haines. 673 F. Supp. at 3 1 6-1 7, 5 U.S.P.Q.2d at 113 1 -32. 

8 See In re Sivertz . 227 USPQ 255, 256 (Comm'r Pat. 1 985). 

9 The actions or inactions of the attorney/agent must be imputed to the petitioners, who hired the attorney/agent to 
represent them. Link v. Wabash Railroad Co. , 370 U.S. 626, 633-634, 82 S.Ct. 1386, 1390-91 (1962). The failure of 
a party's attorney to take a required action or to notify the party of its rights does not create an extraordinary 
situation. Moreover, the neglect of a party's attorney is imputed to that party and the party is bound by the 
consequences. See Huston v. Ladner , 973 F.2d 1564, 23 USPQ2d 1910(FedCir. 1992); Herman Rosenberg and 
Parker Kalon Corp. v. Carr Fastener Co. , 10 USPQ 106 (2dCir. 1931), 

10 When an attorney intentionally conceals a mistake he has made, thus depriving the client of a viable opportunity 
to cure the consequences of the attorney's error, the situation is not governed by the stated rule in Link for charging 
the attome/s mistake to his client. In re Lonardo. 17 USPQ2d 1455 (Comm'r. Pat. 1990). 
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application. 

(4) For a reissue application, including a continuing reissue application claiming the benefit of a reissue 
application under 35 U.S.C. 120, the United States filing date of the original non-reissue application on 
which the patent reissued is based. 

(5) For an international application which has entered the United States as a Designated Office under 35 
U.S.C. 371, the international filing date granted under Article 1 1(1) of the Patent Cooperation Treaty 
which is considered to be the United States filing date under 35 U.S.C. 363. 

(d) Maintenance fees may be paid in patents without surcharge during the periods extending respectively from: 

(1) 3 years through 3 years and 6 months after grant for the first maintenance fee, 

(2) 7 years through 7 years and 6 months after grant for the second maintenance fee, and 

(3) 1 1 years through 1 1 years and 6 months after grant for the third maintenance fee. 

(e) Maintenance fees may be paid with the surcharge set forth in § 1 .20(h) during the respective grace periods 
after; 

( 1 ) 3 years and 6 months and through the day of the 4th anniversary of the grantfor the first 
maintenance fee. 

(2) 7 years and 6 months and through the day of the 8th anniversary of the grant for the second maintenance 
fee. and 

(3) 1 1 years and 6 months and through the day of the 1 2th anniversary of the grant for the third maintenance . 
fee. 

(f) If the last day for paying a maintenance fee without surcharge set forth in paragraph (d) of this section, or the 
last day for paying a maintenance fee with surcharge set forth in paragraph (e) of this section, falls on a 
Saturday, Sunday, or a federal holiday within the District of Columbia, the maintenance fee and any necessary 
surcharge may be paid under paragraph (d) or paragraph (e) respectively on the next succeeding day which is 
not a Saturday, Sunday, or Federal holiday. 

(g) Unless the maintenance fee and any applicable surcharge is paid within the time periods set forth in paragraphs 
(d), (e) or (f) of this section, the patent will expire as of the end of the grace period set forth in paragraph (e) 
of this section. A patent which expires for the failure to pay the maintenance fee will expire at the end of the 
same date (anniversary date) the patent was granted in the 4th, 8th, or 12th year after grant. 

(h) The periods specified in § § 1.362 (d) and (e) with respect to a reissue application, including a continuing 
reissue application thereof, are counted from the date of grant of the original non-reissue application on which 
the reissued patent is based. 

Maintenance fees are required to be paid on all patents based on applications filed on or after December 12. 1980, 
except for plant patents and design patents. Furthermore, maintenance fees are not required for a reissue patent if the 
patent being reissued did not require maintenance fees. Application filing dates for purposes of determining whether 
a patent is subject to payment of maintenance fees are as follows: 

(A) For an application not claiming benefit of an earlier application, the actual United States filing date of the 
application. 

(B) For an application claiming benefit of an earlier foreign application under 35 U.S.C. 1 19(a)-(d), the actual 
United States filing date of the application. 

(C) For a continuing (continuation, division, continuation-in-part) application claiming the benefit of a prior patent- 
application under 35 U.S.C. 120, the actual United States filing date of the continuing application. 

(D) For a reissue application, including a continuing reissue application claiming the benefit of a reissue 
application under 35 U.S.C. 120, the United States filing date of the original nonreissue application on which 
the patent reissued is based. 

(E) For an international application that has entered the United States as a Designated Office under 35 U.S.C. 371, 
the iniemational filing date granted under Article 1 1(1) of the Patent Cooperation Treaty which is considered 
to be the United States filing date under 35 U.S.C. 363. 

2506 Times for Submitting Maintenance Fee Payments 

37 CFR 1.362(d) sets forth the time periods when the maintenance fees for a utility patent can be paid without 
surcharge. Those periods, referred to generally as the "window period," are the 6-month periods preceding each due 
date. The "due dates" are defined in 35 U.S.C. 41(b). The window periods are (I) 3 years to 3 1/2 years after the 
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date of issue for the first nriaintenance fee payment, (2) 7 years to 7 1/2 years after the date of issue for the second 
maintenance fee payment, and (3) 1 1 years to 11 1/2 years after the date of issue for the third and final maintenance 
fee payment. A maintenance fee paid on the last day of a window period can be paid without surcharge. The last day 
of a window period is the same day of the month the patent was granted 3 years and 6 months, 7 years and 6 months, 
or 1 1 years and 6 months after grant of the patent. 37 CFR 1 .362(e) sets forth the time periods when the 
maintenance fees for a utility patent can be paid with surcharge. Those periods, referred to generally as the "grace 
period," are the 6-month periods immediately following each due date. The grace periods are (1)3 1/2 years and 
through the day of the 4th anniversary of the grant of the patent, (2) 7 1/2 years and through the day of the 8th 
anniversary of the grant of the patent and, (3) 1 1 1/2 years and through the day of the 1 2th amiiversary of the grant 
of the patent. A maintenance fee may be paid with the surcharge on the same date (anniversary date) the patent was 
granted in the 4th, 8th, or 12th year after grant to prevent the patent from expiring. Maintenance fees for a reissue 
patent are due based upon the schedule established for the original utility patent. The filing of a request for ex parte 
or inter partes reexamination and/or the publication of a reexamination certificate does not alter the schedule of 
maintenance fee payments of the original patent. If the day for paying a maintenance fee falls on a Saturday, 
Sunday, or a Federal holiday within the District of Columbia, the maintenance fee may be paid on the next 
succeeding day that is not a Saturday, Sunday, or Federal holiday. For example, if the window period for paying a 
maintenance fee without a surcharge ended on a Saturday, Sunday, or a Federal holiday within the District of 
Columbia, the maintenance fee can be paid without surcharge on the next succeeding day that is not a Saturday, 
Sunday, or a Federal holiday within the District of Columbia. Likewise, if the grace period for paying a 
maintenance fee with a surcharge ended on a Saturday, Sunday, or a Federal holiday within the District of 
Columbia, the maintenance fee can be paid with surcharge on the next succeeding day that is not a Saturday, 
Sunday, or a Federal holiday within the District of Columbia. In the latter situation, the failure to pay the 
maintenance fee and surcharge on the next succeeding day that is not a Saturday, Sunday, or a Federal 
holiday within the District of Columbia will result in the patent expiring on a date (4, 8, or 12 years after the date of 
grant) earlier than the last date on which the maintenance fee and surcharge could be paid. This situation results 
from the provisions of 35 U.S.C. 21, but those provisions do not extend the expiration date of the patent if the 
maintenance fee and any required surcharge are not paid when required. For example, if the grace 
period for paying a maintenance fee with a surcharge ended on a Saturday, the maintenance fee and surcharge could 
be paid on the next succeeding business day, e.g., Monday, but the patent will have expired at midnight on Saturday 
if the maintenance fee and surcharge were not paid on the following Monday. Therefore, if the maintenance fee 
and any applicable surcharge are not paid, the patent will expire as of the end of the grace period as listed above. A 
patent that expires for failure of payment will expire on the anniversary date the patent was granted in the 4th, 8th, 
or 12th year after the grant. 



Application of the standard to the current facts and circumstances 

Petitioner's explanation of the delay has been considered, and it has been determined that it fails 
to meet the standard for acceptance of a late payment of the maintenance fee and surcharge based 
on unavoidable delay. 

In the original petition under 37 C.F.R.§ 1.378(b), submitted October 1, 2004, Petitioner set forth 
that he was not able to pay the maintenance fees at the time which they were due. In the decision 
mailed November 15, 2004, Petitioner was instructed to submit a complete and thorough 
showing of his financial condition during the entire period of delay. 

With the renewed petition. Petitioner has supplied a rather voluminous packet of information 
containing, among other things, a statement of facts, charts showing cash flows from 1991 - 
1995, a Net Worth Table spanning from 1987 - 2003, a receipt which confirms submission of the 
3'/2 year maintenance fee, tax returns for 1991 - 1995, end of year bank statements for this same 
time period, a listing of home mortgage payments from 1991 - 2004, end of year credit card 
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summaries for 1991 - 1995 and 2002, utility payments for 2004, a summary of Petitioner's 
severance pay and pension buyout, and a personal statement of benefits from Petitioner's former 
employer. 

As set forth in the previous decision, Petitioner should be made aware that the standard 
associated with the filing of a petition under the unavoidable standard is extremely difficult to 
meet. 

Petitioner's explanation of the delay has been considered, and it has been determined that it fails 
to meet the standard for acceptance of a late payment of the maintenance fees and surcharge, for 
the reasons which follow". 

Petitioner has not made an adequate showing that the failure to pay the maintenance fee was 
unavoidable, given the exercise of due care. The period for paying the 1V% year maintenance fee 
without the surcharge extended from April 26, 1995 to October 26, 1995, and for paying with the 
surcharge from October 27, 1995 to April 26, 1996. Thus, the delay in paying the VA year 
maintenance fee extended from April 27, 1996 to the filing of the petition on October 1, 2004. 



The entire period of delay is the relevant period : 

Petitioner states that he does not agree that the entire period of the delay should be considered, 
but rather the only time that is relevant is the time when the maintenance fee was due. Petitioner 
states that if the Office were to consider only the period following the date the maintenance fee 
was due would be to provide "no rational basis for explaining why the maintenance fee was not 
paid at the time that it was due thereby making the delay in payment unavoidable in the first . 
instance*^.'* Petitioner is reminded that the statue^ 35 U.S.C. 41(c)(1) cited above, requires that 
the delay in submitting the maintenance fee was unavoidable. By definition, the delay inherently 
includes the period following the date the maintenance fee was due. Petitioner's argument is 
inconsistent with the statute. See also MPEP 71 1.03(c) and 37 C.F.R. §L378(b)(3), which 
requires 

A showing that the delay was unavoidable since reasonable care was taken to ensure that the maintenance fee would 
be paid timely and that the petition was filed promptly after the patentee was notified of, or otherwise became 
aware of, the expiration of the patent. The showing must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which patentee became aware of the expiration of the patent, and 
the steps taken to file the petition promptly . (Emphasis added). 

Since the petition which Petitioner has filed requires a showing that the delay was unavoidable. 
Petitioner is required to establish that he could not submit the maintenance fees from the time 



'* Seg: |n re Aoplication ofS. 8 USP02d 1630, 1632 (CommV Pats. 1988). Where there is a question whether the delay was unintentional, the 
petitioner must meet a burden o f establishing that the delay was unintentional within the meaning of 35 U.S.C. § 4 1 (a)(7) and 37 CF.R. 
§1. 137(b). Sec : In re Aoolication of G. M USPQ2d 1378. 1 380 (Comm'r Pats. 1989). 



12 Supplement to renewed petition, page 2, 
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that they were due until the time that they were eventually submitted to the Office. Put another 
way, Petitioner is required to establish that the entire period of delay was unavoidable. 

Petitioner argues, inter alia, "that it is unreasonable to expect that [a "financial hardship"] 
standard can be met for the entire period [from 1995 to 2004];" that "the standard v^U always 
lead to a denial of the petition, hence thwart the intent of the law," and that the "effect of high 
standards relating to unavoidable delay of maintenance fees required by the Patent Office is to 
deny permanently the property rights of an inventor granted under the Patent Law and the United 
States." Petitioner asserts that the standard applied by the Office is arbitrary and capricious.'"^ 
Unfortunately for Petitioner, the heavy burden necessary to establish that a delay was 
unavoidable is precisely what Congress required when 35 U.S.C. §4 1(c) was enacted. See 49 
FR34716: "The legislative history of Pub. L. 97-247, House Report. 47-542 (Committee of the 
Judiciary) which indicates that "[a]fter the expiration of a reasonable period of time, the patentee 
would bear a heavy burden of proof that the delay was unavoidable." It was because of the 
difficulty in satisfying the standard that prompted Congress, in 1992, to amend 35 U.S.C. §41(c) 
to include the lesser standard of "unintentional" delay, subject to the 24 month time period. See 
House Report 102-993 ("The 'unavoidable' standard has proved to be too stringent in many 
cases. Many patentees have been deprived of their patent rights in failure to [pay the 
maintenance fees for reasons that may have been unintentional yet not avoidable.") 

Petitioner has failed to address the entire period of the delay, and it is not clear why Petitioner 
waited until recently to submit his maintenance fees. The Th year and 1 1 V^ year maintenance 
fees, at the time which they were due, were $995 and $1455, respectively. As will be shown 
below, Petitioner was clearly financially capable of making these payments. 

The issue of affordability/financial hardship : 

Petitioner has alleged that he was unable to submit the maintenance fees for the above-identified 
patent. Petitioner has a wife and four children, and was employed by the local phone company 
as an engineer and manager until he was laid off in September of 1994. At the time of his layoff, 
Petitioner received $50,000 after taxes. 

In 1995, Petitioner's daughter transferred to Cleveland State University after spending a year at 
Ohio State University, and Petitioner assisted her in her expenses*"^. 

In 1997, Petitioner paid for his oldest son to attend Case Western Reserve University, the cost of 
which Petitioner estimated at $20,000 per year. It is assumed that his son attended the school for 
four years*^. This same year, Petitioner purchased a new car for $23,000*^. Petitioner also 
makes mention of expenses for a "long planned vacation to Greece Petitioner's "End of Year 
Credit Card Summary for 2002" shows, inter alia, credit card charges to restaurants totaling over 



13 Id. 

14 Renewed petition, page 4. 

15 Id. 

16 Id. at page 8. 

17 Id. 
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$5000, retail charges of over $1 1,000, lodging and airfare charges over $3000, miscellaneous 
charges over $6,000, etc. 

Petitioner explains: 

these expenses along with my diminished prospects about my future retirement as well as the expectation of at least 
13 more years of college payments*^ played a pivotal role in my decision regarding the payment of maintenance fees 
in 1995. 

Renewed petition, page 5. 

Clearly, Petitioner had the means to submit the maintenance fee, but allocated these funds to 
other sources. Petitioner has reported his net worth for the years 1 996 and 1 997 as $3 11 ,634 and 
$333,973, respectively. A net worth amount of $201,915 appears to be indicated for year 2002, 
though the data in this column appears incomplete. It is noted that Petitioner has not reported his 
present net worth, or the net worth for years 1998-2001 or 2003. 

In the supplement to the petition, received on December 14, 2004, Petitioner states that he is not 
asserting financial hardship, which Petitioner understands as implying that he must show that he 
was in bankruptcy in the entire period, but rather that when he was laid off, his perception of his 
future net worth diminished As such, Petitioner asserts that the standard should not be 
financial hardship, but rather affordability, and as such, "the projected loss of net worth can be 
used to make a reasonable judgment regarding the ability to pay the maintenance fee at the time 
that it was due and thereafter as welP°." In other words, Petitioner realized that he would not 
have as much money in the future as he once though that he might, and as such, present spending 
had to be curtailed so as to prepare for the diminishment in his perceived future new worth. 
Petitioner adds that his case is unique in that his business interests and his family interests are 
bound together. Every person with a family has business interests which caimot be separated 
from his family interests. 

Petitioner has asserted that he simply could not afford to pay the $995 maintenance fee in 1996 
and the $1455 maintenance fee in 2000. However, Petitioner has made it clear that he was able 
to afford to send his son to a rather expensive university, he was able to afford the purchase of a 
brand new car, he was able to afford a trip to Europe, he was able to eat out at restaraunts and 
stay at hotels, etc. This, coupled with the fact that his net worth was hundreds of thousands of 
dollars, suggests that Petitioner had the $995 in 1996 and the $1455 in 2000, had he chose to 
spend it. It is clear that Petitioner could have submitted the payments, but chose not to, since he 
had other priorities which were placed above the maintenance of this patent. 

On page 4 of the supplement to the renewed petition under 37 C.F.R. §1. 378(e), Petitioner 
correctly sets forth that the standard adopted by the courts is that of a reasonably prudent person 
acting in relation to their most important business . Petitioner then immediately writes that the 



18 There were still two younger children who would eventually be attending college. 

19 Supplement, page 2. 

20 Id. 



Application No. 07/043,863 
Patent No. 4.740,967 

Decision on renewed petition under 37 C.F.R. §1. 378(e) 



Page 9 of 10 



payment of the maintenance fee was not his most important business^'. As such, Petitioner has 
set forth that he cannot meet the standard required under this rule, in that he has set forth that 
paying his current debts, paying his mortgage, food, clothing, fuel, utilities, taxes, insurance, 
home and car maintenance, entertainment, saving for college tuition, saving for his retirement, 
contributing to his church, and contributing to charities are each more important to him than his 
patent. As such. Petitioner has not treated this patent as his most important business, because he 
has other obligations which are more important to him. As stated above, the failure of a patentee 
to treat his patent as his most important business precludes the granting of a petition under 37 
CF.R.§ 1378(e). 

Furthermore, Petitioner has set forth that if this petition is denied, that would have the effect of 
the PTO reordering his personal priorities through beauracratic fiat^^. Such is not the case. The 
reasonably prudent person standard recited above comes not from beauracratic fiat, but rather 
from judicial decree interpreting the statutory requirements that the delay be "unavoidable^*^." 

Finally, as stated above, Petitioner had the means to pay the maintenance fee, but chose to 
allocate his financial resources to other matters. Petitioner has set forth that he believed that 
failure to submit the maintenance fee in a timely fashion would result in the patent becoming 
dormant, but not expired^^. As such. Petitioner was clearly misinformed, and this belief indicates 
a lack of understanding of the consequences which befall patentees when maintenance fees are 
not timely paid. The lack of knowledge pertaining to failure to submit maintenance fees will not 
shift the burden of monitoring the time for paying a maintenance fee from the patentee to the 
OflTice, and as such, a lack of understanding cannot be used to support a finding that the delay 
was "unavoidable^^ 



CONCLUSION 

The prior decision which refiised to accept, under 37 C.F.R §1 .378(b), the delayed payment of a 
maintenance fee for the above-identified patent, has been reconsidered. For the above stated 
reasons, the delay in this case cannot be regarded as unavoidable within the meaning of 35 
U.S.C. §41(c)(l) and 37 C.F.R. §1.378(b). 

Since this patent will not be reinstated. Petitioner is entitled to a refund of the surcharge and the 
three maintenance fees he submitted with the original petition. The $130 fee associated with the 
filing of a renewed petition under 37 C.F.R. § 1 .378(e) v^ll not be refunded. A treasury check 
will be issued in due course. 



21 id. at 5. 

22 id. 

23 In re Mattuilath, supra. 

24 Supplemental petition, page 5. 

25 See In re Sivertz , supra. 
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This is a decision on the renewed petition filed on October 1, 
2007, pursuant to 37 C.F.R. § 1.378(e)* requesting 
reconsideration of a prior decision pursuant to 37 C.F.R. 



1 Any petition to accept an unavoidably delayed payment of a maintenance fee 
filed under 37 C.F.R, § i. 378(b) must include: 

(1) The required maintenance fee set forth in 37 C.F.R. §1.20 (e) through 

(g); 

(2) The surcharge set forth in 37 C.F.R. § 1.20{i){l), and; 

(3) A shov/ing that the delay vvas unavoidable since reasonable care v^as 
taken to ensure that the maintenance fee v/ould be paid timely and that 
the petition was filed promptly after the patentee v;as notified of, or 
otherv^rise became av;are of, the expiration of the patent. The shovs?ing 
must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which patentee became 
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§ 1, 378(b), which refused to accept the delayed payment of 
maintenance fees for the above -referenced patent. 
The request to accept the delayed payment of the maintenance fee 
is DENIED^ 

The patent issued on March 1, 1994. The grace period for 
paying the 7^-year maintenance fee provided in 37 C.F.R. 
§ 1, 362(e) expired at midnight on March 1, 2002, with no payment 
received. Accordingly, the patent expired on March 1, 2002 at 
midnight . 

Mr. Tan is the inventor. The Assignee is a corporate entity by 
the name of Cynosure, Inc. (Cynosure). The Petitioner is a 
member of the law firm Hamilton, Brook, Smith Sc Reynolds (HBSR) . 

An original petition pursuant to 37 C.F.R, § 1.378(b) was filed 
on November 6, 2006 to reinstate the above-identified patent. 
This petition was dismissed via the mailing of a decision on 
August 1, 2007, for failure to establish that the entire period 
of delay was unavoidable. 

Petitioner has submitted, inter alia, the surcharge associated 
with a petition to accept late payment of a maintenance fee as 
unavoidable, the and llj^-year maintenance fees, a statement 
of facts, and the surcharge that is associated with the filing 
of this renewed petition. 

Petitioner has met the first and second requirements set forth 
in 37 C.F.R, §1. 378(b). A discussion of the third requirement 
follows . 



The standard 
35 U.S.C. §41(c){l) states: 

The Director may accept the payment of any maintenance fee... 
after the six-month grace period if the delay^ is show-n to 
the satisfaction of the Director to have been unavoidable. 



aware of the expiration of the patent, and the steps taken to file the 
petition promptly, 

2 This decision may be regarded as a final agency action v/ithin the meaning 
of 5 U.S.C. §704 for the purposes of seeking judicial review. See MPS? 
§ 1002.02. 
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§1. 378 (b) (3) is at issue in this case. Acceptance of a late 
maintenance fee under the unavoidable delay standard is 
considered under the same standard for reviving an abandoned 
application under 37 C.F.R. § 1.137(a). This is a very 
stringent standard. Decisions on reviving abandoned 
applications on the basis of ''unavoidable" delay have adopted 
the reasonably prudent person standard in determining if the 
delay was unavoidable : 

The word 'unavoidable' ... is applicable to ordinary 
human affairs, and requires no more or greater care or 
diligence than is generally used and observed by 
prudent and careful men in relation to their most 
important business^ . 

In addition, decisions are made on a "case-by-case basis, taking 
all the facts and circumstances into account." Nonetheless, a 
petition cannot be granted where a petitioner has failed to meet 
his or her burden of establishing that the delay was 
"unavoidable^ . " 

An adequate shov/ing that the delay in payment of the maintenance 
fee at issue v;as unavoidable" within the meaning of 35 U.S.C. 
§ 41(c) and 37 C.F.R. § 1.378(b)(3) requires a showing of the 
steps taken to ensure the timely payment of the maintenance fees 
for this patent. Where the record fails to disclose that the 
patentee took reasonable steps, or discloses that the patentee 
took no steps, to ensure timely payment of the maintenance fee, 
35 U.S.C. § 41(c) and 37 C.F.R. § 1.378(b)(3) preclude 
acceptance of the delayed payment of the maintenance fee under 
37 C.F.R. § 1.378 (b) . 

The burden of showing the cause of the delay is on the person 
seeking to revive the application^. 

A delay caused by an applicant's lack of knowledge or improper 
application of the patent statute, rules of practice, or the 



3 This delay includes the entire period betv/een the due date for the fee and 
the filing of a grantable petition pursuant to 37 C.F.R. §1. 378(b). 

4 In re Mattullath , 38 App. D,C. 437, 514-15 (1912) [quoting Ex parte Pratt , 
1887 Dec. Comm'r Pat. 31, 32-33 (1887)); see also V/ inkler v. Ladd , 221 F. 
Supp. 550, 552, 138 U.S.P.Q. 666, 167-68 (D.D.C. 1563), affVd, 143 
U.S.P.Q. 172 (D.C. Cir. 1963); gx parte Henrich , 1913 Dec. Comm'r Pat. 139, 
141 (1913) . 

5 Haines , 673 F. Supo . at 316-17, 5 U.S.P.Q, 2d at 1131-32 
S Id. 
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MPEP is not rendered "unavoidable" due to either the applican 
reliance upon oral advice from USPTO employees or the USPTO's 
failure to advise the applicant to ta.ke corrective action . 

The Office must rely on the actions or inactions of duly 
authorized and voluntarily chosen representatives of the 
applicant, and the applicant is bound by the consequences 
of those actions or inactions^. Specifically, a 
petitioner's delay caused by the mistakes of negligence of 
his voluntarily chosen representative does not constitute 
unavoidable delay within the meaning of 35 U.S.C. § 13 3 

The actions of the attorney are imputed to the client, for 
when a petitioner voluntarily chooses an attorney to 
represent him, the petitioner cannot later avoid the 
repercussions of the actions or inactions of this selected 
representative, for clients are bound by the acts of their 
lawyers/agents, and constructively possess "notice of all 
facts, notice of which can be charged upon the attorney^ ." 

Courts hesitate to punish a client for its lawyer's gross 
negligence, especially v;hen the lawyer affirmatively misled 
the client," but "if the client freely chooses counsel, it 
should be bound to counsel's actions'^." 

Presuming for the purposes of discussion that it was an 
act/omission of Counsel that contributed to any of the delay 
herein, the act{s) or omissions of the attorney/agent are 
imputed wholly to the applicant/client" in the absence of 



7 See In re Sivertz, 227 USPQ 255, 256 (Comm' r Pat. 1985). 

8 Link v. Wabash , 370 U.S. 626, 633-534 (1962). 

9 Haines , 673~Supp. at 315-17, 5 U.S.F.0.2d at 1131-32; gtnithjL. Diamond . 

209 USPQ 1091 (D.D.C. 1981); Potter v. Dann , 201 USPQ 574 (D.D.C. 1973); Ex 
parte Murray , 1891 Dec. Comm' r Pat. 103, 131 (Comm'r Pat. 1891). 

10 Link at 633-634 . 

11 Inryco, Inc. v. Metropolitan Engineering Co., Inc. , 708 F.2d 1225^ 1233 
(7th Cir. 1983). See also , Wei v. State of Hawaii , 763 F.2d 370, 372 {9th 
Cir. 1985); LeBlanc v. I.N.S. , 715 F.2d 585, 694 (1st Cir. 1983). 

12 The actions or inactions of the attorney/agent raust be imputed to the 
petitioners, who hired the attorney/agent to represent them. Link v. Wabash 
Railroad Co. , 370 U.S. 625, 633-634, 82 S . Ct . 1385, 1330-91 (1962). The 
failure of a party's attorney to take a required action or to notify the 
party of its rights does not create an extraordinary situation. Moreover, the 
neglect of a party's attorney is imputed to that party and the party is bound 
by the consequences. See Huston v. Ladner , 973 F.2d 1564, 23 USPQ2d 1910 
(Fed Cir. 1992); Herman Rosenberg and Parker Kaion Corp. v. Carr Fastener 
Co., 10 USPQ 106 (2d Cir. 1931). 
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evidence that the attorney/agent has acted to deceive the 
client 

Moreover, Link sets forth: 

" [I] f an attorney's conduct falls substantially below what is 
reasonable under the circumstances, the client's remedy is 
against the attorney in a suit for malpractice. But keeping [a] 
suit alive merely because plaintiff should not be penalized for 
the omissions of his ov/n attorney would be visiting the sins of 
plaintiff ^s lawer upon the defendant'*," 



Portions of the Code of Federal Regulations and the MPEP 
relevant to the abandonment of this application 

37 C.F.R. § 1.362 Time for payment of maintenance fees. 

(a) Maintenance fees as set forth in §§ 1.20(e) through {a} are required to 
be paid in all patents based on applications filed on or after December 12, 
1980, except as noted in paragraph (b) of this section, to maintain a patent 
in force beyond 4, S and 12 years after the date of grant. 

(b) Maintenance fees are not required for any plant patents or for any design 
patents. Maintenance fees are not required for a reissue patent if the patent 
being reissued did not require maintenance fees. 

(c) The application filing dates for purposes of pawient of maintenance fees 
are as follows: 

(1) For an application not claiming benefit of an earlier application, the 
actual United States filing date of the application. 

(2) For an application claiming benefit of an earlier foreign application 
under 35 U.S.C. 119, the United States filing date of the application. 

(3) For a continuing (continuation, division, continuation-in-part) 
application claiming the benefit of a prior patent application under 35 
U.S.C. 120, the actual United States filing date of the continuing 
application . 



13 When an attorney intentionally conceals a mistake he has made, thus 
depriving the client of a viable opportunity to cure the consequences of the 
attorney's error, che situation is not governed by the stated rule in Link 
for charging the attorney's mistake to his client. In re Lonardo , 17 USPQ2d 
1455 (Comm'r. Pat. 1990). 

l"^^^ 634. See also Mekdeci v. Merrell Nat ' 1 . Laboratories , 711 F,2d 
1510, 1522-23 (11th Cir. 1983) {"'There is no constitutional or statutory 
right to effective assistance of counsel on a civil case. * , . . [A] 'party . 
. . does not have any right to a new trial in a civil suit because of 
inadequate counsel, but has as its remedy a suit against the attorney for 
malpractice.'") (quoting Watson v. Moss, 519 F.2d 775, 776 (Sth Cir. 1980)) 
and Kushner v. Winterthur Swiss Ins. Co. , 620 F.2d 404, 40S {3rd Cir. 1980) 
("An aggrieved party in a civil case, i.nvolving only private litigants unlike 
a defendant in a criminal case, does not have a constitutional right to the 
effective assistance of counsel. The remedy in a civil case, in vmich chosen 
counsel is negligent, is an action for malpractice."). 
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(4) For a reissue application, including a continuing reissue application 
claiming the benefit of a reissue application under 35 U.S.C. 120, the United 
States filing date of the original non- reissue application on which the 
patent reissued is based. 

'(5) For an international application which has entered the United States as a 
Designated Office under 35 U.S.C, 371, the international filing date granted 
under Article 11(1) of the Patent Cooperation Treaty which is considered to 
be the United States filing date under 35 U.S.C. 363. 

(d) Maintenance fees may be paid in patents without surcharge during the 
periods extending respectively from: 

(1) 3 years through 3 years and 6 months after grant for the first 
maintenance fee , 

(2) 7 years through 7 years and 6 months after grant for the second 
maintenance fee, and 

(3) 11 years through 11 years and 5 months after grant for the third 
maintenance fee. 

(e) Maintenance fees may be paid v/ith the surcharge set forth in § 1.20(h) 
during the respective grace periods after: 

(1) 3 years and S months and through the day of the 4th anniversary of the 
grant for the first maintenance fee. 

(2) 7 years and 6 months and through the day of the 8th anniversary of the 
grant for the second maintenance fee, and 

(3) 11 years and 6 months and through the day of the 12th anniversary of the 
grant for the third maintenance fee. 

(f) If the last day for paying a maintenance fee without surcharge set forth 
in paragraph (d) of this section, or the last day for paying a maintenance 
fee with surcharge set forth in paragraph (e) of this section, fails on a 
Saturday, Sunday, or a federal holiday within the District of Columbia, the 
maintenance fee and any necessary surcharge may be paid under paragraph id) 
or paragraph (e) respectively on the next succeeding day which is not a 
Saturday, Sunday, or Federal holiday. 

(g) Unless the maintenance fee and any applicable surcharge is paid within 
the time periods set forth in paragraphs (d) , (e) or (f) of this section, the 
patent will expire as of the end of the grace period set forth in paragraph 

(e) of this section. A patent which expires for the failure to pay the 
maintenance fee will expire at the end of the same date (anniversary date) 
the patent was granted in the 4th, Sth, or 12th year after grant. 

(h) The periods specified in §§1.362 (d) and (e) with respect to a reissue 
application, including a continuing reissue application thereof, are counted 
from the date of grant of the original non- reissue application on which the 
reissued patent is based. 

(49 FR 34724, Aug. 31, 1934, added effective Nov. 1, 1934; paras, (a) and 
(e) , 56 FR 65142, Dec. 13, 1591, effective Dec. 16, 19S1; paras, (c)(4) and 
(e) revised and para, (h) added, 58 FR 54504, Oct. 22, 19S3, effective Jan. 
3, 1994] 



Application of the standard to the current facts and 

circumstances 

Petitioner's explanation of the delay has been considered, and 
it has been determined that it fails to meet the standard for 
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acceptance of a late payment of the maintenance fee and 
surcharge, as set by 35 U.S.C. § 41(c) and 37 C.F.R. 
§ 1.378 (b) (3) . 

The arguments and exhibits submitted on renewed petition have 
been reviewed and considered, and they have not been deemed to 
be persuasive. 

The period for paying the 7M-year maintenance fee without the 
surcharge extended from March 1, 2001 to September 1, 2001, and 
for paying with the surcharge from September 2, 2001 to March 1, 
2002. Thus, the delay in paying the 7>^-year maintenance fee 
extended from March 1, 2002 at midnight to the filing of the 
original petition on November 6, 2006. 

The underlying facts are summarized as such: 

• The inventor assigned all patent rights to Cynosure. 

• On March 1, 1994, the present patent issued. 

• At the time of issuance, Horace Furumoto was the President 
of Cynosure, Emanuel Crespo served as Cynosure's in-house 
attorney, and Cynosure relied on outside counsel (David 
Prashker) to track its maintenance fee payments. 

• The 3i^-y€ar maintenance fee was timely submitted on 
November 20, 1997, along with the required surcharge, by an 
unknown entity. 

• In 2003, Cynosure underwent a corporate restructuring, Mr, 
Furumoto retired, and Mr. Crespo left the company. 

• Prior to the restructuring, George Cho v/as responsible for 
Cynosure's clinical studies, regulatory affairs, and 
quality assurances. After the corporate restructuring, he 
became responsible for regulatory affairs and management of 
Cynosure's intellectual property. 

• Upon assuming responsibility for Cynosure's patents, Mr. 
Cho was given a list of what was intended to constitute 
Cynosure's entire patent portfolio. The present patent did 
not appear on the list, which had been had previously 
maintained by Mr. Crespo. 

• It is not clear when Cynosure ceased using David Prashker 
as outside counsel, and retained the services of HBSR. 

The decision on the original petition set forth that Petitioner 
had failed to establish that the entire period of delay was 
unavoidable for the following reasons: 
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1. It was not clear who submitted the first maintenance fee. 

2. It had not been established that Mr. Prashker had any steps 
in place for ensuring the timely payment of the maintenance 
fee . 

3. Petitioner had submitted a statem.ent of facts from George 
Cho, however Mr. Cho does not have firsthand knowledge of 
^'the facts involved at the time of expiration of the patent 
for failure to pay the second maintenance fee." 

4. The decision further indicated that a statement of facts 
would be required from Messrs. Furumoto and Crespo, 
indicating why this patent was not included in the list 
that was presented to Mr. Cho and represented as Cynosure's 
complete patent portfolio. The decision also indicated 
that a statement of facts would be required from Mr. 
Prashker . 

Regarding the first and second points above , it has not been 
determined who submitted the first maintenance fee, nor has it 
been established that any steps were in place for ensuring that 
the maintenance fee would be subm.itted in a timely manner. 

Petitioner has set forth that "[t]he evidence suggests that Mr. 
Prashker did pay the first maintenance fee...'^^" Petitioner has 
further asserted ^'[t]he evidence furthest suggests that Mr. 
Prashker...had a system in place for monitoring deadlines and 
paying maintenance fees...'^" Each assertion amounts to mere 
supposition and conjecture. In essence, Petitioner has based 
his first assumption on the fact that Mr. Prashker was acting as 
outside counsel at the time. The second assumption is based on 
the first - if Mr. Prashker submitted the first maintenance fee, 
then he must have had a system for tracking the maintenance fees 
that was reliable. 

Petitioner further set forth "[w]hatever system v/as in place 
that resulted in the first maintenance fee being paid, the 
evidence suggests that this system failed with respect to the 
fee due in 2001-2002'^" 

Petitioner has not described what steps, if any, Mr, Prashker 
had in place for ensuring the timely submission of the 
maintenance fee. 



15 Renewed petition, page 3- 

16 Id. at 4 . 

17 Id. 
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Petitioner has added that H3SR handled "the majority of 
Cynosure's patents" during "the time period relevant to this 
case (i.e. 2001-2002)^^." The inclusion of the word ^^majority," 
coupled with the assertion regarding the failure of the system 
that Petitioner has asserted that Mr. Prashker had in place 
strongly suggests that HBSR was not in charge of tracking the 
maintenance fees for this patent at the time of expiration. As 
such, the system that HBSR had in place is not relevant to the 
expiration of this patent. 

Assuming arguendo that HBSR was in charge of tracking the 
maintenance fees for this patent at the time of expiration, it 
is not clear why this maintenance fee was not timely submitted. 
Petitioner has described the tracking system that HBSR has in 
place, and has indicated that a patent is entered into the 
docketing system "upon receipt of the Issue Notification from 
the USPTO-^" This patent issued in 1994. As such, it does not 
appear that this patent v/ould have been entered into HBSR's 
docketing system, and no mention has been made of any provision 
for when HBSR assumes responsibility of issued patents. 

Regarding the third point above , Petitioner has asserted that 
Mr. Cho is "directly knowledgeable of Cynosure's current and 
historical practices v^ath respect to maintenance fee payments^'\ " 
and has cited to the fourteenth paragraph of Mr. Cho' s 
declaration of facts. This paragraph has been reviewed, and it 
appears that his kno'wledge is limited to an approximate number 
of patents that Cynosure owns, the fact that Cynosure relies on 
outside counsel, and that this system has worked "well to date." 
Mr. Cho does not appear to have any firsthand knowledge 
pertaining to the docketing system that Mr. Prashkar might or 
might not have had in place, or the identity of the party who 
submitted the first maintenance fee. These are the relevant 
issues, and it is clear that Mr. Cho does not have any firsthand 
knowledge relating to them. 

The requirement that Petitioner must address the issue of why 
this patent was not included in the list that was presented to 
Mr. Cho, and represented as Cynosure's complete patent 
portfolio, does not appear to have been addressed. 



18 Id. at 2 . 

19 Id_^ . 

20 Id. 
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■ Regarding the fourth point above , a statement of facts has not 
been provided from any of these three individuals. Petitioner 
has asserted that Mr. Furumoto is deceased. It appears that 
Petitioner has made the conscious decision not to provide a 
statement from Messrs. Crespo and Prashker, based on their 
indication to Petitioner that they had no recollection of any 
information related to this patent^^ Nevertheless, statements 
from these individuals were required"", and they have not been 
provided. Without statements from the parties responsible for 
the payment of the maintenance at the time the patent lapsed, a 
determination as to whether the failure to pay the maintenance 
fee was unavoidable cannot be made. In the absence of such 
statements, we are left with speculation and conjecture as to 
what happened. 



Conclusion 

The prior decision that refused to accept, pursuant to 37 C.F.R 
§ 1.378(b), the delayed payment of a maintenance fee for the 
above -identified patent, has been reconsidered. For the above 
stated reasons, the delay in this case cannot be regarded as 
unavoidable within the meaning of 35 U.S.C, § 41(c) (1) and 3 7 
C.F.R. § 1.378 (b) , 

Since this patent will not be reinstated, Petitioner is entitled 
to a refund of the surcharge and the 7M and ll>^-year maintenance 
fees, but not the $400 fee associated with the filing of this 
renewed petition pursuant to 37 C.F.R. § 1.37B(e). These fees 
will be refunded to Petitioner's Deposit Account in due course. 



21 See renewed petition, page 4. 

22 On the fourth page of the renewed petition. Petitioner sees forth *\..the 
Office sug-gested (emphasis added) that a renewed petition include statements" 
from these individuals. The fourth page of the decision on the original 
petition clearly set forth that the submission of these statements was not a 
mere suggestion, but rather that these statements were '^required." 
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Telephone inquiries regarding this decision should be directed 
to Senior Attorney Paul Shanoski at (571) 272-3225 . 




Charles Pearson 
Director 

Office of Petitions 



cc: Kevin Shaughnessy 

Hamilton Brook Smith and Reynolds PC 
530 Virginia Road 
P.O. Box 9133 
Concord, MA 01742 



23 Petitioner will note that all practice before the Office should be in 
writing, and the action of the Office will be based exclusively on the 
v/ritten record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is 
reminded that no telephone discussion may be controlling or considered 
authority for any further action (s) of Petitioner. 
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P.O. Box 1450 
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HAYNES AND BOONE, LLP 
IP Section 

2323 Victory Avenue 
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Dallas, TX 75219 



In re Patent of Hemiansen 
Patent No. 6,205,885 
Issue Date: March 27, 2001 
Application No. 09/391,709 
Filing Date: September 8, 1999 
Attorney Docket No. 70614.30 



MAILED 

FEB .082011 
OFHCEOFPErniONS 

Decision on Petition 



This is a decision in response to the communication filed July 21, 2010, which is being treated as 
a petition under 37 C.F.R. § 1 .183 and a petition under 37 C.F.R. § 1 .378(b). 

The petition under 37 C.F.R. § 1 .1 83 is granted. 

The petition under 37 C.F.R. § .1 .378(b) is granted. 

The Office has charged the required petition fee ($400), the required surcharge ($700), the 
3.5 year maintenance fee ($490), and the 7.5 year maintenance fee ($1,240) to Deposit 
Account No. 08-1394. 

Telephone inquiries regarding this communication should be directed to Petitions Attorney 
Steven Brantley at (571) 272-3203. 




Charles Steven Brantley 
Senior Petitions Attorney 
Office of Petitions 
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Attorney Docket No . 706 1 4.30 



Appln. No.: 09/391,7.09 



U.S. Patent No.: 6,205,885 



Filed: 



Sept 8, 1999 



Issued: March 27, 2001 



For: Cyi'LESS BICYCLE PED.AL 

SUPP1.EMENTAL PEl-jTiQN FOR RECQNSiDERATlQN 
AN:D ACCRrrANCE OFPELAVif^ PAYMENT 
OF MAINTENANCE FEES UNDER 37 CFJt 1.182. .1.18:V.aixd 1.3 78 



IVtail Stop Petitions 

Commissioner of Patents t)2/07/£jtJil CKHLUX 08382^3 881394 6205885 

P.O. Box 1450 01 hC;L951 498.00 DA 



Cnvttkbmthfers, Itic, formerly .known as Calilbmia Crank BToihers, Jnc, ("Cnuik 
Brothers"), the fissignee of U.S. Patem No. 6,205,885 to Herraan.sen (".Hermansen '885") submits 
this Supplemental Petition to the Commissioner to revive Ilermanseii '885 and to accept delayed 
payment of Uie first maintenaace fee, and Tenewed tiraely payment of the refunded second 
mainteuaticc fee, for Hermanseft *885, This Supplemental Petition la filed in response to tiie 
Decision on Petition mailed June 3, 2009. 

Crank Brothei-s and the undersigned attorneys greatly appreciate tlve availability of Acting 
As.sjstanl Cbm.m.issioner for Patent Examination Policy Rohert VV. Bahr to meet *md dlscu,s5j 
Hermun.sen '885 on .May 19, 2010. Cnaik Brotlier.s re.^pectftjl1y requests consideration of this 
delayed Supplemental Peti lion submission under 37 C.F.R, §§ 1 . 1 82j 1 . 1 83, ajid./or 1 ,378 to 
waive the requirement to reply wiilrin two niontlis of the Decision on Petition mailed June 3j 
200?> in view of the apparently falsified record created by Crank Brothers' former patent counsel 
Leonard Tachner ("Taclvner") or his employees. The inaccurate facts and apparently falsified 
documenis in. the record, coupled with incorrect U.S. Patent and Trademark Office. ("USP I'D") 
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Dear Sit: 



records hindered the investigation as. to the true facts rclaiing to Hermansen '885. This 
extraordinary request is made in view of the recei^it dis^covcry of Tachnor or his employees' 
apparently fraudulent concealment of the actual facts while attempting to have the delayed 
maintenance fees accepted, as v.'ell as the importance of l lentiansen *8K5 to C'rauk lirothers. 

BACKC!:ROmi> 

Hernmnsen '885 issued on March 27, 200L Ifermansen *885 nanKJ> as mventoi-s, the 
principals of Crank Brothers, namely, Carl Winefordncr and Frank Hemiansen. The first 
maintenance tee for Hermansen *885 could have been paid bctvvcen Maich 27, 2004 mid Monday 
March 28, 2005. The .first maintenance fee was not timely paid ^nd I lermansen '885 expired at 
midnight on Majrh 29, 2005. 

A Petition for Acceptance of Delayed Payment of Maintenance Fee Under Rule 1 37S(b) 
(the '^Petition'') was filed by Tachner on October 18, 2007, A Doeision (the 'Tmt Decision") 
dismissing the Petition Avas mailed io Tachner on April 9, 2008. A Request for Reconsideration 
of Petition for Acceptance of Delayed. Pa>ment of Maintenance Fee Under Ru)c.L378(b) (the 
''Request") was filed by Tachner on July 3.1, 200S. A Decision (the "Second Decision") granting 
the Petition was mailed to Tachner on October 15» 200S, As a result of the Second Decision, 
Ifemansen ^885 was reinstated. Th^ second maintertajnce fee and the i'equired sureh^irge were 
then timely submiitcd by Tachner on November 6, 2008, A ''corrected" Decision (the 'Third 
Decision'*).* vvliich vacated tlie Second Decision and denied the Petition, mailed to Tachner 
on June 3, 2009 and roughly concurrently the USPTO apparently refijnded to Tachner\s deposit 
account all fees associated with the first and second maintenance fee payments. Copies of the 
Petition, the Firi$t Decision, the Request, the Second Decision and the Third Decision are 
attached Exhibitj^ A-ll, respectively. 

This Sxipplenientat Petition for Reeon.si deration and. the attached Declar£itiOn Md i^xhibibs 
con$litute a verifietl showing that the delay in the payment of the first maintenance fee for 
Hermansen *885 was unavoidtible, despite the exercise of reaisonable care by Crank Brothers to 
ensure that the first maintenance fee wouJd be timely paid. Specifieally, tins Petition imd the 
attached Declarations demonstrate that the delay in the pa>anent of the first maintenance fee 
resulted from one or inore of a docketing erroi' and a clerical error committed apparently by 
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tachner'^ staff and the apparent fabricatioa of evidence: by Tacbncr or his jftaff to actively 
wnceal such, errors while at the smiie time attempting to reinstate the patent. 

Attached to this Supplemental Petition k the Declaration of loni Clien (Exhibit F), Crank 
Breathers' current patent comivSel The (;he.a Declaration together with ISxhibits A-JJ and Ivxhibits 
G-Yj demonstrate that; 

(1 ) One or more of a docketing error and a clerical error was the cause of the delay 
inpayment of the :On^t maintenimce fee for Herntaniien *885> 

(2) Tachner or his staff intentionally deceived Winefordner, Hermansen, Crank 
Brotbei^ and the USFTO as to the errors that led to the delay in payment of the 
first maimenance tee tor Hennansten *8SS, and 

(3) Wincfordncr, Bcrmanscn and Crank Brothers have at all times exercised due 
care and been diligent in pursuing the reinstatement andpaNTnent of maintenance 
fees for Hemnansen *885, 

ARGUMENT IN SUPPORT OF PETmON GRANl' 

35 D § 41(c)(1) and 37 CFR § 1 378(b) provide thai tt^e.Director may accept the 
payment of any maintenance fee d ue on a patent after the expiration of the patent if, upon 
petition, the delay in payment of the maintenance fee is shown to tlie satisfaction of the 
Commissioner to have been unavoLdahlc, 

As noted in the Third Decision, 37 CFR § 1, 378(b)(3) states that any petition to accept 

deiaj'ed payment of a maintemmee fee must include: 

**A showing that . . . reasonable care was taken to ensure that the rnaintcuance fee 
would be paid timely and that thepetiHon was filed promptly after the patentee , . 
, became aware of . . .the expiration of the patent. The showing must emmierate 
the steps taken to ensure timely pnynaent of the maintenance fee, the date, and the 
manner in which the patentee became aware of the expiration of the patent,'* 
(lliird Decision, page 2). 

'fhc Third Decision also states that: 

order for a parly to prove unavoidable delay, the Office requires the party 
demonstrate the party exercised the *care or diligence thafl] is generally used and 
observed by prudent and careful men in relation to their most impoitant 
business/'' (Third Decision, page 2). 
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As noted in MVEP § 71 1 .03(c)(2) decisiom on reviving abaticioned appUearton.s on the 

hstsh of ^^unavoidable** delay follow the reasonably prudent person standard to determine if a 

delay was UTiavoidable. This section of the MPEP goes on lo note that in (he context of the 

reasonably prudeni pmon standard: 

*'The word *unavoidciblc* , - . is applicable lo ordinary hummi afTairs^ and 
requires no more or greater care or diligence than is generally used and observed 
by prudent and c^ireful men in rehltioii to their rnosl important bnsineSvS. It permits 
them in the exeitise of this caie to rely upon the ordinary and trustworthy 
agencies of n:^ail and telegiaph> worthy and reliable emploj'ces, and such other 
mcatts and instJiinTonlalities as arc usually employed in such important businej>$, 

anil imirtmenfalm^^^^ occmrs a failifref ir mayr properly be said. to he 

(Emphasis added) 

Also as noted hi MPEP § 71 L03(c)(2.); 

*-A delay resulting from an error (e.g., a docketing error) on the pan of an 
employee in the perfonnance of a cleric-iil function \miy provide the basis for a 
showing of Hmavoidable' delay, provided il is shown that: 

(A) tlie en'or was the cause of the delay at issue; 

(B) there was in place a business routine for perlbrining the clerical 
function that could rxjasonably be relied upon to avoid errors in its 
petfonnance; and 

(C) the employee was sufficiently trained and experienced will:i regml to 
the function and rotitine for its performatice that reliance upoiii such 
employee represented the exercise of due. care/' 

1. CRANK BJROTIIERS RELIED UPON TAC:fiNEH TO FAY THE 
MAINTENANCE IfEES FOR HEIiiVfANS'EN *885 

As stated in the peclarations of Carl Winefordner and Frank iTennansen submitted with 
theKcquest, Crank. Brothers engaged Tachner to provide various services with respect to the 
preparation, prosecution and maintenance of Crank Brothers' U.S. and corresponding foreign 
patents. While the degnjc of reliance by Crank Brodiers on Tachner for services related to die 
preparation and prosecution of patent matters variedj, one thing was consistent - Tachner was 
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always responsible for the docketing aiKl payincjit of maintenance fees and annuitios wilh respect 

to all of Crank Brothers' U.S. and foreign patent matters. 

With.rcj5pcctto}-Iemians.t'n ^885> Winefordner and Bermansen wrote the.uiiderlynig 

application while Taohner edited the application and wrote the claims. Winefordner and 

Hemiansen filed the apRliealion and it wajf altowed on the Grst acHon, Winefordner and 

Hemiansen paid the issue fee and thcrealler met with Tachner and his staff and reqnesteti t]iat 

Tachner assume responsibility for Hemiansen *885 including the doclcctijig and payment of 

maintenance fees. Obviously, once the issue fee was paid, the only action left to be taken with 

respect to Meimansen *885 was the payment of the fii^t, second and third maintenance fees. If 

Granlc Bjx>ther^ had not intended for Tachner (o handle the timely payment of maintenance fees 

for Hermansen *885^ there would have been no reason for Winefordt^er and flerniansen to meet 

and request that Tacbner assume further responsibility for the paient. Indeed, according io the 

Winefordner Declaialion, Winefordner stated tliat! 

'*Ourplan was to turn over this patent to Mr. Tachner as soon as we rec-eivc4 the 
finst Office Aetion> but a*s it turned out, this patent was approved without any 
Office Actions. So Frank and .[ paid for the patent issue fee directly, and then met 
\yith Mr. Tacbner's secrctar^^ Janis Foreman, and requevSted that the Urw OfTice of 
I^onard Tachner talce over furti>er res})0nsibi1ity for this paient including future 
maintenance fees/* ( Winefordner Declaration, paragrtiph 4> pages 2-3). 

Winefordner also stated that; 

'1 am 100% sure that I gave Mr. Taohner*$ $ecretars% Janis Foreman, instructions 
to pay the maintenance fees on our *885 patent and I am without any doubt sure 
thai tnever told her that I or we would pay it oui^elve.s. I specifically told Ivts, 
Foremai^ this in person while Fnmk and 1 visited the law office/' (Winefordner 
Declaration, paragraph 5, page 3). 

Finally, Winefordner staled that: 

**Frank fHermanjsen] and I specifically communicated to the Law Offices of 
Leonarci Tachner to take over patent rcsponsibilhies ar^d pay the maintenance fees 
of the *885 patent/^ (Winefordner Declaration, paiagraph 1 1 ^ page 5). 

According to the Ilermansen Dcc}aration, Kermansen substantiates the statements made 

by Winefurdner a.s follows: 

"I recall that we paid fbr the patent issue fee directly and then met with Mr, 
Tachner\s secretary, Janis Foreman, to request that the Law Office of Leonard 
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Tachner take over all rej^ponsibilily for this patent inoluding pajmcni of future 
inamtenaiicc fees/' (llermansen Declaration, paragraph 3, page 2). 

"\ye made our iiistructioaj? and mteniloas very clear to Mr. Tacliaer's secretary/' 
(Hermanscn Declaration, piu"5igraph 4, page 2). 

^'T am completely positive that we requested the Law Office of Leoneifd I'achner to 
pay the maintenance fees on this patent a.s 1 was present diiHng tliis convensation." 
fHermansen Declaration, paragraph 5» page 2). 

In view of the Winelbrdnerand Hcmianseh Declarations, it is clear that Crank Bix>thers 
never confused about whose responsibiUty it was to pay tlie maintenance l<?es for Mcnnansen 
*885 - Tachner was responsible at idl times. As will be showt) below, Tachner wa.s not confused 
ejtI)or -he knew be was responsible for those maintenance feci;. 

It is important to note tbalHennansen *885 \$ the brightest gem in ('rank BrotheiT^' 

American saceess story and it has and. does protect a sigmfieant portion of Crank Brothers' 

domestic bicycle pedal revenue from substantial foreign competition headquartered in, for 

example, Japan and France.^ Attached as Exhibit G is a copy of an email from Winefordner to 

Tachner dated March 27, 2008 which states that; 

'There are many millions of dollars of i"evenue potentially riding on (the 
reinstatement of Herrnanjsen *8S5j, because Fm Sfure that wo will be copied 
heavily if the bike industry figures out that we don*t have an active patent, La.st 
year we sold over §7,000,000 wonh of pedals under this patent, and this year it 
will be more. It is the majority of our business still'' 

Thus, based solely on the Declarations of Winefordner and Hermansen submitted with the 
Request, the rax)rd is clear that Crank Brotliers never informed Taclmer or his staff that Crank 
Brothers would pay the m«imenance fees for Ilerm«nsen *885 or any of C^rank EJrothers' other 
U.xS, and foreign patents bandied by Tachner, The USPTO, however, mxs apparently misled by 
the Declaration of Janis Foreman sxibmittcd with the Petition and the Declaration of Leonard 
Tachner submitted with the Recjuest which are discussed below, as to the facts surrounding the 



' It should bu noted tliat Ciank Broftim bccantie part of a foroigi>-osvued entity ixiXax Janumy, 2008 after the 
events Jeadingio tJit? FcUUon mxi ttw Shng tbv* PetitUni itself. Oauk Brothe-KS still has \hc s^xnc pdocipids ami 
substanti'aUy ihc 5omc maaufcictviring facilHics in the U.S. as before ihis cbatige, i\ni\ still qualiftci for snwl! entity 
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delayed .mainteiituncc fee payxiienth) Hermanscn '885 vvhen issuing Uie First Decision aM the 
Third Decision. 



2. TACHNER ALLEGED THAT CRANK: BKOXrnmS ASSUMED 

RESPONSIBIHTY FOR [PAYMENT OF MAINTENANCE FEES FOR 
HERMANSEN *885 

AcGwding to Ihc P<;tilion> which mv> eiirthorcxl by Tachner, tl^e ddjiy iTi paymet.U of ihc 

first maintenance fee for Hcmiansm '885 was allegedly due to confusion, between Tachoer's 

su^ff and Crank Brothers as to who would pay the riiairttenance.fee. In an attempt to document 

Hie alleged confusion, the Peti tion included the Declaration of J aiiis Foreman, Taehner's Office 

Manager and seoretary,/\vhich stated that: 

"[B]efore the first annuity became due (September 27, 2004) I entered a statement 
oil the face of the file that the client would pay the atimrities , , . As shoxvn \n the 
attached Exhibi t C which is a photocopy of the face of our Docket No, SLIP-.2 1 , it 
is noted the client will pay the maintenance fee. AM of the issued patent file faces 
for this client sliow that the client will pay their own annuities as of .mid''2004 (see 
sariiple photocopies attached as Exhibits D i -D6). I recall doing so hased on a 
discussion with the client indicating tliat- they \v6uldpay their own annuities/' 
(Foreman DecUmviion, paragraph 4, page 2). 

As will be demonstrated below, the above-noted statement in the Foremiui I>eolaratioT) 
was apparently false and was presutnably made in an apparetU attempt to fraudulently conceal tihe 
cause of the error that led io the late payment of the first maintenance fee for Hennansen \S85. 

The above-noted appi^enlly fiUse statement in the Foreman Declaration wiis extremely 

imponant to tJte effort to reinstate Hermansen *885. hideed, the First Decision stated iliat: 

**Based on the facts in tlie record, it appeai-s tlie most likely explanation for 
petitioner's failure to pay the fee is: 

(1 ) Petitioner j:nfotn:ied the law firm petitioner would pay niaintenance 
fees in the thture, 

(2) Petitioiier failetlto rake steps to ensure the fees would be timely 
paid, aud 

(3) Petitioner failal to pay tire fees/' (1* irst Decision, page 3), 
The First Decision also stated that: 
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"If petitioner lie vi^r infonncd the law firm that peiitioti[er] would pay the 
fees, then. Mk, f^oremmv's conduct does not appcai* to have been reasonable. Ms. 
Forcmcm did not simply make a typi>8raphicaJ or minor clerical error. Instead near 
niid«-20.04, she inteniioni^lly changed jinost, if not all of petitioner's files, to 
indicate petitioner would be paying the fee. 

The Office notes Ms, Foreman has stated^ of the i-ssned patent files lor 
tills client !>how that the client will pay their own annuities as of mid-2004.- 
However, the front of the files for Patent No, 6,851,189, and Patent No. 
7,225,703, render the comniem ambiguous. The front of each file appears to 
hidicate the 'client to pay' entries were made after mid-2004. For Patent Mo, 
6,851,189, the entry indicating 'client to pay ^nnuiiier follows the entry 
indicating Ihc issue fee was paid December 30, 2004. :For Patent No, 7,225,703, 
the entry indicating 'client pays annuities' follows the eniry indicating the issue 
fee was paid April 16, 2007, If Ms. Foreman made an error, it appears she made 
the same error on. multiple occasions. Any request for reconsideration should he 
accompanied by a full discussion of each occasion Ms, Foreman changed any of 
petitioner's files to indicate petitioner would pay the fee.'' (emphasis in original) 
(>irst Decision, pages 4-5). 

The Third Decision also refers, to the apparently false statement in the Foreman 
Declaration; 

*'In this case, the facts are clear thai petitioner initially retained Tachner 
and relied on Tatihner to inform petitioner of when maiutcnmce fees became due 
for pctilianer*s patents, Ifewever, at some point prior to September 22, 2004, 
when the first maintenatice fee became due, an entr>' was made in the docket 
records that Hhe client will pay their own aimuties,* The record is not clear tliai 
an error in docketing the payment of the mainienance fees occurred. The facts as 
set forth in the Foreman declaration do not show that any error in docketing was 
made by the party responsible for maintaining the docket records. What die facts 
of recoal shovv is that there was confusion betvveen the client and the attorney 
over who would pay the maintenance ice.'' (Third Decision, page 6), 

*% is well estabhshed that failui'c in conmnuiications between a client and 
bis or her attorney doe-s not constitute unavoidable delay. Here it would appear 
that a misuuderstaiiding has occurred over who woidd be responsible for tracking 
and paying the maintenance fee. The failure in communication is not considered 
to be unavoidable error/' fniird Decision, page 7). 

llius, it is clear that the apparently false statement in the Foreman Declaration alleging 
that there was confusion between Tachner's office and Crank Brothers over who would track and 
pay the maintenaiice fees for Hermansen *885 were the key * tacts" relied upon in tlie First and 
lliird Decisions in which tlie Petition io reinstate Hermansen *8H5 was denied. 



In addition to the apparentfy false statement in the Foreman Declaration, tlie Request 

included the Declamtion oi- Leonard Tachner, which also inetoded potentially false statements 

concerning I i:erm<ui.sea *8&5. Specifkallyv the Tachner Declaration ^stales that: 

'Because .1 did not file or prosecute the *885 patent, we have no file history 
for it. Apparently, Messrs. Winefordner and Hermansen stil l have the prosecution 
docnmentxs for the '885 patent; We have made a substixute file in which there j$ 
only a copy of the issued patent and a copy of our October 2G07 peti tion. Aiiy and 
all docume^^ts tlmt migl^t have been received by our office th>ni the USPTO in 
tegivd to the '885 patent should, be contained in that .file, but there ate none/' 
ffachner Declaration, paragraph 6, page 3). 

Contrary to the Tachner Declaration and as stated in the Chen Declaration, Tachner's file 
for Hennansen *885 contains a stamped postcard receipt dated May 17, 2004 which confinns that 
Tachner changed the correspondence address to ensureteceipt of USPTO coiTespondenee for 
Hermatisen 'S85, A copy of this stan>ped postcard receipt in attached as Exhibit H. It is 
impomu)t to note that Tachner filed the change of correspondence address documentation during 
the time the window was open for pasaneut of the first maiTiienajice fee for Herrnansen %S<S5, ie., 
between March 27, 2004 and March 28, 2005, Tachner presuniablychange<.l the coirespondence 
address for Hermansen '885 so he could receive reminders regarding the maintcnfince fees, 
which he was responsible for paying, direclly Jrx>m the USP'J'O. 

Therefore, the Tachner Declaration was factually incorrect in stiUing; (i) there wa^> 
nothing in 1^achner\^ tile for Hermanijen *885 besides the patent, and (it) there was confiision as 
to who was responsible for the maintenance fee payment. In reality, no confusion existed at the 
time> TItus, it is cle^c that Tachner was responsible for the payincnt of maintenance lees for 
Hennansen *S85 at the time the first and second jnaintenance fees were due. 

3, TACIINER APPARENTLY FRAUDULENTLY CONCEALED THE ERROR 

THAT LED TO THE LATE PAYMENT OF THE inRST M-AINTENANCE FEE 
FORIIERMANSEN ^885 

On or about April 14, 2009, at tlie rcc)nc$t of Crank Brolhers, Tachner transfen^ed all of 
his files concerning Crank Brothers' patent and trademark matters to Haynes and Boone. LLP. 
Consequently, Waynes and Boone now has custody of Tachner's actual files including the 
original file covers that were preptu ed by Tachner or his staff in comteclion witli the filing, 
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prosecution and maintenance of Crank Brothers' U.S. patent filin&s. Attuchcd as ExIuMtii l-N 
arc tnio md correct photographs of the file covers that Tac!mer or his ataff^ pr^^parcd in 
coniiectiojfi with the following CJ.S. FiUcnts owned by Crank Brothers: 

U.S. Patent No. 5,676,529 

Patent No. 6,027,319 
as. Patent No. 5J57,509 
as. Patent No, 6,059,245 

Patent No. 6,851,189 
US. Patent Mb. 7,225,703. 

Upon reccipl of the tnur^ierred patent iMes from ^raohner, Crank Brothers' current patent 
counsel placed a tracking label in the upper left corner and an attorney docket number in the 
upper right corner of the jfile covers. As a res.uK. the noiations placed on the file covers by 
Tachner or hk staff remain antottched. hi this regt^, see paragraph 7 of the Chen Declaration. 

With respect to the notations placed on tlve file covers by Taetoer or his staff Bxhihils 
N con-espond eKaetly to Exhibits DI-D6, re$pective!y,.io the Foreman Declaration, except for 
one sigitiikant detail. Specificat ly, tlie handwritten notations of **c:iiem will pay'\ **c.liet« pays'\ 
*'ciient to. pay annuities'', or ^'che^nt pays Mnuities" that ap{>ear in the right-hand coluinn next to 
the due dates for the ajinuitics for such patents as well m tl).e $cmircircuiar bracket *^hown in 
Exhibits DUD6 to the Foreman Declaration are ab$ei)i trom the photographs in Kxhibits J-N. 
The photographs in Exhibits I*N also demonstrate tiiat there are no allcratiotis, erasures, white- 
outs or cover ups on the file covers. This is also confinned by paragraph 7 of the Chen 
Declaration. Consequently, the only explanation ior the discrepancy "between BxJubiis J-N and 
Exhibits DI-D6 to the Foreman Declaraiion is that Tachner or his stafl^nadc plioiocopies of the 
respective file covers, entered the handwritten notations on the photocopies, made photocopies of 
the hand-altered photocopic-s and ^^ubmittccl diem under oal)> as being true copies of llie file 
covers. It is clear from Exhibits 1-N that the handwritten notaupn.s shown in Exhibits 01-1)6 to 
the Foreman Declaratibn were never actually written on the file covers. 

Attached as .Exhibit O is a photograph of the cover of Tachner's file for Flerman^en ' 885, 
Exhibit () corresponds exactly to Exhibit C to the Foreman Declaration, except for the tracking 

and attorney docker number placed on the file cover by Crank Brothers* current patent 
counsel. Contrary to Exhibits Exhibit O doe?* show that the handwritten notation **client to 
pay annuities" was acluaUy written on the I'ile cover mii wa*s aibsequenily crossed out (perhaps 
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imrnedi'dtdy after being wrUten) when Tachrter attempted to pay the first maintenance fee with 

the Petition on October 18, 2007. It fblJows then that if tho handwritteti notations shown in 

Exhibits D1-D6 to tJie Foreitiai> Declaration bad actually been written on the file covcfSj when 

the maintenance fees were later paid by Tachner, the handwritten notations would be crossed out 

like they w^e on Exhibit O. Tbis inconsistency aJso supports the coucjiiston that neither tluui 

being auihemio copies of tlie file covers of Tachner-s fdes concerning Crank Brothers' U.S. 

patents. Exhibits D1-D6 to the l?oroman Declaration appear to have been intentionally faiisified - 

presumably lo sup{X)rt Tacbner's contention that there was confusion as to whether Tachner or 

Crank Brothers vv^as responsible for the tracking and payment of tlie first maintenance fee for 

Hcrmanscn '885. Consequently, it appi^ai:s thai 1 achner inteniionally ti^udulcntly conc^saled 

from Crank Brothers and the USPTO Ihe docketing or clerical error connnitted by Tachner\s staff 

that. ted to the delay in tlie pavTOcnt of the firet maintenance fee for I lermansen * 885, Since the 

file covers of Ikhibits D1-D6 to the Foreman Dec^laraiion bearing ht^idvvTitten notations have 

been shovvti to have been apparently falsified, the venicity of the allegedly, corroborative, 

handwritten docket sheets attached to the Foi^eman Declaration as Exhibits A and Bl -B3 are also 

suspect and will not be commented upon heroin. 

Tachner and his staff apparently had clear motivation to conceal the docketing or clerical 

error from Crank Brothers and the USPTO. Tachner <md his staff were well aware of the 

significance of Hermansen *885 to Crank Brothers' competitive iK>sition in. the bicycle pedal 

industry. Indeed, Tachner stated in tlie Raiucst that: 

'*[ljf this request for reconsideration of the petition h found lacking, I am 
personally at risk for a staggering liability which would likely terminate a 36-year 
career , , , and negatively afteci the rest of my life." (Request, pages 2-3). 

r**urlher, dtning tlie course of tlie maintenance history concerning Hermansco '885 there 
were four documents that showed a negative effect on tlie stiitus of Hcrmanscn *885. These 
documents are; 

1 . The Maintenance I-ee Statement that would have been routinely mailed on or 
about September 27, 2004 (thi-ee and one-half years after the issue date of 
Hermansen *885) ig Tachi^er as the**Fee Addressee'*; 

2. The Motice of Patent Expiration dated April 27, 2005, a copy of which is 
atUKhed as Exhibit P; 
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3^ The First Decisioi); atui 

4. The Third Decision. 

Bach of these doQumt^ilsAvas properly addressed to Tachner^ but Tacbner clairm to have 
never received my of them (Sec paragraph 5 of the Taclmer Declaration and paragraph 5 of the 
Chen Declaration), On the other band, the only posilive document follomng the issuance of 
l-fermaiisen *885, namely the Second Decision, Avas received by Tachner. In light of Tachner's 
apparent inlaitionai falsification of documents and potentiaUy active concealment of the error in 
the payment of the first .maintenance fee for .Hermansen *885, it stretches credulity to believe that 
Tachner and his staff did not txjceive even a single one of the four above-noted documents that 
box^ negatively on the status of Hermansen *885. histead., what seenis likely is that 'l aclxner or 
his 5taff did receive such documents but destroyed them to further Uie conceahnent of errors 
concerning Hermansen *885. 

As further evidence, of the apparent cona^almenx of the error concerning Hermansen *885 
by Tachner or his staffs it should be noted that Winefordner and Hermansen were completely 
unaware of the contents of the Petition, the Foremaii Declaration, the Request and the Tachner 
Peelaration. Instead, Winefordner and l:lennansen had only been permitted to review their own 
Declanuions, and thei'efore conld not have possibly understood the facts imd positions that 
Tachner stated (and those he omitted) in pursuing the reinstatement of Mermansen *885 by the 
filing of the Petition and the Request, In this regard, see Winefordner's email dated July 14, 
2008 to Tachner attached as Exhibit Q which states that '^[w]e don't know what you included in 
the petition." Also, see the Declamtion of Cml Winefordner C* Winefordner II Deelaration'O 
attached hereto as Exhibit R. 

Still ftirther, attached as Exhibits S and T are the transaction histories for Crank Brothers* 
U.S. Patent Nos. 5,676,529 and 5,857,509, respectively. As notcil hi Exhibit S, U.S. Patent No. 
5,676,529 expired (vvice, namely on November 20, 2001 and on November 1 6, 2005. Also, a 
Petition to Accept Late Payment of Maintenance Fee was filed on October 3, 2007 and a 
Decision on the Petition was mailed on October 3, 2007, As noted in Exhibit T, U.S. Palvmt No. 
5,857,509 expired on February 14, 2007, a Petition to Accept Late Pay ment of Main tenance Fee 
was filed on October 3, 2007 and a Decision on die Petition was mailed on October 3» 2007, As 
noted in the Whiefoixlner IT Declaration, Tachner never told Gnmk Brothers that U>S. Patent No. 
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5,857,509 bad expired nor tot U.S. fnimi No. 5,676,529 had expired twice. Rather, Tachner 
hid these adverse events aiid eorrespondence from iheXJSPTO from Crank .Brothers., although in 
those eases he was able to revive the expired patentswithout Crank Brotliers* involvemm or 
knowledge (Winefordner II Declamiofi, at paragraphs 4-6), 

As noted in paragraph 8 of the Chen Declaration, every single one of the Notices of 
Patent Expiration^ Petitions to Accept Late Payment of Maintenairce :i^ee and Decisions on 
Petition for U.S. Patent Nos. 5,676>529. and 5,857,509 was missing from the files 1 achner 
transferred to Cmik Brotliers' current patent counsel In addition, the Petition md ihe Request 
are missing from Tachncr*$ Gle for Hcrmanscn *88S. Finally, a.s noted in paragraph 8 of the 
Chen Declaration^ in a telephone conversation between Chen and Tachner on July 7, 2010, 
Tachner coatlnned that he had transferred to Crank Broti^ers' currenl patent counsel all of his 
files and docixments concerning Crank Brothers' patent matters. Eveiy single one of diesc 
documents, especially thoseprepared by Tachner or hi?> staffs should be in the files. The absence 
of these doeument^j from Tachner's files certainly suggests they were ihtenlionally reTrti^ved in 
furtherance of the concealment from Cnmk Brothers and the USPTO of the errors concerning 
Hennanscn '885 and other parents owtied by Crank Brothers. When an. attorney intentionally 
concCiils various substantive mistakes from his client, fairness requires that the client not l>e 
adversely prejudiced by requiring diligent action until after tlie client understands the extent of 
the deceit. InreLonanh, 17 ll,S.P.Q;2d 1455 (Corner Pat. 1990), 

Finally^ attached as Exhibit U is a copy of an email from Jjinis Foreman of Tachner's 
office to Winefoixlner dated October 3, 2007. Exhibit U demonstrates that Tachner and/or his 
staff discovered several concurrent maintenance fee problems regarding Crank BrolhenV ILS, 
patents for which Tachner was responsible, and iutempted to correct these problems without 
explaining to Crank Brothen; that the affected patents had expired. Exhibit U, of course, came 
well, aller mid-2004 when the P'oreman Declaration alleges Cr^k Brothers was responsible for 
all of C;rank l^rothers' annuity payments. Imporlamly, Exhibit U does not state that Crank 
Brothers missed the maintenance fee deadline as it would if they were responsible, but rather, 
Tachner takes responsibihty for the missed maintenance fees and indicates corrective action has 
been taken (without Crank FJroUiers' input) to ^'correct the situation/' Why? Because Tachner 
was responsible for all maintenance fee payments. Attached atBxhibit V isa list of Crank 
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Brolhei^' US. and fordga patent matter.s being handled by Tuchner^ The liM is dated October 3, 

2007 and was attached to the (smail shown in Exhibit U. A3 will be noted, the list shosvn in 

Exhibit V includes the due dates for all three maintenimce lee paynietil^s for l lennanseu *885. 

Bxhibit V also reveals another apparently false statement in the Toreinan Declaration. 

Specifically, the Foreman Declaration states that; 

*'Around March 2001, vvl^on tlie Firm received the abovo^captiohed issued patent, 
I supci-vised Miller to assure that entries were made in the docket syste«i for 
Seplember 27, 2004 (3.5 yr annviiy), Septen>ber 27, 2008 (7,5 yr annuity) and 
September 27, 201 2 ( 11 .5 yt: annuity) deadlines for payn^ent of the maintenance 
fees, and to send a ietter to tlie client explaining the requia^ment for paying the 
maintenance fees/' (Foreman Declination, paragraph 3, page 2). 

While Hemiansen '885 was issue^l on March 27, 2001 , it seems likely that 1 achner did 
not tvEjc^ive instructions from Crank Broihcrs to do anything with respect 10 1 lermiuisen * 885 until 
sometime between Match 16. 2004 and March 26, 2005. SpecifKally, the list in Exhibit V 
demonstrates that Tachner's system for naming files for Crank Brothers \yaj> to designate the 
elieht with tlve term ^'SLll?'" m\d to then open new matters in a chronological seciuence. Had 
Tachner actually received. Hermansen ^S85 arotsnd March 2001 and opened a matter for it so thai 
the maintenance fee$ could be docketed, ^fachnet^s immr name for it would have been SL1P-{k 
This is because Tachrter's matter munber .SLIP-S was for IKS. Patent: Application No. ()9/()79,(j78 
filed May 14, 1998 and Tachner's matter number SliP-6 was for Patent No. 6,851,189 
which issued from U.S. Patei>t Application Ho. HV375,243 filed February 27, 2003. 

Instead, as shown in Exhibit V, Taehner*s matter number lor Hermansen '885 ''SU?- 
2V\ Tachner's matter number xSLlP-^20 was for U.S. Patent No, 7,225,703 which issued from 
U.S. Patent Application No. 1 0/802,105 filed March 16, 2004 and Tac.hner\<t matter number 
S1:JP"22 was for U,S. Patent Application No. 11/138,134 filed Mai-ch 26,2005. C:onsequenlly, 
what $eem>s likely is that Tachner or his staff received Hennanscn *S85 .fiorn Crank Brothers 
shortly before the filing of the Change of Correspondence Address evidenced by the stamped 
postcard receipt dated May 1 7, 2004 wd atuiched as Exhibit M.. As noted above, 1 achner filed 
the Change of Correspondence Address during the time the window was open for payment of the 
first maintenance fee for Hermansen '885, i.e. between March 27, 2004 and March 28, 2005. 
The only logical conclusion is that Crank Brothers gave Hermansen *885 to Tachner and 
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icquested that he file the Chaiige of Correspondeoce Address so tliat Tachncr conkl fccevve 
maimcnaiice fcereiDlndet^ directly from the IJSPTC) and pay such maintenartce fees when due, 
Tlie appareiitly liaise statement in the Foreman Dcclaratioti about the timeframe in which 
Tachner or his stafl'sol up a file and docketed the maintetiance fees for Hermansen '885 is 
another example of how Tachner submi tted apparently false statements in an effort to conceal tiie 
error that led to tlie late payment of the lirst mainienance fee for l!crrnan$en *885. 

4. IF TACHNER HAD APPARENTLY imA'UDOLKNTLY CONCEALED THE 
ERROR THAT LED TO THE LATO PAYMENT OF THE FIRST 
MAINTENANCE FEE FOR HERMANSEN *885> IT WOULD 11 AVE LIKELY 
BEEN RE1NS1\4TED 

Ah noted above, MPEP § 71 L03(e)(2) states that: 

delay ix?suUing from an error (e.g., a docketing crmr) on the part of an 
employee in theperfomiance of a elerieal function may provide the basis for a 
showing of *iinavoidablc' delay> provided it is shown that: 

(A) the error wa.s the cau.se of the delay at issue; 

(B) there was in place :a business routine for performing the clerical 
flmction that could reasonal^ly berehed upon to avoid errors in its 
performance; and 

(C) the employee was sufficiently trained and experienced with regard to 
the function and routine for its peHbrmavice that reliance upon such 
employee represented the exerci^^e of due care.*' 

As detailed above, tire docketing, or clerical error was clearly the cause of ihe delay in the 

p£»yment of the firsl maintenance fee for liermansen '885. 

The Tachner Declaration submitted with fheJleciuest states that; 

"Over a period of almost thirty years ] personally trained Ms. Foremiui to 
carr>^ out numerous duties in my practice. Included among tliesc duties is that of 
being responsible for the timely payment of maintenajKC fees for our cJients' 
issued U.S. patents. I have also insuructc*d her in communicating whh clients in a 
timely manner to learn whether Ihey wish to have us pay mahitenancc fees for 
them so that we can anticipate being reimbursed for that paymenf and being paid a 
reasonable service fee. Over that period of time I have come to rely on Ms. 
Foreman io properly carry out these duties, she has paid hundreds of maintenance 
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fee$ to the U.S. i^atenl uwcl 1 rademark Office." Crachner Deelaraiion, paragraph 
2, pages .1-2), 

The Tachtier Declaration subinilted with the Request also stales that; 

"Mjj. Foreman has been « hard-working, dedicateid and loyal employee of 
my Rrm for decades. 1/ ve not previously had reason to doubt her word or question 
h.0f actions, Ms, Foreman has Utrough mmy years of her smico to the fimi md in 
her relation with clients over that period, convinced me that she could be relied 
upon to communicate unambiguouijly svitb.c)icnii> and to follow iostruclions from 
im and from clients in ^regard to what to p^y or not pay to the Patent Office in 
behalf of clients.^* lachner Declaration, paragraph 7, page 4). 

Thus, it is apparent from the Tachner Declaration that there w^^i in place a biisines^ 
ix>utine for peifoiming the clerical function that could reasonably be relied upon to avoid errors, 
it) its peiforniance, aiid the employee (Ms, Fdreniaii) was sufficiently trained and experienced 
with regard to tlie ftniction and routine for its peiforniance that reliance upon such emplo)'ee 
represented the exercise of due care. Consequendy, had 1\ichner admitted in the Petition or the 
Request that his staff had made at least one of a docketing and ci erioal error tl^at led to the delay 
in the.p?iynient of the firHt maintenance fee for Mermansen "885. it would have been likely that 
Hermansen *8S5 would have been reinstated. 

:in bis attempts to relnsuuc Hermansen '885, l^ichner was then, faced with tlie prospaU of 
admitting the eiTor but was likely concenied that if the xeinstatemeoi etTort was unsuccessful^ the 
admission of the error could be used against him in any resulting malpractice clai ms brought by 
Crank Brotbers. In^Jtead of doing the right thing, Tachner or his staff appears to have chosen to 
cover up the error by submitting apparently falsified documents and testimony, 

5, TACHNER CONCEALED FROM CRANK BROTHERS. THE R.E:FUNI> OF 
MAINTENANCE1FEE PAYMENTS FOR HERIVIANSKN *885 

In connection with the unsolicited Third Decision, on or about June 4, 2009, the L-SPIO 
refunded to Tachner*s deposit account the fee payments in coiuiection with the first and second 
maintenance fees for Mermansen %S8S. Tachner had previously invoiced Oank Brothers and had 
received payment from Crank Brothers for the first and second maintenance fees for Hemiansen 
*885 (Winefordner 11 Declaration, paragraph 8). 
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To date, Tachiicf has not informed Crank Brothel's that the fees have been reftjnded to his 
deposit aceomt and he has failed to reimburse Crank Brothers for such fees (Wincfordtier 13 
Declatalion, paragraph 8). Regardless of whether or not Tachxier actu^djy received the Third 
Decision, he ceHainly shoxild have been, aware that the first and second nuvintenance fi^^s had 
been refunded to bis USPTO deposit aceoimt. He also should have i^funded these fees to Cnmk 
Brothers, 

Thus, in addition to apparcmly concealing the error and subnntting apparently flilsified 
documents and testimony in connection, with his attempts to rein>state Mcnnatiscn *S85, Tachner 
also i^ailcd to notify Crank Brothers that the USPl'O rofivnded the first and second maintenance 
fees to Tachners deposit accomit payments and he also fkljed to refund snch fees to Crank 
Brothers. 

6. CRANK BROTHERS SHOULD NOT BE BOUND BY TACHNER'S CONDUCT 

As demonstrated above, Tachncr or his staff appear to have tarnpered with the file covers 
that were exhibits to the Foreman JDcclardtion submitted with the Petition in a successful attempt 
to create the illusion that there was confusion between Crank Brothers and 1 achner or his staff 
abottt who was i^^ponsible for payment of the maintenance fee?; for Flermansen *885. !n reality, 
there was no confusion— Tachner w<is re^sponsible, hut apparently his staff had sitnply made a 
clerical error likely in docketing about who was responsible. Crank Brothers should not be 
punched in view of lis diJigent ef!ort;s regarding I lermansen. *885 and tlie unknovsTi and 
unforeseeable actions of Tachncr and bis staff, given that Tachncr, and possibly his employees, 
acted outside the scope of his authority, acted without knowledge of Crank Brothers as to 
portions of the llUngs regarding tl^e reinstatement of Hcrmanscn *885. misled Crank Brothers as 
to the specifics of the Petition and Uie Jlequest, failed to make other filings authovixed by 
Petitioners the maintenance fees), failed to keep Crank Brothers updated on the status of 
Bemiansen *885, apparently failed to notify Oax^k Brothers about the refunded first and second 
maintenance fees and to refund these fees, and apparently acted outside the scope of his 
professionai responsibilities. While the general rule is that an attorney *s conduct is chargeable to 
his client, the general rule has an important exception as noted by the C^ommissioner of Patenis 
and Trademarks in /n r^J^o/mr^fo, 17U.SJ>,Q. 2d 1455 (Conrr Pat,, 1990): 
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*'When an altomey inlentiunaily concea!.*i a nustake he has nmdc, thus depriving 
the client of a viable opportunity to cure die consequences of the atlomcy*s error, 
the. sitimtiojEi is not governed by the . . .rule ... for charging the attorney's mistake 
to his cHent" (17 U.S.P.Q.2dat 1458). 

Jn a rnaxjiier similar to the fticts of the In re Lonardo decision, h ere Tach iier and/or his 
staff' appear to have knowingly and Jntenlion.^Dy n)isk?c1 Crank Brothers and the USPl'O as to the 
error that led to the late payment of the first joiainienancc tec for Hermansen *885 as well as the 
coBtenis of his submissions over the course of tive revival effojtts. 

Now that the record has been clarified as to the actual facts concerrnng the underst^mding 
of Taclmer and his stafl' regarding the payment of maintenance fees for 1 [erniansen '885, it 
should be clear that the unavoidable ciror (hat led to the late pavwent of the first maintenance fee 
for Hermansen *885 was not caused or commilted by Crank Brothers, llather. Crank Brothers 
relied, on Tachner's apparently reasonable procedures, but a docketing or clerical error occunrcd 
which cfror vv^as compounded by Tachner's or his staffs efforts to apparenily conceal the nature 
of tlie error. CranJ< Brothers was unable to discover this problem until Hermansen *8S5 mi 
^mother patent entnistcd to Tachner were both roughly concuiTcntly. discovered to have lapsed 
due to failure to pay mamteitance f^es. These lapses by Tachner and his staff occurred despite 
Crank Brother*;' infttmctions to Tachner and his staff to pay all such inaintenanee fees and to 
confirm with Crank Brothers about such payanents in advance in case (^rank Brothers elected to 
abimdon any of its patent rights; It was only at that juncture tha( Crank lirothers had any idea 
thatTachner's procedures were either not entirely reliable or were not followed^ and that an error 
or two had occurred. But even then, Cmnk Brothers still did not \)nderstand that Tachncr's 
attempts to revive Hennanseti *885 were also unreliable at best and in reality based, on 
i^)parently falsified documents and testimony apparaUly designed to conceal reality from Crank 
Brothers and the USPTO. Because CnuUc Brothers was not able to review the Petition, the 
Request, the Foreman Declaration, and the Tachner Declaration, given that Tachner never 
provided drafts or copies of these documents, Crank B-rothm had no reason to suspect tliese 
submissions were inaccurate and could not have discovered the incorrect facts submitted by 
Tachner. {See, eg., fixhibit Q). 

Thus, it was not until a few weeks ago that Crank Brothers and current counsel of record 
discovered the apparently falsified doctiments and testimony previously submitted by Tachner in 
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connoQiion with the Petition and the Ruquc^l as well a$ the acco.mpanyii)g Deelarations of 
Foreman and Tachncr, This discovery permitted Cnuik Brothers with m opportunity to 
understand what Tachner and his sJtufFhad aetually done and y/hixi (erironeoas) facts had actually 
been presented to (he Patent Office in connection with the Petition and the Retjuest. In view of 
Tacto's, and his stafPs, apparently falsified sttbmij>5ions in connection witli the maintenance 
lee payments and attempted, revival of Bermansen *885, it would contravene the bailie notions of 
equity for Grank Brothers to be forced to stand in Tachner's shoes. 

Indeed, in concert with the decision of the C;onunissioner of Patents and Tradeniarks in In 
re Lomtrdo, the USPTO should ignore the tiine]')eriod. of delay caased by prior counsel's 
deception, and should instead look only to Crank Broiiiers' intent and prompt action once aware 
of tlie tioic nature of the problem. In re Lonanlo, 17 U.S.P.Q. 2d 1.455 (C:om'r .Pat., 1 990), 
Further, Crank Ikothers' request for consideration is based on the recently discovered hiaccurate 
facts submitted in the Petition and the Request, coupled with the corrected flicts now diligently 
discovered and submitted In connection with an'iving llcrmansen *885 for late pa\T[nentof the 
first and second, tnaintcrnanee fees with surcharges and petition fees now ptost due, despite the 
exercise of reasonable care to ensure that the Ices would be timely paid. Despite the procedures 
m place by Tachner> as submitted in the Petition and Request including the docketing of USPI'O 
deadlines and monitoring of same^ the docketing notation and possibly other errors by Tachner's 
staff nullified the existing checks and. balances he established to ensure timely payment of the 
maintenance feeS"Mij>on whicli Crank Brpthqis reasonably relied as shown herein. Al no point 
in time did Crank Brothers ever intend for their most important patent, I Ierm<msen *885, to lapse 
for any reason (See Exhibit Q, stating to 1 achner on July 1 4, 2008 that *^ve never intended this 
patent to go inactive,'*)- 

7. PETI;TI0N^:RS JIAVE been diligent: T.HE ADDITIONAL DELAY FROM 
MISI.KAOING PRIOR COUNSEL ACTS AND INCORRECT USPTO RECORDS 
FROM Timm DISCOVERY TO ITIE PRESENT WAS IJfN AVOIDABLE 

To clarify and support that the delay from issuance of the unsolicited Third Decision was 
also unavoidable. Crank Brothers provides additional new facts below regarding the delay from 
Utat time to the submission of this Supplemental Petition, hiitially, Tachner claims to have never 



19 



received the uiisolicitcd Third Decision denjing tlie Request, nor would anyone have been 
expecting such a document. Despite the Correspondence Address con-ectly identifying l achner's 
current ofTiee address, Tachner told Crank Brothers that he never received any further USPTO 
coraraumcations regarding Herroansen '885 to date despite the coirespondence address being his 
then cuixent office address, (Chen Declaration, paragraphs 5-6, pages 1 -2). 

iiistesd, Crank Bwtliefs' Italian patent counsel APIA sent an email to VVinefordner on 
December 15, 2009 to which n'as attached a. list of Craiik BroUiers' patents which list indicated 
that Heimansen '885 was '*8rante<i'abandoned." See attached Exhibit X, which incKides a copy 
of this email and the attached list. Crank Brothers replied to APT A by einail on December 18, 
2009 and stated that Hermansen '885 is not abandoned because the previous attorney [Fachner] 
made a mistake and. did not pay the maintenance fee on time which caused h to be briefly shown 
as abandoned, but that Ihe attorney had petitioned to the USPTO and was able to pay the fee and 
make the patent active again. See attached Exhibit X which includes a copy of Crank Brothers' 
email sent on December 18, 2009. ThuSi even up to this point. Crank Brothers had no re^ison to 
suspect that a clock was ticking or that Hermansen *885 \vas again in jeopardy. 

On January 21., 201 0, AP T,^ sent an email to Tom Chen and asked if any confimiation 
existed from tlte USPTO about the late payment of the r^ifiintenance fees for Hermansen *885. 
(Sec Bxhibit Y which inchtdes a copy of this email, and the Chen Declaration, paragrojih 3, page 
1). The same day, Mr. Chen sent an email to his assistant Ms. Annie McNdly and asked her to 
check on API A'S request for infonnation about the late payment of the maintenance fees for 
Hermansen ^885 (See Bxhibit Y). On that sanie day, Ms. McNally learned that the Request 
appeared to have ultimately been denied in June, 2{H)9, that a decision to that effect had been 
mailed to Tachner, and that based on liSPTO records Bemumsen '885 had expired on March 27, 
2009" (see Exhibit Y, the Chen Declaration, pamgriiph 4, page 1 and JLvhibit I to the Chen 
Declaration). As shown in Exhibit W, the erroneous expiration date for fkrmansen '885 is to 
this day still .shown in the records of the USPTO. Thus, as of Jamiary 2 1 , 20 1 0, Mr. Chen and 
Ci-ank Brothers understood that Hermansen '885 had somehow expired or gone abandoned again 
on March 27, 2009 based on USPTO records (Chen Declaration, paragraph 4, page 1 ). It would 
therefore have been possible to fdc a Petition to Revive under the unintentional standard since 
the lapse had been wilhin the last two years {i.e., from March 27, 2009 one would have until 
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Maix>h 27, 201 1). The file history for Hermansen *U5 was not then and is not now avaihibic 
cicsctronically on the; USFl'O P/\1R systera, 

Tht official fiic bistoiy for l lefntaiisen '885 was ordered on January 22, 20! 0. As shown 
in Exhibit Y, Ms. MIcNatlly contacted the USPTO on J anuary 25, 2010 to confirm when 
Bermarisen '885 actually expii^i given tlie conilisiag online history for Hermansen *885. 
According to Exhibit Y. she was told by Michael Bason at the Petitions Oi^ice that he could not 
determine Ibe facts since Ujcre was not much available electronically, and that he would pnll the 
file and call Ms. MclSlally back. Several weeks passed and as shown in Exhibit Y, on Febrnary 
U, 20.10, Ms, McKally told Mr. Chen she. was checking up on the request for infomiation, but 
tliat the USPTO had been closed for four days dae to a snow emergency. As also shown in 
Exhibit Y, a message was left v/ith the Petitions Branch by Ms. McNally on February 1 1, 2Q10 
after she was informed that Steven Brdntley had responsibility for i lermansen '885. 

On February 17, 2010. Mr. Chen spoke with Tachtier who stated that he assumed 
Hcrmansen *885 had been reinsialcd beciiuse the Petition for Acceptance of Delayed Payment of 
Maintenance Fees was granted, which was the last he had heard about this matter. (Chen 
Declaration, paragraph 5, pages i ~2). tachner also stated that he was unaware of any fees being 
credited to hb USPTO Deposit Account or the sabsequenl nnsolicited Third Decision denying 
the requested relief (Chen Declaration, paragraph 5-6, pages 1 -2). 

On February 26, 201.0, the lile history for I lermaivsen *885 was received from the USP'I'O 
and transmitted to Randall B.rov»jn, Chair of Haynes and Boone, .LLP's IP and Technology 
Transactions Section, for his review. On March 2. 2010, Mr. Brown acknowledged receipt, and 
between March 7 and April 1 , 20 1 0 Mr. Brown reviewed the file history and conducted research 
and held various discussions to determine courses of action for reviving Hennansen *885. On 
April 1, 2010, Mr. Brown contacted Mr. van Horn to discuss the situation. 

On April 27-28, 201.0, Mr, van HJorn contacted tlie (jSP 10 to discuss an appropriate 
avenue to proceed to rectify the injustice of the expiration of i^ermansen *885 and the 
undersigned attorneys were asked to as.si.st with thi.s effort. Mr. van Horn subsequently arranged 
tlie meciing noted above, which was held at Mr. Bahr's cariie.st convenience on May 1 9, 20 10. 
Additional evidence has been obtfiined periodically since May 1.9 from Crank Brotlicrs, whose 
records have been partially compromised with tlie pas.sage of time. In short, Crank Brothers and 
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their new coimsci have diligently pursued \ho actual facts regarding Hcrmanscn \*18S, and have 
diligently prepared this submission^ during the time from about December 19, 2009 (well before 
the actual state of Hernianscn *88S was biown to Crank Brotliers) to the present, despite, being, 
hindei'ed by incorrect tJS MX) records as to the actual date of expiration, lack of an electronic 
L^SI^TO file history for Bennansen '885, lack of complete cQutcmpomneous correspondence 
ktw^Ti Crank Brothers and TaolnK^r, and C'rarik Brothers' present inability to rely on iiccurate 
inforination from. Tachner and bis staff. 

Based on the corrected record <md the new facts showing diligence by Crank Brothers, it 
is believed that Tachner and his. staffs apparent fraudulent and deceptive actions should be 
eUminated from consideration of (ho miavoidable delay in seeking reinstatement of Hcimansen 
*8S1 Therefore, it is i-espectfuUy submitted that the relief previously granted in the Second 
Decision was appropriate and should he reinstated or that aMief be giiinled biased on the Petition 
when taking the corrected facts and elimination of the incorrect fects into account. 

sSUMMARY 

It is respectfully submitted that the- delay in the paymem of the first maintenance fee for 
Hemiansen *885 has now been demonstrated to have been unavoidable. Specifically, the delay 
resulted from errors committed by T.acluier*s staff that were later apparently aclively and 
inientiojially concealed from Crank Brothers as well as the USl^O. Also, it has conclusively 
been shovi^u that: 

(1) the error was tl^e cause of the delay at issue; 

(2) there was in place a business routine for performing the clerical function that could 
reasonably be relied upon lo avoid errors in its perfonnance; and 

(3) the employee was sufficiently trained and experienced with regard to the funclion and 
routine for its performance that reliance upon such employee represented the exercise of 
due care. 

The second maintenance fee, despite being timely paid and acceptcxU vvas later apparently 
reminded to Tachner in connection with the issuance of the unsoliciteti Third Decision, 
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to conclusion, all of the foregoing domonstraies that it was the docketing or clerical errors 
committed by Tachiier's staff that resulted m tlie delay in payment of tire first maintenaiice fee 
for Heniianseu *S85. Also, the error was apparently intentioiiiUly concealed by 1 acliner and his 
staff, which conceahnentprevwted Crank Brothers from having an opportunity to cure the 
consequences of the error. Final ly, hud the error not been concealed, it would ha ve been likely 
that Iiennan<sen '885 would have been reinstated since the error appears to have been committed 
despite the exercise of due care by Tachner and his staff, such that the error was unexpected and 
unforc*seen and, therefore, was unavoidable. 

As shown herein, U^ere was no confusion betvyeen Crank Brothers and Tachner, Rather^ 
it was a docketing error or misunderstanding solely oti tlie part of Tachner's staff, likely in the 
improper docketing and/or fib jacket notation/*cUem will pay/' Thus, the main reason 
previously relied upon by the USPTO to deny relief to Crank Brothers was incorrect. The eiror 
was indeed unavoidable and completely due 16 a docketing eiTor> which was undiscoverable until 
Crank Brothers requested the undersigned to investigate the facts, and was not due to any 
niiscommunicaiion on the part of Crank Brothers. 

As. demonstrated herein, all of the delay from the time Crai^k: Brothers became aware of 
the Thiiti Decision unti] die fi ling of this Supplemental Petition was unavoidable. Crank 
Brothers accordingly requests that the Comirussioner grnni this Supplemental Petition and accept 
submission of payment for both the first and second maintenance fees for llermansen *885 so 
(hat the patent can be reinstated, 

If any additional information would assist a decision on this Fctition. please contact the 
undersigned attorneys for Cn\x\k Brothers, The Commissioner is hereby authori:zed to charge all 
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fees associated with Uiis Supplemental Petilion, incliKlIng bvl not lirailed io ilie Petiliow fee, first 
and second maJnlBnance fees and applicable surcharges tp Deposit Account. TMo. 08-1 394, Order 
No. 70614.30. 



Respectfully submitted, 

FINNKGAN, 1 HiNDOlSON, AR.AB(.>W. 
GARKBTT & DUNNBR, LLP 



Date 



Clnvrles E. Van Horn (Reg. No. 40,266) 



FIAYNBS AND BOONE, hhV 



Date 



Exhibits A-Y 



Jefffev A. Wolfson 



(Reg. No. 42,234) 



HAYINES & BOONK LLP 
Gustbmer No, 27683 
Phone:202-654-4565 
Fax: 214-200-08.53 



I hereby certify ihat ibis oon espantlei-.efi is boiiig liled with 
Ibc United .States Paient and Tiadcmark OHIccS'is BFS-Wcb 
on rtie following date. 

Dale .„._ „™. 
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tecs associated wUh Ibis SiipplcmenisU Petition, hicluding but not limiitjd to the P«titlon fee, first 
and second maintenance fees and applicable surcharges to Deposit Accoxrai Np. 08-1394, Order 
No. 706] 4,30. 



Respectfolly submitted, 

nNNl^GAN. riENDEKSON. FAllABOW. 
GARJRETT & DUNNBR. U.-P 



Date Charles k Van Horn (Reg/j^o. 40,266) 



HAYNBS AND BOONB, LLP 




DatO 



•</:J 'IMC 



ExlbibasA-Y 
D-1869391 



(Rx^g^^No. 42,234) 



KA\'NES & BOOKE LLP 
Customer No. m83 
Photto^ 202^34-4565 
Fax: 214-200-0853 



I. hereby ctnlf\» tm ibt$ com:ip(mdCRce ist biiine HJcd with 
rhe Unil«C Piiter.l ;md Tnidcwiark. Ofl'tco via^KS^-WcJ) 
till ihe fc!Ipv/mg Oatc. 
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Exhibit 0; Photograph of Tachner file cover for U.vS. Patent No. 6,205,885 

Exhibit P: Notice of Patent Expiration, date<l April 27, 2{)()5 
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Exhibit T: Transaction history for U.S. Patent No. 5,857,509 
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Hxlubit {}'. E-rtjaK ffom Foreman ('J achwer's office) to Winefoixiner, dated October 3, 2007 

Exhibit Y: List of Grank Brothers' U.S. and foreign, patent matlcrs bandlai by Tachner, dated 
October 3, 2007 
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EB STATES PATENT AND TRADEMARlv OFFICE 



IrivcntOT: 



No*; 6*205.^85 
teco; March 27, 2001 
Title: Clipless Bicycle Pedal 

MAIL BJOPi PETiTIONS 
Commissioner for Patenl$ 
U:S, Parent '& Tiradsmdrk OHice 
P:0, Box 1450 
Alexandra, VA 22313-1460 



Dfeflr Sir: 



Asslgiicc: 
Inc. 



CaJiforjua CiTtiiK Broihcrs. 



Filed: SeplcmberB^iW 



£ 6 ?on? 




The }*etitioncrr herein, Leotianct Tacimcr, respecffbliy requests jRMXtfinj^ of ihijt fjcnlion, 
namely, « finding Iha- expiration of thts abovc'capiioncd wrtcHl bBscd upon ti delay of 24 montlis 
citia 3 svcHsks io payjuent of ihc- .Tmiitci\attte foe, wds unavokia^liifi^^^U- ^feiw/f&jlib^s^^'*^^^ 



Bnclcjsed Kcrcin are tht? required muimcimnce fce> the rc^juirtsi surcharge and a showinj^ 
as called for in Ruk } J78{b). 'FKu showing under paragraph (3) of 1 .378(b) is pwvided hLerciii 
in Ihc forai ofo Dedaration of my Oftlec Manager, Janis Foreman. 

In Ms- Foreman's Declaraiion, she explains under oath that the delay ;.n paymtTif resulted 
(nmi im unioctimate confusion between om otTice stalY aj>d ihc patentee 3^ to who would pay i)ic 
m^ntcmmec fees foi this cliei^t.. Ms. Foreman bciicvcvt Iha; .she had received irisiruction from 
UVecllci^J Jhat they would pay Ihcir own maintenance fees «^^^^J^^^^^^||i*^^5 

iil Ftre^M 4i5.88 BP 82 'ClgSSS SSlsB Qt 

22 Oft U%M e? 



6,205.885 

aottttioo to thiU effect on all apprcipriate doelcct shcefe ano on all coTiTsporidjng (He wruppcr 
covers. M5> Foreman ha<i bo*?n my prindpa) staff employee (br c>v«r2>) years and Olftcc 
Manager f«r abou* 25 yeitrsi. 

On Of about C3k:tohcr 3» 2007 we ieacneti that Jhe clienl/pntcmee had ftot paid tbe 
fndiucnanc<* fee. We kamcd thai the paimetJ h6d apj>arer:tly forgotten the instruction 
tOmtnuiucated to Ms. Foreman and inslciid hiid assumed Cuu our siatThad paid ihv Tec in « 
timdy mtinerv We itrimediritely sc; Jibotjt to d«<?ntune the cause of th^ deh-y in piiymciu und 
have sitsce <JetamJned thai t1i& ea\isc w»s the afwrmetitioncd cotilusiott bet wen the instnjcUon 
froni the cliem and the cJicm's appar^tit (issumpiion tliat there \vu% no such wjmmumcation. Wc 
believe ihat the clktit's coinxnuriicaticm c«mc ih shortW uftCTwe p&id the fet nimnt<^nnce 
fee or. two earlier pmms in Febm^wty of ihet y^tt m6 billed the eli«^t aecorcUngly. Wk believe 
thai the Ciiept hud forgotten that they Itiul ^iveti sueh un instruction to our stttlT. 

The uiKlersigncd pciitioi\ct has a vcty aeiWe paiem prosecution practice which hiis 
resulted k the issuance of upwanis of lenst 500 U,S. jimms overthe jost 29 yeais. Wc depend 
to a great extent on docket entoes and file wrapper entries in meeting deatjlines ;ncludmg ifaxid 
when ;0 pay inaintetiiJncc fees* H^e delay in puyinen; oftlie niaintei^ancc fee in rcRarc! lo (he 
abovo-capticned patent was dve entirely jo eontU5ion h^iiwe^fn my st«IT and the ctiertt as to who 
would pay the tatx As soon iks we learned nt'the problem, we started to dctcnxiinc v/hai hmi 
occurred and to prepare this petition and attaehments. We 6re sxtbiniuintj '»hi$ petition 3 weeks 
beyond the two ycwtimit under Rule l.37S(c) for umntemional tielay. 



7 



PAYMENT OF MAINTENANCE FEE UNDER * 



Ii my feamest belief that the confuiiou a«(l tesulung pisynritJiit delay mm unavoidabia 
Nevertheless. 1 have instructed Ms. Fctrcm^n lo rely only on written iiustruciicm ham a client mX 
to pay d tnaintetmnct> fcc for any reason Iti the ftiiur<J, 




049} 7S2-S525 !c>lc:phone 
(940) 955-241 5 t<;Icfax 



Attom«>* of Record/ ret ittoner 
Rcgkrralion No. 26MA 



t tsri^etnifjr Vast «Ofirw^^ 

U A PATENT ANP TfW>£MAfiH <^RC« 
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i / 




PETITli 



PT UNAVOIDABLY DEIAYED PAYMENT OF 
gg IN AN EXPIRED PATENT (37 CFR 1378( b) ^ 



Ootfcoi Number (Optional) 



c:ooim.S8tf oner tor Pau>ntH • v-.^*; 

f\o. 80x1450 nri *^ <' 

NOTS: if intbtmaticrt sc&tsrancu la n&eitoc} U» -ar-mpleisnp utiti form, ptoas* orsirtart f*fiiil:on« fnfwni3«cn 



CA'OTiCN: Mairtteft^nca JiJtJ (and suf uhargt, i» a^y) pdVitttjnt rnu&t cotnictfy irtc^flli^/; (1 } the potcnl 
ac»u»'M U .S. ftppfeoiioA (Of r<H A$uR ajy;if.atkw5 toaUlfig isi?v;jfi(;ft of thai pnioai to 



The abpv<M09narfS() patent: 



is » A>lssi/« of cjftgtnol (^etcnl No, . 



apptk»3tion , ,.. — filwloft — 



CERTiFlCATEOF MAILJNO OR T^AMSMiBSiOM (37 cm 1,8{3}) 
! hemi>x ce/tify thfil th:3 uaper (atwig.wKh sny' papof ':eferr*»rf i.o as t«ir>9 ;Mwcnf>:i or 2i>r.k>$ed} its 
(>) lioins iJopcsitwl witf) im United State« Postal Sorvtco vn tt!t» (ia(t) «i^cv;rt DOW with sumctent 

P.0 Boxl^SO.Alewartwis.vA aajtd-t^SCOR . 

(2) tr«»rismK»e<J by facsimile on the <t^to shown to yie UnilexJ Siatos Paiern anllwtfomeirK 



lo/^e/^? jtAmsvi ocmo4o 6ss56es 



Typado'ptliui 



31 Ktl599 



jisy a I 



tfwptei*, UxusA^ ca5n»r»fts. P'oeur^'^. ^ <*#aw8i«d asriMtexS fl(*SS5Jdo« (^m to p» OSPTO. TW* c«i>icW*'^ i^c *:(*tftoua: cmo. Aw 

f 0^ ADCmt3a «t;ei> TO: Mtft 8»»f) ^oatofw Caik rnftstMof to# ^nwnts, VsOs 0«r U$0, A(«a*«h}»«. VA tZi^ 



ur». »aw« »rA trt«w«^« OiTrfc: OCPAflTVKN r Of COMMERCE 



l-SMAUeNTUY 

2. LOSS or E>friTLEMENT TO SMALl EWTITV STATUS 

£j PetBAtee fefw (Mgwcmtiiiw to^trnaS enuiy ctslus. Sea 37 CP}} i.27(g;. 

The appmonmo fnaJmcMnco fee niitstbesubmiiiiMJ vAh mift tvetiUcn, unlasa U was poid oarHiif. 





NOT Sma« Entity 




Small Entity 


















. 3l/2yrf03 (ISSV) 






(2551) 







7i/2yrffifj (1552) 


□ $ 


/ ^n yt feo 









^1 i^Syrres (W3) 











4. SURCHARQc 

i>ie.5Uf charge «:tjm.'(«j by 37 Cf-R i » S .700^ 



..if^ee C<xJCi '667) rrHist bd.paifi a« a condition ol 



AccopiUntf unavoidably {iota^-od payfWjit! of the maiftt^.OACO f<3t). 

$URCHAROf; F^E BP IN<5 SuBMrrTKO $ 70^ 



5. MANNER or f>ArMcNT 
[xxj f^itdcftofi Q cftctk !cr tho sum of $ ,„!:jdJ^ 

□ t^0H9e <^nr5e Otjpojtt Account ^^|^). .. ..... Uio of % • A o*ypIica(a copy of 

□ 

pftyn^enl by crftt^t cam. Fftrm P70-2P3S is ♦srutn&d- 
AtiTHOS^tEATtONtO CHARGE AMY FHK OrFiCIENCY 

Tv^ Tn9 Director ia Ker^by autfic/Ued to ch»rat ary fr-^rnrsm^co feo. surcharga Of petft»n foa tf&f:cio?»cy tf> DapoafJ 
^ Acccynt Ho. M^O ^^^ g A duplicate ccpy of i-iifl a-jlhorii&wft U 



6D CffldJt TO O^iWiJll Account fvo. J 5M}9 >0 

OR 

a 

Pcfj'tfcsno«fep,'j!iconi <b cduik^efl tc» flvoHJ jsubrftliunci pemofuu tftformarbf* In documcftt* ftietd In a (latcm application^ thai m«y 
cuittrttrjitt (0 tctenU;y thftfl. P<^:i$orVii infufmsifem such as socisi secuiity rtumrjejr«, hsnH s(tco«rn r«ffr*ers. cracll <:a'd 
•^wi-tcr$ (oUier t^a^* chc<»; w crecfii C3«i «tutho<i2aUfift form PTO'Xaas tiuumlited p^yfttoni pMfi»$^$) nov&f fo<t*iif$<i 
tSo .U5!?T0 to $uppt)fl « petition or an ?.ppi;e3ltop.. If type of ponjonai infofmcstton 1$ ir^bdcd pi docufnft.it* siifcmJned to 
ihv USF.TO, pesr>ort«tr6rtf^pi^arus efhouic consicwf reaactfag s^jch pwsono) 5ijfefrJV*tif>n front ihn c<^imiim hefom r»ubmUUrH3 
Vicm to' U$?(*TO. «?oliwOfier/ijiJptG»ni is «tJ>ft«i3« that the tt>cor(i 9? » patent a;>f>:iujtton >« &w^!ftWe to the pubte fjftw 
pdti5c3twn o( the sppjliaiicfi (unfojia o noA-j>ut>l:cat*iOft fca^uoiit in eompitanse with 3? CF.^ te friiirf'^ In t^^o apf»iiC3tioft/ 

Of ii>»itanf.« frf a n^^«nt t^trfihenrnoro, ine n&f^rrf f/o*i: an fs^^wrtored mjplicalffjn may ai«d bo ovailaotes tc tho wub*lc 1? (fio 
appSc^itifin is refemfjcet? if? a pwWisnad appiteatici*i ci wi fesned pawM {s««s 37 CrR CrtoiOcs d^'.c cfodt «*« 

piitxfdy avatflabta. 
8. SHOV/INO 



The 0Rdc«&d fttat«m«n; u^l snow that Oio doia/ in linKit/^ paymant of msif tianoncc taa wufi 
urwvoldahco ainco rfjjj&pnobla cato wns takon ^ij wisum that the rrvaintenaj^cd Jo*i svoiiiU bo psirf rrmety 
fln?J m-ti tKs potiUtm tt< bar-s ffina ptr-mpiiy sftar Uio patsnuw was nctjfttfU cf, or oiijwwriiw i»ac0mfj 
awsra of, tha aypir at*o>n of iho patent. T^e $tatan>ani t-^^i wnjm&ram iho step* taken ta <jr»5wf o u't'cmV 
payn^cAlof tha mainiflnartee faa. iha dale and ina martntfr tn wtlcft t*!o fMtontao bcjcama awvir^j of ^no 
axpif;^tion of t.no pm'.'fU. fswl the slops taKcn to frfo.lho pewKon pfomptty. 



ft P6TmdNE?^(S>^KOiJe$TS THAT THt; OBAYfiO WMENT OP THH MA^^^TENANCE f EIr. 3E 




i Signat6fo($) of Pct'ttocer^s} 

Typad cr iJinted narno{5 
17961 SKV PARK ClKtilZ, SUItJS 38-£ 



-Atifiioss 




y't.^-7.v2-6^23 



nn Mafntfjmincc f fro paymaal 

fx ] Slatamont Yvhy ini^nlofianca fee w0» not paid lin:oiy 

53 SufX^hanga vnder 37 C.'^R 1 .20{i)1 1 ) (faa f w fPlnp tha matiiioj vn xo fjio fi*i*'lion) 



37 CFR 1 .378(d) states: "Any pelil^on m>& eecSort i nusl bo oy fttiyr ooy i;^ ft^ssnt 
re^iiiiareci to practice 0€fo?« tn« Paient and Trarfeniarfc OJficts or by tJ»e pet^ente^. the a55Jgn<>e> 
or oihor mjrtjA ir> inlorest ,^ 

X^CMiL^-"^^ ^ Z^^., 



TypeC Of .pfin*Of< na^Q Registraiion Number, if eppnc«t>!e 



iir- u»e spscd belovv. please provide Ihe showirto of unavoitiabio <Jeiay recft^xi M parayj^ph $ above,) 




NITEP STATES PATENT AND TRAPEMARIC OFFICE 



March ;>7, 2001 



j Inc. 

I Seriai No.: 
j 
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MAItgTO{>: PETItiONS 

Commissioner fcr Patents 
U',$. Potent & Trad.w^rk OWia^ 
P.O. BOX14S0 
Alexandria. VA 22313-1450 



Dear Sir: 



DECLARAT iON OF.I.AN1S FOR EMAN 



Janis }•« reman, declare a.s fc!lUiw5: 

1. I am the Oflio; ManuK^r for LeoaanlTiichuc;, a ProressiodUJ Lfiw Cotporotion 
(the **Fim»'*)* 1 begun coitpioynictti wi(h (he Rmi over 2^ years ago. My cirtployn«nt with ihc 
Firm htuj b«ea conUnuous in tb\j capacity pf Ofti^^ Mana.^ fur ttf^i-si 25 ycitns. 

2. AJon$ witii iwlie Miliar ("MiUcr"). secretary and docket citrrk rbr the Firm, I 
mansgc the iiodtct .sysica- for the Firni a;«I ffvcqucriUy review docketing entries and due tiatcs 
wiih Leonard Tachner f^Tnchncr-'), The docket .system tock^i paymetn due dtites for 
tnaintcnanee foes wid for all othet dcadKncs wUh the USPTO. The procedure for responding to a 
doete entry tcgatding u irtiiinleiunci: fee pfiyjncn; incilude$: 1) sending a knar to the client lo 
exploin the fee «nd deadline; and (2) paying Jhe m«imimanee fee usually after receiving 
authorb^.ailon, written oroml. tiotn tlieeticnt. 
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DKCL/VRATI DN O F J ANtS FORRMaN 



3. Around Mnix:-J) .2001 , when the Finn rcceivsic! (he ii}>ove-t:*jption«J Lssued patent, I 
supemsctl Miller t(» assufc i;tif:i antnes w<:re (lude in ihc ilockpi systen^ *<>r Septcatber 2?, 2004 
(3.5 yr annuity),. Septett^ber 27, 200S (7.5 yx aaouityi cmd Septetnbef 21, 20\2 (1 1 ,5 yr annuity) 
deadlines for payment e^f Jfee mamlwnncc fees., ifnd to acnil a JeUer to the cticni explairtmg the 
rcf|uirCTnenifor paying the maintenance fees. 

4. However* before ttic first mnxiliy became <i«e (Sqwwbcr 27, 2004 ) I cm<?red a 
staiemetit m ihc lac« of the file tliat Uk clieni would pay the amniiiics ($;c:e photocopy of docket 
she<3 attflchcd as Kxhibii A), Also aitachcd are phoiccopjcs ot* docket shctHs shc^vjnij son^(Jof 
(his cHcnt*s other psttmt annuities whcneiin ii is noted on liic docket sheet dial the eitent wilt pay 
\hc)f own amiuitics (attached hereto aa E;(hibUs Bl -B3). As shown in attached Exhibit C which 
k i\ photoeopy of the face.of our Docket No. SUP-2h ii 5s noted the client vvs)l pay the 
.maimenance fee. All of die issued patent file faces for this eUcnt show t]w the citent wHl pay 
{heir owti annuiiics as of mul*30()4 (see ssmpje phoiocopics aitadied as Exhibits D I 'D6). I 
rceaU ^oing so1)ased on u discussion with die client indiuiiing thai: ihey would pay their own 
anntiit ies. It is fK>t unusual fora clim lo express the desire to pay their own nwintcnancc fees in 
order to avoid htiWng to pay the tinn the attdiiionsl service feu wc charge ibt doing so. For 
exatnple, aiiaehejl hewo i?; ExhihU E v/\\\ch is n photocopy of the faee cover of Docket No. 
MATHHNY-1 wtjcrein the face ofthe Hie shows an tmUy indi^^fiiit^s, th»t she cJietn tias insii-uctcd 
tjH ihai the>' wiU pay tlielr ow» maitilenance fees, 'Hie same is tiue for Exhibit F for <»»ir Docket 
No, V1-AD*1 (i)hoioc:opy iiltautied), 

5. On Ocfohcr 3. 2007, the client inquired about ani^.uity ps>inctus iind specifiCftllyv 
if the annuity for thi5 patent had been paid. 1 informed the.T. thai I had not paid the maintenance 
fee since I waa uruler iKe impreSKitm that diey had wanted to pay the malfitenance fee 
themselves. 

6. The clieni viate<t thai they did not remetnbct giving tne the instruction thai "ihey 
would pay their own mainlcimce fees'*. The cUenl staled how inipoitant this patent is to their 
company and requested that we iminediatcty begin a process io reirtsiaie ihcir (latent. 
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i]0 2 G 2007 



DECLARATION OjK JANlS KORKMAN 



Because there appears lo have beso c*>fifMstcio between, the cJiej>i anc rv.)'^^^'' 



regarding who vvouiti |iay ^hc maintenance fees and because neither ihe cliant nor T could find 
aiiy writlcn di>cy(neni providing iTWitruiiiions to pay »r nai to pay the m«inicitfiace fee. \ belicvt; 
fat? tipyi'puyment of this maintenance fee wa$ tinavcidable. 

8. Piirsuimi to the \tnx\$ ot 28 U.S. C. $1746, .{ tJeclnre laxcler penally of pc?juty umltfr 
the laws of* the United Suites Ajncnca thai th? for^^going is true anU coneet. t fuithcr declare 
ihat alt statement-? made berem of my own knowledge arc true a?id that hU siatjcmcnis made on 
infonnation and belief ^iru believed to be true, lliededarftiiori§ made herein are made. witb the 
knowledge that willful faise statements and tlie like are punishable by fint;, uTipii$oamwit, or 
•both undijr i8 U.S.C. §}00l jin<J may jeoparnixe the validity ofthe present pateiit. 




(JSIjC^ «^ 9tt t««fS$ fity!l99 F£)$^ SQf^ 
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LAW ornces of leomaro tachner 

3&m re 295 ' ' 

:*^^»»o.-? Cj;i^A„JjJM£j£a/i^^ 

^i^^^ ^h^,J^ ^o_.jin,jkk?n__ 



/)$$iOx-M&(^ *if;CO»V>€C ^. 



...Witt 




rAf3.' !». J^,!!?* „ w=5 S>lt, rAO;::;;^, , , 



^ ^jr^^^^dyoZe-st 

.*;;iiCHt: ^ 

ASi,iCiiAii>r fieetiftoeo 




Best Available Copy 





U»:WiiJ S*U)V$ PiK«:| aftd If^rftwrK Oflfk* 
P;0. Ho* 



( >I':ONARD TAeHKeR* A PaorBSSION'AL l,AW 
C0RK)R.AT(OK 

17S61 J^ICY PARK CIRCLE, i^Vil U U^E 



COPY MAILED 

Apr< 0 9 2.008 
OFFICE Of P^'TIONP 



{S$ue Daiej March 2?^ 200! 



A3>plicftnQnNo:0i?WI>709 
Attomev Docket No. $Ur-2 1 

This \% ;t dfccUion on ihc petition mi^cx 37 CFR 1 .378(b), ftN October 1 8. 2007^ it) n-in$Uiie the 
above*i<lc(ilinct3 patent. 

The petition is DISMISSED. 



Thv ir^tiUrt patent issued March *7, 200 1 . 

The Isst (Jay the nisintcnance (cc could have been timely paid^ with a surcharge, was Moftday, 
March 28, 2005. Ilic mainlcnancc fee svas^ol timely paid end the patent cxpii-cd ai ii^iti^^ighi o« 
March 2S, 2005. 

The law finn who han4lc<} prostitrutiyr* of (He patent, fts wcli as several of pc;iitiortei''s oihcf 
pnicnis, hfyd pai^ ntairUeniJncc Tees Tor two (.?t'i)etinoner's paictus during February of 2004, 
When thi? law firm pays a muiAi»*»mce fueori behalf ol'a client^ the law fim charges the cU«ct a 
service fee. the decltJraiion of Janis I-orcrnart ittdicaies f: is not unusuni for a client to wquest to 
pay their owrt fc« in order to avoid payment of tiie service fee. 

Ms. Forcnum believe she received InsttxitMions from the chcrti on a dme otfounci Mi<l*200'* 
stating the ciient wotitd pay maintenance feci in ;hc fuiuxe, Ms. Foreiiuin states, "AM of the 
issued patent uto for \hiu client shew ihai tlte client wili pay their own atintiiiics as of mid- 
2004.- 

The 3:5 year aiaimettancc fee for x))k iustont patent couid have been paid, without a fiurcharge* as 
curly as March 27, 2004, and as late as Moiiday, September 27, 2004. 1 he law lirm'« docket 
shcci for the msiam patent stated the due date for the ftrst maintenaitce fee was Sepicmbcr 27, 
2004. The corre$pond;«g "Action Take in UeHpomc" caiumn staled, "Client said they will pay.** 



Parent Mo. 6,85 1 ,tS9 im\cd February 3> 1^005. A copy of the front of the iik includes an ttniry 
stating ihe issue pmi s^m piiid December 30. 2004. A foliy^fv'ing enlry imJicates ''tlmi to pay 

Patenj No, 7,225,703 issued Mi^ % 200?. A copy of tiK from of fhe file iacludcs an entry 
SWtm0 (be iji.sue fee was paici Apri) 20D7. A following ^rntry indicates *'tiicTtt pays aniuuiicist.'* 

Pctujoncr dce)( ixit T«rr.c.mber infbnninc; Ms. Forcinfirj that Pciinoncr woiiid baitiiic payinctii of 
maimenante fees in :)>e JiiUtrc, 

On or about. <>ctober 3^ 2007. ihc law firw learned from peUnoner Vmy petittoncr hiiij not paid the 
msimcaancc fee, 

The \mmi petiiion was filed October 18, 2C07, 

A granlabte petition under 37 C^^K \ .378(b) musi lie accc'inpamcd by a showing lo ihc 
snrisfaction of ihe Dtfcclor tlt«j the emite delay in paying the fcCiuircd niBinlertancc fe^ from the 
due dale for the fee until the Rlin^i of n grantsbtc petition purstiiint io this pa^igraph was 
unftvoi< ^&ble> 

In order for a party to prove urtnvoWftWe deifty» the Oftice requires she party demonstrate the 
pnny exercised the *car<; or dtligence lhaff| is geocniDy used and (jbscrvcd by prudent tind 
careful men in rcladon to their most ijn{>oria(U business."' MoN^iever* "the quest ion of whetljer 
(delayi was unavoidable (wiiH be dceuicd on & casc-Vy-case basU. taking iUl of the fac;$ and 
circumstancex into account."' 

The stalute requires a Vshowiog" by petiiioner. Therefore:. a^Uicrte^iog^the b^^^^^^ 
ThedccisioTJ vvtJl be tjilsed solely on the wfitiea:, adnimiSinilivc rctorti u! cKistenev. It is not 
enough that the delay wus unavoidable; (jciiiioncr ini;jn gjov^ iliai the del»y vm Unavoidable. A 
petition will not be granted if petitionia' provides insufrit ieni evidence to "show*' that the delay 
was unavoidable. 

The Ofltce and Congrtxss have fircognlzed the uiuivoidtible itaoditrd can be v<^ry difl'tealt to meet. 
During 1992. Congress eotisidetvd the dlfiicuhy h)yo)ved in teinsiiating s patent under ih« 
unavoidable. Congresitiotwl fepresent^tivgs dcse.tibed tl>e um»voidnbIe smndrtrd as itiflcxihle, 
txucaiely hard to meet, too stritigm and hs^ah? Congress did NOT lake siep$ to malc« t^^c 



''SmaiurJdSie&IS2l£*?t 5:ii!,3l3 iONAl W{t>.C. Cir. 

^ -n>«: unav«I(l!tbftl SttwJwJ h» bwn &ufltl ttS bs wtetslx i»»»t w 'fscJ. Sw:e paitci owna* h«'e l-3>t U»cir pawnt rigHvvUw 
(caiplttsij *-uiaei!i ^His dfiivoidftttle jiumt»fd H milWjJfc^. Sfiflw pJkttm 0\Tlit:f3 havi ICM ih<if paKft; rjfihts do? lo 



umtvoidablc standard mofe flexible, easier too nieei, less stringent or less tmrsS. ImictA, 
Congress deicmibcd i\m U would oUow pnv&nx owners? the ability to rcir,state a p&m^\ under an 
•'unrntnitionar* sundarti <»s hn^ as the petition was filed wiihiij 24 mcnihs pi* the expiration of 
ihc patent. Con^icKs chose !<> ccmtmiie r<iqvunng proof of umvoidable delay for pc(iUoTii? filed 
aAer the 24 uumih time \m.i^l 

Rased or ihc facis in the record, ij appean: ihc moii! iikely cxpiainitioa for pctitujner'.s farKirc !0 
paythc Tec is: 

(1) Peiitioner infonued the la\y firni (JciiticMicr \vpijld psy maimt^nunce fees in the 
J\itufe, 

<2) PetiUoflct fiuled to take «;epj) \o ensure the fees wouid bt tinieOy paid, and 
(3) Petiticnwr Tailed \o pay ihc fees. 

An enlily irefUing the pniei^i th^ same a rea5amib)c and prudent person would treat hh or her 
CTp^t important basiniErsEs >vould not ubso-vc the la w imp of responsibili ty for monitonng 
tnaintcnancc fees wiihoiil tiifclrig rea^onHblc nr^d reliable jsteps Jo ensure xiiainicn&nee fees ibr the 
patents in thcs M^tt. The pciition fai!$ to Itst any steps iaken by petitioner to erisure the fee 
would be piiid limely. 

Petitioner (oust prove ihc emire delay wn<f uj^avoidable. Wiicn the iaw fu in paid \hc niftinte nance 
fees for ivvo patents during February 2004, did ihc law inm send petiiioner s bill? If y«s. and if 
pctiijaner v-^as relying o« the law .firoi* why did petitioner fail to inquire iiuo the reason i: wa« not 
reecjvini', fuutre bills for niaiotenaoec fees dunng the following period of over \hxc years. 

ITxc petilipn states the law linn learned pctiiJoner had not paid the fee dunng October 2007. 
However, the pelllion fails to discuss the dtue pcution^ir learned ihc niainicnancc fee had not 
been paid. When did petitioj\er. first icam tii^t (he niaimenant-e fee for the instant patent, or any 
of its otlier patents, had not Ixscn litnely paid? 

Any request for rceooaideratioo should be accompiuiied by a statement by an employee or oftlcer 
of peihioner with first hand knowledge of the relevant facts conettnuig pctiiioncrs actiom and in 
aetions with respect to petitioner's patcaiS and the maintenance fees for each p*atenr. 

Bven if petiuoner could prove it never infonr.ed the law firm it would pay the fees, and pneve i; 
was reasonable in relying on the law firm to pfty maintenance fees, such .1 showtnjj ^vowM not 
necessarily demonstrate unavoidable delay. Reasonable ruijartee on n third party representative 
6ct$ not, per se, coiiitiiute *'unavoidable" delay. When a party relics on an sgent to take certain 
steps, the petition mum address not only the partys aciioivs but af.w atWresK \hv agcot'si acHtjns 
or inactions/ A showing is insutrtcicni if it merely cstabJiahcs tha; peiitiojner did evci ythmg 



COHO. lUiC &I^$S$ t/twt K Mmi^n ormimrV* ftf Rtp. McCoUyrn) («mphft$i$ fttldcd). 

"* fJmuXt>MtSi:ii.X^t,X.}>li&i}^ 5^7 t' S^ J9? (1993) ("XtM \Om\t] ^oxm fl!sr> 

iolftr !h«« ftrt *Yh<:)(ftr tJwIr ^nirv, w iip/:pc«rt*i:i? * 8geni, vttd JJI ^c feasonjtjc rojii ii> ccmp.'y vfith the cyv/** vfvtr tsw dale. 
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petitioner cowJd to monUor the agent's actions aniJ inactipny, btu friU$ tt> fi^itij^ss iha ngem's 
conduct/ 

B\'en if a pciitioncr ciwurcs !):s .j»gem h an attaniey rather ihan, for exftrijple, an individutiJ wUh 
little knowledge of the law, pciitioner will stii) be bound by the agent's conduct. The Tenth 
Circuit has staled, "Plaintiff arguss ;»gain*l the harshness of penalizing hirn for his attorney's 
cortduci. But there is noii)it;g novel here (fcwtncte onilaed). Those \v\\o m thrcugb agents im 
cu^ionjatiK' bound by their a&cnu' Jnis^ake^r. It is no difTenrnt when tht agent is an tnt(»mcy."^ 

The Tenth Circuit is not alone In holding panm bomd by the actions of their agenjs. Ilie 
Supr«m« Court has stated, with emphasis added, 

* Petitioner voluntarily chose his attoj-ney as hia r^pmmctff^fK^ \n the aeiicn ^ind h« c^mox 
' noxv avoid the conset^uences of the acts or omissions of (hi$ free ly sel<icted a^em , Kat'h 
* party is deemed bottiid by the ccts^f hts iawyer-tf^je/tr and is considencd to have 'nottw oi' 
dll.facus. mnicc y f which can be. charged upon the attorney.* • 

'{"he ciTecis of holding petitioner bound by pcliiioner *s agent's conduct m«y seem harsh. 
Hovvcve>r^ as footnote 10 which follows the above quoiation explains, 

Clienis have ham held to be bound by their counsels* maction in cases . ; . whtm the 
consequences hnve beej) more serious, (CiitiiiOfW omUted), Sinely if a cnmina! defendant 
nuay bexonvicteti because he did not have Ujc presence of tnind tt) repndiaie his 
attomey*s conduct in the course of the trial 3 civil plaintiff nuJY be deprived ofbLs claim 
if he failed to see to it thax hii lavn'er acted with dispatch in the pnxsccutior; of his 
lawsuit* 

Petitioner has not shown thai the law Dm's actions wrc reasonabJc evci^ if petitioner never 
informed the law ilrni petitioner would pay ihc; fees, if peiiiioncr never infjmncd the law Hrtn 
that petition vvould pay the fees, then Ms- Forenian's conduct docs ni>t Jip?e;u* to have been 
reasonable. Ms. Torem^Ln did not ?iinpi> t^y>3kz a typographical or niinur clcncai error. Instead, 
near mld-2004, sl^e imemionaDy changed ntpsi, if jwt all tjf petitioner's Hies, to indicate 
peiAiioner v«i»id Ix poyt»e. the fee. 



tn .teii.V:.ytflC3Et. U U.S^,g.iD (6NA) 19:0 C*h mZh llJC c^'A dclC'T.inrd Uw ilUfrt ^-4S 

boiinii tjy fee ftrtomcy'* aesAws. Va ^stu-only woi m;pcr«Ai5«iI by tht OliStfil wttch mxts ifl tfjat Ifw "errors ocrem^J 
acipiic «xccpfiotta} viiit?H>cw cy ihccllcm" 



' |f ;?)fc Y y^^^i^ ftnti>ctad (k>.. j7au..S. 6:^ (il J-^i-t. « t M Je'J.U, « S. Oi. HSfi t i9€2) asj}3)?,r.i^ tO> U.S. 



The Olltce notes Ms. Foreman has stated, "^Allof ihc issued jiatcnt ules for ihistliciK show ihat 
the clieot will pay their own aimuiiics as of ;»id*2004.* However, the from of ihe tiles for Pa lent 
Nf>, 6,SS 1 , 189, ant! P»lc«( No, 7^2S,7{I3| Tcncicr he comment ambiguou;?. The I'ront orcitch liJc 
appcnrs lo indicate the "client lo pay " cniries vvcrc ntadc aflvr jni<l-7004. Por Patent No, 
6*651, the c&iry inUicatirtg '*ciimt pjiy annxiilics" follows liic entry iathcaJintj theism- lec 
was paid Dct^cmbcr 30, 2CK)«t. For Patent No. 7,225,703, the entry indicaiiug "client puys 
anmiilics'' follows the entry indicatii\g ih? issue fee was paid April K*, 2007, //Ms. Kairinsin 
made an error, it appcar;$ she maile the same error on tnuliipie oc^Jiisions. Any requesJ fox 
rccotisideraUoti should be aci5i>jm|»Lrtied by a diseussion Cifcuwh cit^casioo Ms, Foncnian 
cbat^Rcd any c^fptailionur's iiJcs to indictite pctiiJonerwoiiJd pay the fee. 

Petitioner hears Ihe bvirden <sf proof. A ntvicvy of the pclilloi) indicatos the showing of ivcord is 
insufftcicn: to prove the eniire dchiy wi&s noavoitiahle within the tncanlng of 37 CFK 1 ,37H(b). 
Thererore, thepciiti.on must be dismissed. 

;Pc<itiotter • y i:»rr<;n t oution s 

Any. request for reeonsidcraiion raust l?esubimUed wiiiun WO (2) MONTHS *Irom the niail 
date of this decisioO' .Any petition tor reconsidcr^tiim of this decision must be aceoxnpanicd by a 
.non-rel\indable pctiiion fccaf§l[[Qas set tbnhJn.lTCFR 1.17. Extcnsiofi?! oftimc under 37 
CFH 1 . )36(a) ^fc "hJOT perfnioed. The teconsidcrdtion request shoxod include « cover letter 
cntiiied "Renewed Ptiition untier 37 CvR \ ,37S(b)/* 'lliis is not Hnal agency action within the 
inctmi(igof5U.S.C§704. 

^^H.^XJT^Ilk^^^ Thcfeforc. h is c?(ircmcly hnponant thai pci)ti6r*er 

.supply gn^ and ajl rclevani infonnation and documcfntjiiioa with his request for rcconsidenilion. 
ilie ConjndssbncT*s decision will be based <Qle5y on the administTative record in existence. 
Petitioner ifhould reniernixar that u is net eiu)u^h ihat the delay was unavoidable, (JctiijoJKr must 
prove that the delay w«s una voidable. .A petition will not he granted if pctidoncr provides 
insurtieient evicJenct? to "show*' thist the delay was ansvoidable. Thcjcfore.. if e request for 
fecoii.sidcr3tion is filed, it rriust establish that the entinc delsy in the subtnissfon of the 
maintenance fee was un&\?oidable. 

Since the pctiiicn is dismissed, petitioner n\r>y tcquesl a refund of the main;enat»ce fee and 
surchiU'-gc. Petitioner is reminded d\at ':f a xtK^m\ for rcconsideniiioo is later tiled along with the 
$400 fee* the $400 will not be reftinded, A request for a refund should be sent to; Mai! Stop 16. 
Commiiisicncr for Patents, P,0. Box i<t50. Alexandria. VA 223]3-1150. A copy ofthis decision 
should accompany any request fot^ refund. 



rurther cofrc«fH>m!encc wfih reaped to this matter shoulc! be «(!<|fe35C(i.as ibUowsi 

By maij: Mail Stop Peiiuon 

CoiTimissionei: for Patents 
P"0. Box 1450 
Alexandria, VA. 22313*{450 

By facsimile: (570273-8300 

Attn: Office j)f Pciiticns 

By band; U,b\ ?atcni tmd Itadcmark Ofikc 
Customer Service Wbdo%y 
Randolph Building 
401 tixximy Sum 
AlexandriiVA 22314 

Tdcphoiw; inqusrics regarding (h?s communication should be directed to Pcliiion.s Atiot?\cy 
Steven Brpnt^' a? (57 i ) 272-3203. 

^^^^^^^ 

Charles Steven Brantley 
Scxiior Peiitioos Anorncy 
Oftloeof Pctitiom 
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Oeor Sir 

MOUEST FOR K£CON$1DKRAHON OF PE rrTU )N FQgl ACCm:AN^ 
J /g'^'^^V'^i^ PAYMENT OF MAnNTK.\ANCE H^E R UNUER 

PiJlitiOTtcr hereby respectfully requwts iTccoasidOTricm oflhe April 9, 200S Dusoustial of 
i(5 <)cti>hijr IS, ZOO? Pi5ttii«n« herewith hy way of mkliiiooai evittcnuc declarations 

of Car) Winefordaer snd Fraj^ Heii^iaiiscn. co-mvcnior^ of the subject ^>atent urui principals of 
ihf patent ower. <*:jlifomin Cvi$rk ltrotht?r$, and t»t*ihc:ir paicni atioracy, x\\<i ut)dcTsigr.«d» 
Leonard T$clmct, 



The Dfc1.lraii(»ijs of Messrs. VVIaeforiintrr and HennaniJcn ptovidc evidwce thai ii was an 
apparent misunilef standing as to vviu) uo jid pay the nwiiitcnimcc fees fox the subject pment and 
thai they did not insj'.rud Ms. Foreman. Kir. Tachner*s oJTiee nwnager io not pay this n^^intejiance 
fees. Mr. Wiciefoiilncf alsn dcscribttJ ha';v impenani is the subjcci patent and that ii h(«1 been the 
mimial course of fwving Mr. Tiiehner*$ ftmt pay the mDinienancc fees for other patents and that 
this patent not an exception to ibat nonrud course. Ihcy indicate that they are 100% sure 
and v^hhout any doubi that iKey instructed M*. Foreman to pay the ni^int«nancc fees on the *88S 
pascaL 

oa/^aooft ssffom ocwcOU on^i^w 

01 ?C:i44c (3> 



REQUEST FX>R RKCONSIDERA nON OFPKTniON FOR ACCHPI'ANCIi OFDKLAYED 
PAYMENT 01' MA!>iThlNANCf:.rBK UNDER RULH I.3?8(.bl 



piiyniem of the mnmtencmce fee and \hc fact thai Ms. Forcrtian tnuk a ptofound clerical error 
based on her njisunrfttrstnndirjfi (>f the «nsinjctioii$ from ;he clieiU. He ^^so explains tliat Jhc 
tnisundcfslandirtgstcros pn'mnrily froiri Nh. ForemiJivji (lis? racli!>n, or cou fusion orunuiuul lack 
of dupcm'able pdhercnctj to ^ clients insini.ctio»^.3. He; cxplflir>$ tiuu (ij>cr dec*arfcs of her usual 
depimdabiJiTy and care c«i:Tyio& out lii.^ aad lib clicni^s iostriiciions, lie h«(i tea.sortab!y cotne to 
cxpec! acciirsitc and km* pcrfonnance of her duties, Mr. Tochntir mo states ihiii the 
rfiisun(l<;:*(8ndinu i>f thi? clienr.s m.Himctions and requiting clerical error ctJuS-J tv;; <Ju» in part or 
exacerbated by the feet ihat this patent wns based ot^ axt iipplication prcp&rod. fii<id ^ad 
pn)S«cutcd by the ctic»l aati noj by Tachner's office tihd that ihis pnrticxtiar ciicnt had often done 
fa least fTcme of its o^m paiciu appiicAtion piei>amtton hi order io ledticc stionvcys* fees before it 
ftiuiincd i;.s cjfreiU success. 

Based U|K>B new cvid^ice, Mr. Tachncr expres»* belief that Ihc 
misunderstand tng af ?h>e client's m$tryciion!vhyM»; Foreman resnited m an erroneoij.i docket 
entry (i,c.» client to pay otrntiitics) which vras subse<|uentiy relied n\w» in the duo course of 
Tnchner^ «tandar*J 6ff;oe process a:id thfli this resuhed in the unavoidable delay of tl)e 
maintetisncc fen- paytncnl . For all of the al)ove-tiott'd reasons, Petitioner earnestly solicits 
rmuwtderanon oi thc di.smi.sKal ami gr.iniing of tite i'ciinoii to accept ih^ delayed payme^H. 
Enclosed herewith is a ch^tck for thofc* appiXJpnate for such r^^corwi deration pcT F3t«nr Office 

'Hte undersig«e:5 h»us &»und this epinode \o he aa c;^t»vn)ely siressfiil and irighiening 
escpericnce. Fir^t and foremost beaiuse a bn^ ttnn, viihicd c)ifii)t. U in dan^;cf oftosinii a very 
valuable patent bccatjstjof 3 sitnple human niisundcriUnding that resulted in n cicrica! error of 
profound significance. Second, because if ihis rcquem for reconsideration of the peiition is fouod 
lackuti^, I am persona}!/ at Hsk for n sijai^cring iiabiliiy which vvould likely tonr.inatt? a 3f>->^ar 
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REQUEST FOR FUiCONSIDERA TiON OF PHTmON' HHl ACCEn'ANCE Of Dtlt\YBD 
if AYiVtENT Of MAiKfENAKC-E mi UNUBK RULfi J.378{b) 

career as a patent profsssiomil and nc^ti^ely fiffect the rest of my life, l^hcrcton?, ( rwpectfully 
reqifcsMhat any liouht -hiu thcrc tmy be ilic unavi>i<i<!bility ofthe dclny in p*iv-ment, bs 
looked upon in the Sight o^Oi»M favorable to ihe jgrantin/j of the )?ctitif>n. 




LwfisrdTachnW 
Attorney of i'hc Pvtiiion<;r 



(94<>) 752*8525 telephone 



IN TrtE UNri'ED .STATES PATENT AND mxDEMAlUv OFFICK 




hveiuor. 
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Title: Clir?lcss B kydc Petial 



jj^AIL STOP: PETITIONS 
Qommissionerfor P^lems 
U.S. Patont & Trademark. Cfffce 
P.O. 80x1450 
Alexandria, VA 22313-1450 



ReCElVED 
AUG I 2 ZQP8 
OFHCEOFPETlTfONS 



'^Rr^rONSI DERA TION OF PETHION FOR ACCEPTANCE OF OELAYEn 
yAY MKNT OF MAINTKNA.N-CK FKK t^NOEff 
RULE137§ib} 

! . I urn ti fcgistcrcd patent aUon^ey having registratifm No. 26>344, \ wa.s admitted as a 
pfi«uu agent ifi \97l ftnd ds a patent auorncy in 1974. J wa.s adniiitcd to ;he Slaie Bar of 
California in 1973 and have iWJiiaed in good .sUniiing since then. 1 havcmaininir»«l a siniall 
lavv nrni IP pmcliec $iucc \ 97<S, Todav I have a cole prattiea in Irvine, Califoraia. I iiavc two 
secreUiries working !or (ric.. huMis Ft)PL*mnn am* iodic Miller. M-?. Ftjrem&n Is also niy office 
manager and has been ari cniplo^^eeot-'niincshcc tSc nunimcr ot' !97H, 



2. Over a period of almost 1hi?ty ycaT.v I p<jjiign6liy \x\\\tM M$- For^maji to out 
niiTnemus duties in my practice. Included among these \% that of b<;ing re^spcn-siblc for the 
timely |)^>T!ie?»{ of rnaintefjance fee? for piir cjienis* iiwiueti patentu. t hixvti also insti-ucled 
her in communicating with clients in ^ timely n:anncr to learn whether ihc/ wish to have pay 
ma!ni«jnane(? fees for ihetn so that wc can aniicipate being reimbursed for !hai pa^^nicnt and being 
paid i! rea,sn)^ble service fi^e. Over thai period of iinie tliat i have come to r£?Iy on Ms. Foreman 
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PGCLAK/VnON OF LEONARD TaCHN.E£1 CcjntinacU 
Pmcni N'o. 6,205,«8S 

to propcHy carry Out !h(;?(* duties, she \m pmd hundfccis of ni&imenance ic> the U.S. Patcni 
and Trsideinofk Otfice. I've aUa ccnic to rtlyon Ms. Fdrctnan lo pay issue fees for all(>w<;d 
patent applications iinci to cominunic-fttc.wlth o\ir cHcntt* tuid (brcijjn sssociaic-s; in regard to 
pnymeni offoreit^n patctit finnuittcs. In order to conduct a ?i!cc«5:5fi!l and eSicvefu pratiice it \m\ 
bmnne nccc^jmry for to expect ihm Ms. Fore^nen would contir.vc tc -any out my 
\nsxnii:\k:m ir. a relitible iwA accurate manner thai was C(;n>;ii;iiJnl wlih the wish^ts of our clienti;, 
ius she luiiJ (ion^ for rnimy year$. 

3. My firm Jtpr^ijcrtVs a company- niuned C'alifcnua Cmnk &rot'noi:5 (the Petitioner 
herdfi), and its two o%v»ejTv (*,irl Wincifoftiner ansJ Fmnk Hertjiftiiyen wiio tire iha Inventors 
narncfl in U.S. ?mer:» NiJ. 6,205.8B5 which issued on Msrch 2?, 2001. The c;.rrc«ip<?n(3m;t^ 
eppikation v/as lMctl by the invcrtiors (hemseive!: on Sqiienibcr J999 «mJerSefirJ No. 
09/301, ?01>. I was not at; ^itiumyy ofjecord In tegiirii to ihai «ppilc;ition, which was pros*>euM 
by thi; inventors in pr?*. per. It h^s been cti!na>oii for VViTit?r<*rdner ^»nd Hcnrjooscn to do 
rpuch ofthcir own work in re^utrd to paJetit ttpplicatioiis in order u) redtice ^iiorney ftes, J have 
been happy ;n assist thein to the extent tljey wished, even tliough niy reliiiionHtrip with tht?jn has 
bccRSOtTiesvhat un\tsual for jny practjce. In the mt mnjority of my client rciaticjnshipN, I 
prt^&rCs file nml prosecute piiteni appjtcations from an intbrmal wrilltin or or»l discJosufc Of ar* 
invention, consuUh^g occasionfi!iy with tlic invcmor os necessary. 

4. In October ^!007 I learned ihat some ofti^ Winefonlnf/r and Hcrmaiisen issued 
patetits, includinc; {he {^,20.5.885 patent iind lapsed for no«'pa>inttit of maintc*utncc fees. Mh. 
Fereman infonT)t?<} rne tha; ^hchod been instructed by Wineforxint^r qt'4 Ht;rtnan$en thst incy 
woxild he paying theif ownTosintenance fees to avoid our service t'eciJ for n^nkin^ ihose 
puymsnts. i cheeketi with ihe client in ilwt a-^arJ and wus told thnt they wwc sure Writ jhey had 
not given her sucfi m\ Instrjciioa. At the time, J was not sure whom to bi^ticvc sintru it $<ccincd to 
me Jhat avuid!r>gsi;rvie<t Jevjs vyculd be consiiJtent wiih the ciien;'^- prior ;jti em to ttiuiiiriijje 
tiicif extwnscs in rcjEiiitd io I?. Momivef, Mv. Pdrenian M hectt a ti^jstworthv office ratu'agcr 



DGCUKATiON OF LKONARD TACIflNHI^ Omtimieil 
Hmt Na 6,205,365 

rbr <ivcr twtjnty ycsars m\ 1 M no to quesiioahcr beiicf itut m wctx; no ior:ger 
Ti^^JOftsihli? for p*3ying inatntcn«irtce fecij f^r Winefordnsr ^m) f iermanijcn. Hown^cr, in lighi, of 
thtf 9ppnrc^.ttncon<ii5tericy bcnvvc'Cii Ms. Foftroan and ihc client, in regtmi to such reiit)Onsibi'!lty. I 
.iissumeii thiJt there may iiftve been a misuAclmuindtng aiid on fnai basis i be»an workiiig on a 
piijjtiOri fhr <klftyc<J ^txepiancc of the niaintcnanco ice ibr th?: *JJS$ pjtient. which petition <vas 
filed October 18. 2007. 

5. in rtJUr>5per.t» it sc<?.med str&nge to that neither vv<i n<jr ihe client received a. 
maintcnarttij tbt reminder To!* *885 piiicnt, Ms. Foreman a-jMii-ju njc Uiui we had r.(>i received 
$Mzh fiocwncnt und the ciitm: nlso has informed me that ihey baei noi received 5;ii»:h doeument 
»VtofcOvcr» July 1 1. 20<)y J ieumcd that »hu Petitiom OfHca had -r^aiied 4i wridcn decision {t» 
diSTirS5ai) to my oftice on April 9, 200^. ! receival a facsimilf? copy cf the decision on July 14, 
.200S and read t! tor iht fmx mne <m that dsy. t riaii not had Sr.y knowledge of Jhe content of th?»J 
decision untU July 14, 2008 and 1 had no knowledge ofit bcin)> rendered and mailai by Uic 
i>eiition$r OiTice on Apnl % 200$ until \ checked PAIR for '»S5 pi:!cnt on Friday Juiy \ 1 , 2008. 
M5. ForeiUisn ntnmiaincd that ihc Apn! 9 dec;?iJon ictico' %v;i5 not reoci vi*d by onr office utilil we 
received ihe fex copy of July 14, 2{Xi3. Attached beixJio ps Exhibit A i:» our compoter docket 
sheet for the periixl Apnl 30, lOOH to June \X shnwiiife no onuy made for the June 9, 
2(K»8 deadh'ne for seeking ntcon^idcraiion of the April ^. ?.(XiH decision. 

6. Because! 1 did uot fde or prosecute the 'MS patent, wc have (lO file history for it* 
Apparently. Mei$rs. VVinclbrdner and Hermanscn still h.-we the proscciition rtoeuinenis for the 

iiatent. We iwvc mudc a sij^bstiwie rtic in which there i.s only a copy of the is5ijed patent 
find a copy of our Oittobcr 2001 petition. Any nncl a!; document thai might hove been received 
by our cfficc ^t»m the IJSPTX) in *c.jj;!rd to the patersi should be amiaincd in that tlle» but 
therr* are none. 
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DECLARATION OF LHONAlU) TACHNBi^ OimiRuwi 
Puieni No. <>,205,SSS 

Ms. Foreman has been d h&td^wotkinit, tlcdicatc^i ant; ioyal eupiayec of my fim 
for dccadiSJ. Tve no! previously haci reason ij) doubt her wotti or question her actions. Ms, 
Foreman has through ntany ycars.ofhet service -o iha Wtm and in her rciation with eiiei;U*i tn'cr 
(hat period, eonyioc^d rnv th«t sl;c couki be fclicvi ujx>t; U> eoaitnur.icatc ujuanbi)^ii<.^^i^)y with 
cHwiJif and to Poilow insiruchcii%$ fmm ma mti mm cli«!Us in rcjjard i» whm ;o pay or noi pfly to 
the ?t:icn! Otjiix in beh«ilt of v;lieui$. While i di<J ml lean) Ocu?ber 200? that Ms. Foreman 
hadiwt paid tiic mamienat-oc fee for (he patent. i,f sh?jK;»«i inAiraicrf inc in 200*1 UmJ she had 
bif^n irvstruci^ by the elit^nt tbfi* they wouW hencefotth pay ihcir cjwa nvnnteoance ftft^, I would 
have had nu rca<o>n io.ctucstion thai ifistruci.ion becsuw: al^er $o many years i had come to reiy <*« 
her (br an uccuriile isfld tni« inditriuian ofhcr e^imminicaiiony wiih my clients 

^, I believe th2.t because Ms. Foremi:« cither did noi Ui^ambiLV-Kmsiy uniia^iand the 
ciiejr;*S:ir..slrietion or vva$ disintetcd oc eontu.setl or was na! funciionintt in her iwuftHy 
dependfibie my. thr delayed payment ofmamleii&nec fees for the '§S5 patent was un;ivoidable. 
I btfl'icve d^at she may Ijavc been wmfused hy ihu Ibct lha* the diem handl'^d this implieation 
without Invcilviniji linn in the pmsee-ilitm or i.*;.^ti»P4'C. It was* -jnavoidabie l>ecause Ms. 
Foreir.an was coivinceii (hat she had received instruciions troiri thi? client bi-.ibre tlie due date Of 
thiJ i\m mainttai^nwf fet; iha* they wpuid &ub.wquent!y pay iUcU own mfilntcfiitr.cc fcc^. li wns 
unavoidable Ixi^rase I was never told ihat \\'e liad rect'tvcd a rc;r/mdt?r o!* inttintcnancc fee due. U 
was unavoidable because I bad come to completdy depend and rely on M$ Porenian and ihe 
necMracy ofher «euoa5 after iK)X(uiny yeao orreliabie and dejKtidablc perlVnnanec. 

9. I am iakir.g action immediately to reduce Ms. Foreman *5 duties in (he Office by 
inking m $c*tn«: of tbasc ohUgjition^ r^yself* by shifting .some of Mg. Forcn^?-n's duties to oitr 
second secretary oj^d by an-anging to hire at Icasi one additional stulTempU>ycc to help. 1 have 
3ts(i iosiatcfcd Jvsr lo aKva)'s.confinin in wriijngif |?osjiible» thai a cJicnt doe§ not want us lo pay 
a mainicinmcc fer.; cv\\n if tJiar is her pdor understanding^ 



r)HC;LARATK>N OV LHONAJU) TACKN=ER CODtJftUcd 



10. I cami?b*tiy believe shal Ms, Foreman misiirnicrsifxtd the in^ipjctions of our cHetn 

vaniculajly Ujc mcimcuiijjcc fees fcx U,S. Patent No. <?: a05,-?3x t believe nmhcr th;u. this 
migundci'Standing led to a deric^i! er rdf in our dockmin^t syslcnii in \hc fonn of an ermneous 2(H)4 
cmry that tlt€ client wpuld p&y the maiiitenflncc fees for this patcrat and oJiwrs of this client in the 
ftuyre. I sjlKo bdicve that because I dcpcad .so complctciy on the retinbiiity ofMs. )*<irxnnan in 
carrying out tltc instn»ciions of our clictits and depend so con»i)lclcly on vi v d<ii;k<ttin(^ 
system, Ihiii once thJs (jmincoii? ^nfry wns ?r,fidfi by i-'ofoy^rin purjiuimt to her apparent 
misum1ei:Hirtadi:nH, our faiiucc to pay ihc jnainteiiaticc fee irt ji timely Trt&m]<?j' iiaavoiduWe, it 
was only in October 2007 atier we were contacted by Cer] Wificfordn^^ m tri^Jcd to (ht: siiitu;? *cf 
tlie *$85 (istertt. that I fealizcd thai theix: w».s 3 preiiiletn liiwt Imd to be icmedied as ?oon as 
possible:. 

1 1 . Pursuant to the ;cnm <if 28 U,S-.C. j i 746, 1 <leci?ir<i \mdcr pencJty of perjury under 
the laws of the United $tat«bs of Amerita that the foregoihg is hiie and airrcct. I fuHhcr declare 
thru 5itl statements made herein of my own l^nowiedge arc irue and that « j t statcniemt s nn? Ue ot) 
infonnation and belief uix: beHeved to be true. The declarations n^adc herein ate tnadc with the 
knowledge that wiiUld fal.« statcnVcnfs and the like tire puninhablc by fine, ijinprisonmcnt. or 
both under IS \J,$X:. ^1001 nnd mayjet-pardi/^Kcvaiidily of the prc;ient patent. 





Attorney for Hetilioner 
Regisfnttion No. 26,3^4 



(9-19) ?52-«52S telephone 
(94$!}S>55-24l5ielofsx 
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100,335/TAiW/^ Annuity Due -4^30-08 

a)6/ySA (S,S72.228) Issued Patont/Wave Band 3rd Annuity Due {115 yr$.} S^S-OB 

JULE-1 TM Renewal Due 5*5-2008 

RlFFe*3 Appeal 0riet.Du9 6*5-08 

100,227/ERO Annuity Due 5-7^8 

2EVO-2/PCT/AUSTRAUA Annuity Due 5-7*03 

ZeV0.2/PCT/EP0 Annuity Que S-Z^OO 

RiFFE-^A Madrid Due 5-8-08 

RIFFH-1A Madrid Duo 5 B^0B 

TORT^IO MsdddDue 5-8-08 

QTECH-1 First .^riUity 5^9-08 

P.ei\/l8ER-7/TAlWAN POWER ^ CERT. COPY S-^S-OS^^-^SENT M8^03 
1d0.14erroiwan Annuity Due 5-10-08 
CHIP.2 PCT & TAIWAN Due 5-11^8 
MOSK-ie0' Issue Fees Due 5-12-08 
BOKAM-18 PGT&TAIWAN S-H-CS 

Statement erf Use 5-13-08 — Fiied Statement of Use 3-19-08 
STEPHEN-1 Issued Patent First Annuity 5-16-08 
HTR-14/PCT/CANADA Foreign Annuity Duo 6-17-08 
HTR.14/PCT/DIV/CAMADA Foreign ifitfinuityOue 5*17-08 
HtK-14/PCT/CHWA Foreign Annuity Due 5-1 M)8 
HTR-iq/FWC Issued Patent Third Annuity 5-19-2008 
jWC-1/CAWADA Foreign Annuity Due 5-1^8 
JMC-1/ISRAEL Next Annuities Due 5-19-20C8 
PEM8ER-6 Issued Patent Second Annuity 5-$.1*20Qa 
ftSOSK^ire PCT& Taiwan 5-21-08 
M0SK^17r PCT& TAIWAN 5-24-03 
SHElCO-lfi/ClP Resp,To2^0,A. 5-25^8 
Wt-S Re5p,To1*^OA 5-28-08 
GRIP'3 Madrid Due 5-29-08 
GRIP4 ModridOue 5-29-08 
GRtP^S Madrid Due 5-29-08 
GR1P4 Madrid Due 5-29-03 
JWiC-1/EPO Foreign AnrujityOue 5-29-08 
WATeR-35-AnrAIWAM Annuities 5-31-2008 
FISMER-2/CIP Issued Patent Third Annuity 6-3-2008 
SALfDO^S Statement or Use 6^4-08 
GRIP4 Madrid Due 6-5-08 
MERlYN-l-PCT/PHItUPINES Annuity Due 6-5-08 
317/PCT/JAPAN (511.503/2002) Extim Due 6^-08 
100.317/PCT/CANADA Annuities Due 8-6-08 
ATOMIC-22 PCT ft TAIWAN 6-W)8 

094/USA {6,158.245) Issued Patent 2nd Annuity DiiO (7.5 yrs.) 5-12^ 
068/USA {8.159,398) Issuod Patent 2nd Annuity Due {7.5 yrs.) 8-12-08 
ASRC'l/AUSTRAllA Forefgn Annuity Due 6-13-2008 



4 




m THE UNITED STATES PATSMT AND TRADEMARK OFRCE 



] Inventor, 


RanK Herrnansen et 


1 A^sJgnee: 




> 




jlnc. 




Patent No.; 


6.205,885 


1 Serla? No.: 




Issued: 


March 27. 2001 


Filed: 


Septembers, 1999 


Title; 


Ctipless Sicycie Pedal 







MAIL STOP: PETmONS 
^Commis?(ionfcffot Potenls 
* U.S. Patent & Ti^ademsrlc Office 

P.O. Box 1450 

Aiexandtia.VA 22313-1450 



o^wcE OF Pgrmows 



Desr Sir 



I, Cflfl Winefordner. declaire as follovvs: 



1. Frank Hermansen and I have a long hfslory with the law Offices of 
Leonard Tachner. In oil oas&s Invoiving patents for us, Mr. Tachnar's office has 
paid for our patent maintenance fees, which his office invoices us for (see for 
exampla, the aitachtsd Exhibit, an October 2001 bill for payment of mainionance 
fee by Mr. Tachner's office). 



•2. Son>evv'hat fltypicaity: we have worked with Mr. Tachner in three 
different ways In regard to obtaining and managing our patents: 

a) Mr. Tachner handling the entire patent process including 
writing the entire patent applioalion^ filing the application with the USPTO, 
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DECORATION OF CARL WINEFORONER Continued 
Patent No, 6.205,885 

hciitdiing ony office sotlons: pdyins tho issuing feo. and pcsying for mainteri^/iice 
fees. 

b) fr^nk and I writing a draft of the patent spplicatior, (except 
for tne CJlakr^s). drtd Mr Tachner taking over af) patent r6spon$ibintfOS irtcludlns^ 
editing the application and wr'Uing the claimS; ffiing the application with the 
USPTp, titsindrtng Siny office actions, paying the is^aulng fcO: iijxi jiaying for 
fnaijr!tenance fees. 

c) Frank and I writing a draft of the patent application (except 
the ciaims), Mr, Tachner editing the application and wdting the clairin&, FranH ond 
I filing the patent application and paying the issuing fee, and Mr. Tachnef's office 
thereafter taking over ell patent responsibilities including paytttg the maintenance 
fees. We sometimes worked in this v/ay to save money. we were a struggling 
financially up until fairly fecenUy. 

3. Frank Hermans^n and I have ^egula^^y worked ViHtt^ the Law Offices 
of Leonard Tachner for ail of our patent related needs starting in 1995 and up 
until novA All together, more tnan 20 US utility patents (and also some design 
patents and trademarks) have Issued during Ihis time with Mr. Tachner as our 
patent attorney, most of v/hich have befcn marketed either by iicenslng. or by 
rnaking the products. 

4. The patent in question here is US 6.205,885. ^t??.Y^t^!.>yi!!.see,.ky 
f ^ir^ jhis Qur sif ial e ryiost lmt?Oftant patent, v/hich we never intended to bacome 
inadive. For this particular palenl. v^e worked with Mr. Tachner using method c) 
above. Our plan wa& to turn over this patent to Mr. Tachner as soon as we 
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DECLARATION OF CARL WiNEFORDNER Continued 
Patent No, 6.205,085 

received the first Office Action, but as it turned out* this patent v/as approved 
without arsy Office Actions, So Frank and I paid for the patent issua fee directly, 
and then nr>€t with Mr. Tachner's secretary. Janis Foreman, and requosimi that 
the law Office of Leonard Tachner take over further responstbiiitY for this potent 
including future nr»ainten<?nce fees. 

5. ! am 100% sure that I oave Mf. lachnor'$ 5«c»oUiiy, Janis 
Foreman, instrucl^ons to pay the maintenance foes on our '885 patent ar\d l am 
without any doubt sure that I never to!d her thiat I or we would psy it oursslves, I 
specifically toid Ms. Foreman this in person while Frank and l visite<l the iow 
o^ce, 

6. In iS»97, Frank and I started a t>icycling related company csilad 
Crank Brolhers (www.crank brother^.com) with a single product based on a 
Ncycle t^re ieyer patent that we fited with Mr. Tachner in 1096 (and later issued 
as 5.857.509). Gradually, Frank and I created more and more products for 
Grank Brothers, often resulting in patents handled by Mr. Tachner in one of the 
three nrse^ods above. Crank Brothers has steadily grown from $185,000 in sales 
during 1997 to over $i1»000,0tX) m 2007 and an expected $17,000,000 this year. 
Our company's success has been almost exclustvely dtjo to our proprietary in- 
house products that Frank and I have created and designed, and the majority of 
revenue and profii coaxes from peoals made within our *88£> patent. Without a 
doubt, our inteliectua! properly i$ our m.ost valuable asset. Cur company, and 
our finanoUsI survivoL directly 6epen6 on our \p. as without it, other companies 
would copy our products and severety reduce our profits anu our way of Rfe, Our 
products are often more expensivo than others on the market, but our products 
sell because cT cur proprietary designs. 



3 



DECLARATION OF CARL WiNEFORDNER Continued 
Patent No. 6.205:88S 

7, We've always felt as inventors that: our direct involvement in writing 
the patent h essentini to end up with the strongest possible patent, as during this 
process 0^ wors<ing wilh our patent sittomey; we olten dfecover v</ay5 lo 
strengthen the claims and describe alternative embodiments. Due to the sm^ll 
aixe of pur company, and due to ttie fact that Frank and 1 have aiways boen and 
stiil are the oeative force touinti the companV: we wouid never consider (Adding 
' the administrative responsibility of keeping track of and paying for our pat<Jnt 
maintenance fees. 

a. We started selling '885 pedais in September of 2001 . and have sold 
therh cantifiuon§ty up until the present. We aKvays intended for the patent to 
remain active. The fact Is that our '885 pedal sales have increased each end 
every year starting in 2001 . 

9. Of aM our intellectual property, by for, tf>^ ginol^ most vatuabie 
patent bam js tb.e,\68Smtent , Currently, we sell around 350,000 pairs of 
bicycle pedats per year that are protected by tliis '885 patent. Products protected 
by this *885 patent account for the majority of Crank Brothers* revenue and profit. 
Our pedals have become world famous, and the majorHy of on off-road bicycle 
professionals use our '865 pedals. Wore than half of the 2008 Olympic mountTain 
biking riders will be on our pedals^ ar?d this is without linanclal sponsorship from 
us. The professionals that use our pedats do so because our pedals are simply 
better by design (fighter and v-/lthout any problems mMd), as described in our 
:885 patent. With this design, we have become #1 in sales in Itia world c^ 
premium off-rood pedals. 

10. However, without our patent *885 being active, without a doubt, 
other cornpan!os will begin lo copy our pedals, i am sure that the only reason 
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Patent No. 6,20S,e8S 

this h8.$ not yet happened is because other companies have not yet reailzed that 
our 'S85 patent has become inactive. Loss of (he '685 patent will severofy rmpaci 
the revenue of Crank Brothers (and potentially our 15 employees), and of Frank 
and me personaily/and for my wife and children. I have no doubt thai without 
the re*act!vation.of lhk$ patent, Crank Brothers will lose msn:^ miiifons of doners 
worth of sales over the coming years. The vaioo of this padicuJar patoni is 
nriinion^ of dollars, 

11, Frank and I specifically communicated to the lav/ Offices of 
Leonar<2 Tachner to take over all patent responsibilities and p«y the nrtaJntenance 
fees of the '885 patent. Frank and I (and all Crank Brothers people) were 
completely unaware that this fee had not been paid un*JI October of 2007* and 
when yf>t0 discovered it, I immediately contacitid the Law Offices of Leonard 
Techner to rectify the situatk^n. For Frank and me, unbeliavabiy, Mr. Tachner's 
secretary was oppareOtiy confused over who was to pay for the maintenance 
fees of this pafticuiar patent, possibiy related to the fact that Frank and i had filed 
for this particular patent directly, but then tiad handed the responsibility over to 
Tachner's law office. Frank and I never intended for this patent to (Kjcome 
inactive, we always intended lor the mainter'.ance fees to be paid, and up until 
October of 2007 we thought the maintenance lees had been paid. Frank and I 
thought that we weti^ entirely clear With the Law Offk^es of Leonard Tachner to 
pay the maintenance fees on this patent, and we were astonished and appalled 
when Wo discovereu that t^iey had not been paJd, 

12. This is a case of a clerical error, which could result In a severe 
hardship for Frank and me. Please allow us to pay the maintenance fees on our 
*d65 patent 
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13. Pursuant to the terms of 28 U.S.C §1746. 1 dociaro under penalty 
of perjury under the laws of the United States of America that the foregoing ^ 
irus and correct. I further .declare that all statemi^nts mader hferein of my own 
knowledge are true i>nd that an statements made on Infonnatlon and belief are 
believed to be true. The declarations made herein are made with the Knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
* both under 18 U.S.C. §1001 and may iec^ardi2e the validity of the p*iJSent 
patent 
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RECEfVED 



AUG 1 2 ZGQS 



leONARDTACMNEft 
A FROFeSSIONAt LAW CORPORATJON 



OFRCEOFPETinOMS 



REOlSreRfeO PATEf^T ATTORNEY 
17961 SKY PARK CIRCtir 
SUITE 38-E 
IBVINf/CAUFORMlA 92614-63^ 

Octpbor15. 2001 



COPYRIGHTS 



STATEMehTT OF ACCOUNT 

M(: Carl VVin$tyr(!n6r 
Mf, Ff3AJ; I (ertrtanson 
21542 Ann's Uimi 
Lsguna Boach, CA 92651 

Fees for profesaioriai services rendered re: 

SUP-2; 

Poymwit offlf^l annuUy in tha U S- Paienl and 
Trademark Office for U.S. Patent No. 6.676.629 
mmen 'COMPACT MANUAI. AIR PUWP HAVING 
SEieCTABLS HiGH VOLUME AND HIGH PRESSURE 
NODES'" by invsntofs Cart WineTordneJ^ and Ff^nK 
H^misns^r, inducing pisymeni of govemtnant 
fees (S440) 

iVZht. Atiy Tim.e i^$$QOf\\r, ): $ 540,00 



PATENTS 
^RADeMARKS 



THL: {949) 752-8525 
FAX: (940) 955-2415 



Current Baience Duo S 540,00 



ITED STATES PATENT AHD TRADEMARK OFFICE 



Inventor: Frank Hermans^n et al 

PtJtcntNo.: 6,205.885 

Issued; Marc!) 21, 2001 

Title: Cliptess eicycle Pecial 



Assignee*: California Crank 8f0ther$, 
Inc. 

Serial No.: 09/391,700 

Red: Septembers. 1909 



Commissioner for Patents 
U.S. Patent & Trademark Office 
P.O. Box 145a 
Atexandna, VA 2231 3-1450 



RECEIVED 

AUG J 2 2D08 
OFFfGEOFPermONS 



n>::ci.AiuTroNQy frank: HEUMANvstEN 



Dear Sir: 



I, FrdnK Herrnanseo. declure «s foHows: 

1 , Tho follov/ing is nty clear recoiiedioo oif Ihe events regarding tl^e 
*885 patent. I hsvo carefully r«ad ond 1 agree with every aepect of Cart 
Wiherordnor's decJaration. 



2» C?irt and \ lOQeVier l^ave more Wyav^ 20 U.S. utiiity patents. The '685 
patent stands out In several v/ays. It is by far our most successful invention and 
the onfy patent we have ever received which was approved without any office 
actions. 
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DECLARATION OF FRANK HERIMNSEN Continu&d 
PalenI No. A205.885 



3. I recall that we paid for the patent issu<j /ee direcily and then inet 
with Mr. Tachner's secretary. Jani3 Foreman, to request lhat me Law CXfico of 
Leonard Tachner lake over all responsibility for this patent including payment of 
future maintenance fees. 

4. Carl and I were stunned to discover ttiot the maintonance i<io nad 

* 

not been paid U\ the required way. I am in as muc^ disboHef as Carl, that 
' could have happened, We made our instructions and intentions very clear to ft^f . 
Tachners secretary. Obvjousiy we never intended for this petent to become 
inactive as this invention is the core of our business. 

5. I am Completely positive (hot we requested the Law Office of 
Leonard Tachner to pay the maintenance fees on this patent as I was present 
during this conv^jrsatiori. i w$ asior»$h6?d when we discovered that the fees had 
not been paid: 

6. Pursuant to the terms of 28 U.S.C. §1746, 1 declare under penalty 
of perjury under the laws Of the United States of America that the foregoing is 
true and correct, i further declare that ail statements made herein ol my own 
knowiedgo are true and that all stotements made on intormatlon and belief are 
believed to be true. The declarations made herein are made with the knowledge 
that willful false statements and the like are piinishat)ie by fine, imprisonment, or 
both under U.S.C. §1001 and may jeopardize the validity of the present 
patent 



Sincerely, 




Frank Hemnansen 
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»T Am TlVAOKMARK OmCW 



UftiiW Saitj wdT^aJ«iJ»(k Offict 
p.a 0«( 



lEOKARD TACHNKR, A PROFESSIONAL t.AW 
COrtPOKATJON 

17961 SKY PARK CmCUH SUITE 3S-E 
UWINBCA 92614 



IS zoos 



In re Patent of flenman&en ct ril> 
Patent No. 6.2a5»8 85 
Issue D«tc^ March 27> 2001 



Decision on Petittolr 



Application Kg. 09^9 \ »709 : 

Filimj Dale: September 8, 1 999 

Attorney f)ijck*rf Ko. Sl;IP-2 1 : 

ThU is dccisici) on xh^ requesi for jic^nsiderfilion tuxd^r 3? CFR J J78(2>> filed July 31, 2008, 
w fciohiaio the above- idcutifictt pnient. 

'OiK pciiiion is grtititwt. 

Th» instsi^t pa-tfnl issued MaA?h 27. 2001. last dfty the mfllr.tenftncc Tec coiiid havi? been 
iimcly pijid, with a 5uxcl>arge> vv^s Monday, Mjimh 2B, 2005* The mainteiimtc;; fee way nvH 
iimcly paid a«d U« patcfli cxpifcd at midnight r>n March 28* 2005. 

I>c.iiticntr rtjqucsu rtihs!aic«;erti cTthe paiert. Petiiiener has mci thft rcquitemems io rctiisistc 
the ^bovc'idcniiftcd pmcnt jjursuani to 37 CFR 1 .378(b). 'i"hert;forc. jhc rnaintcimncc foe is 
hereby accepied md iht above-jdcritiHcd prder.t \% reinstated as oi the mail ii;)tc of this decision. 

As ofOctobc;- 1» 20(/7» ibc 3 J year mainiensnce fee amotini increased ftotn lo S^<>5. Tlie 
prior pctilion v/as file<i on October 1 8. 2007. The prior petiiiotx oniy jrtcludijd $'150 Tor 0^'^ 
maiuleimctt feer. T'hcreforc, $1 5 has been clisrged U) peiilion^ir's deposit at;cou(*t for the 
rcmnindcr of the fee. 

l>.c file wiU now be forwarded to Files Repoiii0O'» 

Telephone inquiries regarding (iiis ccmmumcation should be directed to Pctilioris Attorney 
Sievcn Brantley at (57^) 272-3203. 




Ciiprles Steven Stamley 
Rtnjor Peti;:ons Aitomey 
OfAtoof Pcmions 




VmtO STATKS r. . c .;Mr AND TR^njlMAUK OFPICE 



Xh^tA fil^is. P^^rtU an;i Tra^Ti^V ClOVt 



IKON A.RD TACflNER, A PROFESSIONAL UW 
CORPORAIWN 

17961 SKY PARR CIRCLK. SU)TE 
IRVINBCA 92614 



la rc Patent of Hcrmaivscti et ixl 

ksijc Date: March ?,7, 2001 
Application No. 09/391.709 
PiiingDaie; Scpicrnbcf S, 19.9?) 
Attorney l>ockctNo, 



f\MILED 

OFRCEOFPEimOMS 
Oecj^uin on FclitJon 



nyi$*is a (iom-^ied skdmn on the petition under 57 CFR L378{c;; filed July. 3 1 . ^OOK, to 
TtfinstoJe ihe abovc-ttlenti Tied patcrtt Tufi cicci$iun nmkd October i 5, 200$> is hereby vucatetl. 



'n^e petition is DENIED. This tleci^iyn inay be vjcvved as a Imi agency action within ihe 
mcfini^gcf 5 U>S»C. 704 fer p«r{«)ses oi\sB«iirisjudkjalre.rlcw^ See MPBP I002;02, The 
tcnps 1)07 CKR 1 .37R(e) c/r? «;7/?/y to this decision. 

Since (hi;? patent will, not be fcin«»ted, ths OITicc hm «ci»eduled a refund oftTiaintensmce icfsa 
and surcrm£cs jubmitittd by pciitiontn The fee fcr requesting recousitteratioo 13 not reflitidable. 
Thnre fore the O fficc \m scheduled a rc fund oft 



(1) $685 Tor the surcharge submitted October 18, 2007, and . 

(2) $4<i5 for the 3,5 year mainicnance fee jjubnittcd October 1 8 » 2007. 

Tht Office iu5$ credited (he fallowing fees back to petiiiotier's dc^m aecouni: 

(3) SI 5 for the rchiainder of the 57pG surchatgc paid October 1 8. 2007. 
(2) $^5. for the surcharge submiUcd November 6, 20t>S, and 

(4) $l.,24{) for the 7.5 year aiainicnrnjce fee submitted Movcniber 6, 200?>. 



Tfie paicni issued March 27> 2001 . The 3.5 year maintenance fee could hive been paid (torn 
March 27, 2004» through September .27, 2004, or witti a surcharge ihuHiig ihc period ftonj 
September 28, 200^t. lo Mguday, March 2005. The intiimenance fee nor timely paid and 
me paient expired ra rnidnight on March 29, 2t)0$. 



A peti;ion under 35 U.S.C. 4 l(c)( ( ) wid 37 CFR i,378{b) was illcd Ocioher IS, 2007, and v/m 
(Jismissed in the deeisiort of April 9, 2008. 



Petitioner HJed o i^uest for rccoasicleniiion under 37 CFR 1 .37S(c) on July 3 1 . 2C0S. 

On Oclober i 5. ^OflS, ihc O/Tjvjc nim*c?d a decision graniing the July 3 1 , 2C0S pciitioiv As a 
resull, the patent Was fciiiiiiatcd. 

Peiilioner §«bfn)ticd ihc 7-5 year mainmnsinc^; fee Ote rttiuired jjiincharge on ivovcrnbtjr 6* 
2008. 

AyPIJCABIJC STATt)tK AND RKCUt.ATION 

35 U-^.C. 4l{b) states in pertinent part that. "Unless payment of tht epplicable maintoonce Cee 
k rcfeciv^ w I on or be fo ft tlie date the fee i$ due or within a grace period of six tn<(iitl(s 
thcrcafen the patent shall expire as of the e:nd of such gmcc period," 

35 U,S.C, 41(c)(1) states that, "'n»e Directoi may t«;cept<he payniem cf eny mainicnance fee . , . 
after the isix month grace period if the tleiiiy is «honn to the satisfaction of lh« Director to 
have been u« avoid ah! e.**(cTT'iphasls addtrd) 

37 CFR 1.3780>)(3) 5latcs thai any pciiticn to accept delayed payme^-^t ot s niaintcnfmcc \cz mx'.st 
inchjde: 

A shovvjng t!:at , . . reasonable care wkk taken to cniurc that the mtiiniejwnce iee would 
be paid timely and i]m the petition wvis filed px^)mpt!y &!ler the paicniec . . . became 
aware of, . . the expiration ofthc patent. Hic showing rnuiU enummuc the step:; taken to 
ensure timely paymcat ofJhemaifitennucc fee. the datcyiuid the marj^cr in which 
patentee becsjne awarij of the expinUion of the pater. i. 

('Petitioner must establbh lhat petitioner treated the patent the same ins n reasoaable nnd 
prudvar person ^ould tieae h\$ or tier moi»t important business. 

In order for a party to prove unavoidable delay, the Office rcquijv;; the pany denionMraic the 
pimy octrciscd the "'care or diligence th;j[t] is generally oscd and observed by pxudciit and 
enrcful men in relation to their most important business. Htr^'evcr, "il>c question of whether 
(deliiyi was unavoidable [will] bo decjcied on a cajie4>y-cu«i basis, taking ail of the facts and 
eircumsljanccs in-o account,"* 'fhe statute requites a "showing" by petitioner, Tltctx'fore, 
petitioner has ilie burden of proof . The decision is based solely on the writien, adroinisirniivc 
record in exislenixj. 



' /nr^fMrnnthtKn App. DC. 497. Si4'lS (aC.Cir. 1912). See tttw fiay v. Uhmmh 55 P.3d 606, W U.S.t>.Q.2a 
IBHA) 1786 fFtd. Cir. i995> (cuaiions onsined) {"{X]^ dctcnnin!»& whether s <ictay in pii>'ini; areBimciiaiitt fee was 
Hnftvo'iriatjlci, one (ooift to vrttete- (he pai ty r«iwniiih!s for paymcr.t of ih<t maini^nsrwe fcc ex<rcis«;J the du« csrc 
uf ji rciwcfi*b(y pnidsnl ptrian.*') 
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Facty 

PttiiiioTier is Crank Bn)tkcrs« o bicycJc cojT>pany. The inventors, Cari V/inefoTdttcr F.mnk 
Wcrn\an&en,OM'n Craiik Bmtbers!. 

During 1 9^5, AUQmey Leonan) Tachn«r beg«n t^epmsenting petitioner v>'i\h respcoi to pjKcni 
niatters- 

ftcUiiotufej: wofkeci wijh Taclxncr in one of the foiiowing thnec w»y$ with rct;T)ecl »o -ho Jjlinn 
[inisccuiiod of appllcauon$ Tot paicm«; 

0 ) Tttchner would draft the enure cippltcation. rtic the appUciUion. prosecute the 

entire appUc?nf>on. pav the issue fee, and pny mninienance fiscs; 
(2) 'flic itiventonj \vould drafr ilw appJicai!on, except for \]\c c)ai(n$. ar»d ihcn h&nd alt 
further respojisibilitics, including editing the tiraft> ftHnj* the application, 
pnwcuiing tlic appHa>ij(:n> paying ihe i«f«s; fee, aiitl paying nminicriaf jce fees to 
Tachncr; or 

0) Tljc invcntoi's w)uld draft U)c application^ except for (he claims* Tachncr wuM 
edit the tlrai\ and shM daims. the inventors would file th? app!icatii>n iind pay Ihe 
issue fee. and I'tidincr woxiiJ handle paymctit of inpJntc nance: fcciU'* 

Winfirot<lni5r indicates ihe thirxl mfilKod used by ihe im'cntors In otdcr to save money. 
WJnefordner ha$ also suued |>etittoner nvjis "siniggiing fmancislly up until i\\U):y rceaitly."^ 

WIncfOrdncf indicates $&vin{i money \v«5 not the ot\ly benefit of the inv«mors drafting the 
ajjpli^uion. Wincfordncr siiitcs, "Wve always felt as Invcnior.s thai our direct involvement in 
wti.:in$ ihc patctil is csN-cnliaJ \o cod up with »he strongest possible patent."' 

Tl)e inventctrt appe^ir to h«ve luvjcd the third mtJihod wheti ftlitig tiiie application which issued as 
die itwian\ pjiient. Wirtefordnex siatcy, 

Our pliin was tc* tuni over ihiy patent to Mr, Tachncr :is soon as we rec^sived the first 
Office action, hut as U turned out, \hh patent was approved witliout any Office actions. 
tSo TrJiAk and I paid ihc issue fee directly/** 

The instant patent issued March 27, 2001 . 



* ifj. or j>$rn^i»ph ?. 

* id. at paragraph^. 
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Ox\ or abciut Manth 200\ . th« inventors "mtn ^vilh Leo^nard Taclmef';; iiccrviary. Janis rOrtimift, 
(o roquest that Ihe Lew OfJice of l^^onard Tflchncj take over all respons^ctbitity for ih\s patent 
inciudiVtg paymcni of fiiUire maimenancc fees."' 

ForcmiiD state*. 

Around March 2001 , when ihe Firm (x;cdved the abovo-capttod is%wd patc45!, 1 
sapcrvijted |ano£hcr cjnployccj lo [cnsfurc] entries were made in ihc docket y>'«itMn (X)r 
Scpiei^jber 27, 2004 {3.5 yr ajaiuity), September 27^ (7=5 yr ai>nuit>) Scptetnhirr 
27, 10\2 (1 l.S yr arumity) deadlines fof payment of rhe maintenance fees.* 

On October 15, 200), Tachncc paid ihe 3.5 year inahui'najKt' tec for aaotlier -jatCiX, ?mni 
5.6?6^2S>, On the s<iiiic diiy, Taehiier $m jjetUloner a bili ch&rgirig p^tiUoner 5440 fcir the 
m^i.inlcnancc fe« and $100 for handliiig payment of the fee.' 

tadiner also {>^id mriicteftstnce for (be follosvjng paiems: 

' July J2. 2Q02 33 y<far fee paid for Patent No. 5>857,50S> (See K-xhjbit D3) 

February 23. 2D04 3.5 year fee paid for Patent No. C,0?7:3.1 9 (S^te exhibit D2) 
J-cbfuary 23: 20O4 3.5 ycav fee paid for Potent T^io. 0.059,:J45 {5>ec J-:<hibii D4) 
April 1 5, 2004 3.5 year fee paid for Patent No. 0,085,744*^ 

Durm^ mid-2004, petitioner eommxmlcattf<l with Jams f-orerrmn. Foreman suatcs.. 

3 recall u discussion witJi the client indicating ihat they would pay their own aimuitka. 
ft is not unusual for a cHent to expreus Ihe desire to j*ny their own mainicnatjce fees in 
order to avoitl Htiving to p;iY the llrm (he iuiditional service fee we cha.''gc for doing so.*' 

Inventor Wincfordner-s deeinration .stat^?$, *'1 am without any doubi sure that 1 nrvcf told 
{Poremaj^j that i or we wouid pisy (iho mninlcnsactJ fee for ihc instant paieni j Oiirselve^,''*'* 
Invcntof Herfntinscft*s deeliJraiion states, **(\VincfoK*ncr] and I were stunned to discover that the 

* Dsrcierjiion of fmitv )ictamit\\t Part^ntph 3. ScoatfiO Wbefoirdncr Oeclaf;nio«, Psrag;^;ph 3. 
' S« Attachment tc Win»tbrdncr(Jcctar*ti<!n. 

** Although 6 «>py vf iXvf ir&ftt pfOw fol<l*r for iaU pat^iii hJs m t>«cn xnpp\k4y Otfp:t} rtciwj?! intJiate 3,i 
)var fee ivas charged ici Tactintr'x Ocposii .Awcunt. 

" rorcman tiectturotbn* P«fagr^;rfi 4. 
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mnimenancc fee bad not been paid |by Taclwer. and) ! arn in as much disbelief us [Wir.eforcirKf] 
that.ilMS could have hnppcn^/*" 

F ortimuuhas jtiatcd, "flThcre nppcflrs to have been coniiision between the cli«u nnd my&df 
icgard&i^ who ^vould pay ilic mnintcJiianwr fccs."*^ 

Rjix-in^^rt sl»tc;$ 0)c instiuciio.'j.s for 'r«dmc«r\s Oflicc lo di{«.'Onti»;a' hotttiling; in.oint;:Oancc f<r$y 
caino from the "client/^ Foteirian fails to ^p^cify if instnictions cuine from Wincfordrier, 
Hctmansen» or bolh> Hovvcver, Tachricr's dcclaraiion indicrUcs Foremssti l^as stated she wa,s 
**t»strucied by VVhicfotdijer Ikistianscn iksx thcv would be pavirtjj thtb own rnaintcnjinc-c 

Attorney Tachncr htm declared, "f bcJteve Ms. Foreman eithtT tJid not unainbijjuoiiHly understand 
the ciivxti- a instmcUoii or sv^s d;str&et«£l or cor.fused, or was not iiuuetu>nin$ in her usu^dly 
ilcptndabic ^yj* Tacliner alvo .states,."; tsiitjesUy believe thai Ms, Pon^.Kwn.tnii^ttod'vTStood Uic 
iniftrbettoiiH of our client ,,/m rx;g»m to who wtiUtcJ be re^'jionsibk ti) pay theit= fntorc 
tMinienanccftses.*'*^ 

Aftof the epimnuiiteatioji between Forctnan and boib inventOi^. Potemai) eliangcd ihc law fin^^'s 
focotds to indicate petitioner would be piryirtg petitioner's own maintenance tecs in the fut-Ure. 
As .a result, the mmntenaftce fee not timely paid for the m\m paicm and the patent expired 
055 Marcl: 29, 2005. The chuogcs to the firm's rccoftis also rcsuUcd in the expirniion of Patent 
No. 5,(j76.529 on Octol>er 1 5, 2005, and Potent No. 5,S57.509 on January 23, 2007, 

Durini^ Oetobet ?.O07, petitiencr diseoversd the mait>tennnee ree$ had not been paiU (or (he 
instfint patent ntid immediately eonin'ctcd the law f\m, 

A icasonable and prxident owner of a pcitcnt would take steps lo ensure nwlttienance fees would 
be iiinely paid. Sueh steps can inke the form of retaining ai:* uttot«ey to tiotify the owner of dtte 
dates forinaintejmnee fee^.** In this ease, the facts are :elcar that peti|iot>er initially retained 
Tsehner and relied oi\ Taelwcr to inform |>etitioneT of when maintctiancc fees beeame due for 
petj;lonef*« jiatcirt^s. Howyei:; d .<ii>tne point ptiorto September 22, 2004, when the firsi 
mnintcntmce fee bcciime due, m entry 'Vas made in ihe docket records that *'the elicm wii) pay 



F«/vF;jdn fltct3;a:lan, l*arAgfap)i 7. 

DcdartniiKiel^Led'nard Tachocr» Parajgftph 8. 
**({!. at ?afa^raph 10. 

Sec Caii/Ornh M&d. tr,c v. TfCnof firochtcU, te, 921 F. S«}»p. }7\% mO (O. 1593). 
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iheir own aixnuUics/'" The record is mX clear u*>?it an error in dockctjug the piiymcm of the 
fiiaLintenance fees otxnirn;(i. The famas $e* forth in the Foreman ckchraHon do not show tliat 
wiy (yror in dockeUng wi? n;ac*;s by th» party responsible for mnimaimng the docket records. 

»hc facts pf recorJ m:iow w (hat thw u'as confusion between the eUcat «tt<J ?fec mtoni«y 
ovw who vYouIc! pay hits mainicj\«nc*j.ft;c."** Tfaus ii csaniiot be cbncluOod lhai j*cJi)tior*er has made 
m adequate showing of docketing citor. 

35 U.S,C. § 'iUcXl) doc» «irt require an afitfmaVlvtr ftiidin^ iha! tl-e delay was dvOidabJe, bu; 
only an exp)£«aiioii lo wliy tht* peiiiioiicf hr*s fftiM c«ity his or her burden K> esiab|ii;)i the 
delay waisxinqvoidabte.^* Fetifioner is jemiuded.thai il is this p;itetMee'« burden Under tlic ^Jtaiutes 
and reguUi;o»3 to rrtaRe « sho\^'ing to the suiisfactJon of the C<)nirnissii).nuf that the delay la 
payment of amaintertanec fee is unavoidable *^ ): is iaipdssibic to say winch version of the- facts 
is sccnrai*;, Fot*m9n*i or V/inelbrdner^sand Hennans^^nVi firjdirig of uno sei of fiiei? to be 
atcuraie is not (Jk?. 4my of ihe Pirector of ihe Uniied Stoje? Palen\ strtd TradejifUuk Oince, 
Whereas here alternative seenatio'j or conflicting facts arc put forvvard, a determination wH not 
be made by the Diwtor as which version is true .since such » de»enixin;ittim would requite the 
Director to njake allfirmative IlniJings. Hetilitjner has not CBrricti tin? burden, 

Petitioner^lales that Tachnc; the p.9rfy relied upon to track and pay i'naiiJtC^)anoc fct$. Su^h 
a showing csiabiishes ihai peiititsner was reasonabic on rciyir,g on 1 atiuiei. However , reliajicc 
on a tljird party representative do.e^ noi, per $c, constitmc 'Vnavoidable" delay, instead, when a 
party reiiejj on an aiionu^y to lake eeriain Steps, the petition tnu«i address not only the party's 
aclions bur also addre$s the p>lt0rjiey's aclions or iaactionis,^ 



foreman 4edaf»tio«> f*arasf?iph a, 

^ Forei^Aon <(cciafoiiwu pmpnph 7. 

Cr. C0mmi:t4ar(iN A. L %y^rpcA\omtq\i\i \\ Wmon, m FaU 591. 5^7. !24 U.?5.P.Q. (BNA) i 1 2fl (ac. Cir, 
19ft6) (33 IXS.C 1 135 *Jn«* no; £!isO(Uifc the CommUsieffeno aftinnaiiv^iy HinJ tlwt ilw dcloy >Ya? urisvciO-ablc. »wv 
only to ivhy the A}tpticaj;t's p^n'tiwt wd$ ori;»vi!fJmg.), 

^ S0tfy<le€n V. 7'J8 F. Stipp, 900. t6 U.S.P.Q. 2<1 (BNA) 1876 (CTXC- tm). iiilX 957 R2d 623 (Fed, Cir. 
|V9IXw^!«); Stftf irfic: ,S^v. /.e/iwi^n. 55 Fi3U«^(l:«l. Ci.% ;V*>5)suiJ mi^wwiA ^^ f^uc/u*. ^5*6 \% Supp. 2<i 645, 
649 ^D. Va, 2607) <^A pjiwni owncf -seikiiiii W reimtatc cjfpiiwl psrcnt bcais liic biifdtn t>f provii'rg thit the 
tfclay wa$ *ua8\eS<!3Wc*'-){i:''''''i»' CeW/^<y^^ iW, v. .O/c^^w^. 123 Supj). 3<i 45^, <i5V(N.D. l\l 
2000)}, 

" 5<v /*«o/Wfr /.TV ir«rw. V. 8runs\9ick /<A.Vi>tv; .0</. V/s^, 507 U.S. 3S0, ^^G, 397 CT»ie [Cyznii] couit 

aKe 6pp«3r<d le focu* iia diui)y»U on v/hethsr respoaienls did ail ihty fcaaenftbJy cculd in pctieing the conduct of 
thcif atlom«y. fsiher ihm on u-titiHcr their amtmy^ s» letpondcnti" agent. d(d ail ren^c•^abte coiitd to eomp^ 
with the coun-ordtr bar date. In thij, the wurt emd. — UJ» ^Icicrmuiing ^vbcthcr rcipontlenu' ff-ilurt to nle ihcv 
pr<Kr( cfclaiin prior lo tlw i>jf etitc ^v^s t\eti>at>!c> the piojHsi fA«u« is upon whciljer t]'.c nc^Jtci or f<sprtttdCttK and 
ihdr ccmtxtt ms cxcuiablc * {emphasij in crigintl)). tft Hwttan v. W/irr, «/73 y.3d iSii4, IJf»7. 23 U.S.KQ.2f) 
(BNA) (VIO <Ra. Cir. 1992), tlw t(>urt dcten(iir*d ihc ciicn; v«» tWHuul by itw »rto;u«y's jicitons, the majority wav 
iinpcrsuaicd by tbedtMtfnt which stawi b p3jt thai tbc "^tran ecctwucd oeapiic exccpti-Drkit vi^tar.cc by dte client. " 



Tb/c Supreme Ccmri has $y^\ciU 

PclitioncT votumnrily cho^c his.atwrncy iw his rcprcscrtiutivc in tde sction aid he taimoi 
now avoid the consequences of the sct$ or omissimis of ihis freely .selected ajjfent Eiich 
.jpiirty xs dcaxicd bound by t}ie acts pfhts lawyer-agctji cind is considertd to hnvc 'notice of 
all facts, nolicc of which can be charged upon !hc ciitofiiey.- 

Hcrtr ihc ix;conJ fmh to show thai jideqoaty steps within the meaning of 37 CF R. § l.378(b)0) 
were taken hy or on behrJf of petitioner to pny the fee after (he docket eTiiries were removed by 
Ms. Foreman- Heiiiipncr is remim^Cii thai 37 C.F.R. § ) .378(b)(3) is a vatidly promtilgtitcd 
K:sule»i«ji, n$ is the rc^^uirenicnt therein for petitioner's showing of the steps uiken to pay the 
fces,^^ fn the absence of a showing of the steps Uiker, by or on behnlf ofpetitioner. 37 CP .R. § 
K37S(b](i) precludes acceptance of the mainrei[>ance fee.*" 

h h wtll e4*ii)b])5hctd that Hjitiirc w» t:oniKmi:ic*jl;«n3 beivvcen a client and his or h?r atlprncy vkics 
ni)t CH';nst)tuIe un&vcudiibic delay. Here it <vo«ld apptiar that a rni.sitndcrrafitKlini^ has occurred 
over who woulci be respomibJe for ln>ckiiig and jxtying Ulc mainlcniixic^ fee. The faihtte in 
dOmiminkaiiori is not cotixidcrcd to he un-ivoidstbic error* D^iuy tesurting Woits a lack of pix>per 
communication between »a applicant ond his.feprescnt»tive as to tbc.re.spon*iibi!iiy for timeiy 
ijimg a ccmmxmieatioi^ wish the USPTO does not consiittitc uruivoidabic delay.^* Moreover, the 
USPi O h not the proper fofutn for resolving a dispute between a paknt ovvnCT and 'm 
representative as to vs^ho bore responsibility paying a maiatcnancc fcc.^'* 

'ilic prior dccistfm whictj accepted the delayed pftyn^ent of a jnai»>ie.nattce fee for the instant 
patL'»>t )j&s been vacated. For the teesons herein^ iho entire delay in this case canwt be i^garded 



Unk V. WcbcstiRcilrpadCo., 370 U.S. 626,<5}3'^34, 9 EU,2U 734. 32 S. Ct. m6 (mT) {qiiOtffig Sflifih v 
Ay<r, m t',S. 320» ^76 {mO))- 

** Boi': 53 F.3d Htm, U.S.P.Q. 2<J (tlNA) at 1733: 

Korsitvf!^ V, <:;<f(^(C//2005 U.S, DiM. tHXTS 20fi50 «t N.V. 2005X tf;?^ ai^ Kunhjfy v. 

'JOO? IXS. Dist, L&XIS 73V6 Cir-^CG?); kfX Ootifi<>Ueyji Sunt, Co, v. OicAfmw,, m Jr. Suffp. 2d 
456, 459 (N.fA til 2000) {fjiijure'of pdic^t owner to ii$elf tmck or obtigaic anmtiff to trnck ttic iitniuicnnnce 
prect-jdcd ftcoeputnce of (he nminicnitnce ttc)\ C(il(/i)fnta Med. Productf, /Vc T^cr^otMad. Products, te., 921 
Supp. J2i9, 1239 (D. Dei, 1995); MUTC v. h$:Qth m K. Supp. 2d m {^.0, Va. Hm) {i«i?aivc rbliiinct* i^n 
USPTO wmihdfer 'ifttiCi: rcsui;i«£ Ui fjtimrd t6 iiikc flijy KCpa to wi$u)c payment cf tln> matnttfoanw frr Is not 
uhvvojdsljlo dc)a>); P'^mspec 2007 U.S. DiSL UTiXIS B482 {N.D. Ca. 2007) cf any step* in piacc to 

frtiinrain patent ^i fu/w ty csiAtc cX«cutuf unCftniUtar wUh psieci lavir (> noi unfivoidibic dalay): Biu\tndi v. Dvd<if, 
496 F. Siipp. 2il M3. 65C (B-O. Vo. 2007) (delay unavoidaWc whtrene «cp\ shown w b« cnnptnycd to rtmiml 
fe»pott»ii»le pflfiy lo timely poy r.uimcn&nce fees)- 

" 5w /« /«f 12 U.S.P.O. 2d (1595 fCcnim r Pat. \m)\ iUry v. Z,*,Wf;, 55 60;*., 610. >4 U.S.P.Q. 2d 



'* Rayi 55 l*.3a at 6)0, W U.S l'.Q. 2d p» 17S9, 
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a» Uiuvold^ble wilhiiv the fficainin^ Of 25 U.S.C. and 57 CFK 1 .378(b), Thsfcfote^ the 

As stmed in 37 CFR 1 .378(c), the Ofiicc vvi j( not iUtlbct c.on,$idcr or review iht* maitcr ofthc 
rcir^&tcj>?<!m of ihc.}>5it<?r4. 

The patetn file i3 being forwiu^^d to Files Reptisitory. 

Tdcpiwne Inquiries may bt directed ic Petition* Auomcy StevcJU Qraniley (it (57 \ ) 27 2*3203 . 




Charles Pearson 
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RECONMPEItA TiON AND ACCEPTANOie OF DELAYED PAYMENT OF 
MAINTENANCE gEES UNDER 37 C.RR. S I..J82, $ L183,.ftM $ 1.378 

ail Scop Petitiotis 

Commis-sioner forPatenis 
I'-O. Box 1450 
AIe.ximdria,VA 22313-1450 

Sir: 

I, Tom Chen, declare and say thai f have direct knowledge of all fact^; set forth m this 
Declaration and: 

1 . I am a registered patent attorney. 1 xvas adTOitied to the State Bar of California in 1 996 
(Cal. Bar No. 1 84,843) and have remarned in good standing %mcc then. T was admitted to 
practice before the United States Patent & Trademark Office CUSFfO") in 1998 (Reg, No. 
42,4{j6); 1 arn a partner of Ha)^©."; and Boone, LLP, Ms, Annie McNally is my adminisStrafcive 
assistant. 

2. X m now an. attorney of record in connection \\'ith U.S. Patent No. 6,205,885 to 
Hcrmaosen etal, ("Hermsuiscn 'S85"), which i.s a-ssigned of record to California Ounk Brothers, 
Inc, ("Crank Brothers"). 

3. On January 21, 201 0, AFI'A (Associated Paieot & Trademark Aitx>mey$) (an Jlalian llnii 
representmg Selle Royal S.pA., wow the parent of Crjutlc Brothers) asked mc if we had received 
any confirmation from the USPTO about the late payment of the maixitermnce fees for 

l lermansen '885. 

4. .A.itached as Bxhibit 1 is a copy of a document thai M«>, McNally downloaded for me from 
the IfSPTO PAIR system, on J'an.uary 21, 2010. Exhibit I indicates that I lermansej^ '885 expired 
on -March 27, 2009, 

5. On or about February 1 7, 20 1 0, 1 had a telephone conversation with Leonard Tachner, 
Crank Brothers* prior patent counsel, who told tne that he believed I lermans&n '885 was still hi 



ibrce yjnoo ihfc tuS; corre-spcndcnoa he received fixnn Ihc'lJSPTO was a Decision dated Octobcv 
1 5, 2008 whldi ijnir,tcd n PeulUM^i tor Accoptarice of Delayed Payment of Maintenance Feci? fof 

<■>. During niy tcIophoi:ic couv-ci^^Uiort vviUi Mr, Tuchj^er liiiii iook place on or about 
I'ebruary 17, 201 0> Mr. *raohn(?r :5tatv;d that he ttad not received aay coirespondcncc t^m Ihe 
USFi O vvhich indicated ihat HermftiKven '885 had expu-ed m\d thai nOYie of ihe maintenance kcs 
ht pm\ fot 'lkrmmsm '885 had be<tn credited loh.i5Dt*po«lr Accovau with the USPTO. 

?v The original file jacket covens for Craiik Bmtber$* U.S. patent matters thJU ^A^ere 
itaij^ferrcd U) J-faynes and Boone by do not include any erasures, white-outs, or 

coveioips, ajui ilic only changes io such file covers that wore made by Haynds ;uid Boone are the 
addiuon of ii tr^K^king labei hi ihc upper Icfl corner (ukI an utlorney docket inimber in the upper 
right corner. 

8. On July 7, 2(3lO. 1 sent an email to Mr. Ta.dine.r mu1 a»ked hirn if he hud any copies of 
lyiaiiitc^^unoc fee corrcsporidcnccs between both the I*TO and Crunk isruthcrs. Aku, oi) My /, 
2010. Mr. Tacbner rcs*|)ondt.'d io -ny email, and stated (hat: 

*M dotvt retrieiubcj* twvy ^pcciaJ trcaimeiu of Ihc Crank Broibci^^ files, b\ii as a 
gensrai rule wc dnnH keep ^separate files for mainieiiance fees/' 

AUachecUis Exhibit 2 is a copy of the email T sent to Mr. Tachner on July 7, 20 1 0 and his 
rc^poiisc of Uie same date. 

9. 1 declare ihrii all staiement inadelicrem of my own knowledge nre irvjc atu! that all 
jjtmcjnenis made on intbrn^Oitiou and belief aro beJieved lo be irue and ti.){it thc-se ;Statenu^nt5J were 
u>ade mlh ilic kriuwle^Jgc dial willful, felse staieinents and the like ore punishable by fine, 
injpti^xuirnenl or both under 18 U,S.C. § iOOl and rnay jeopardize tlie vuUdity of Ihe present 
paten.r.. 

RcspcctfoUy submined, 

f lAYNRS AND BOONB, LSJ\ - 

'j^/lv XOi'O /U/^' //j^K^— 

Date ' ~" 'fbm Chen ^ "(RcgTNo. 42,406) 

HAyNES & BOONE LLP 
Cusiomsi- No. 27683 
Phone: 949~202-30:?0 
Fax: 214-200-0853 
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Patetir «utt 
Ttmlenmrlc Office 



Patent Bibliographic Data 


01/21/2010 12:27 PiWi 


Patent Numbor; 


0205D55 


Application Numben 






Issue Dat«: 




Filing Date: 






THle; 


DUPLES^ aiCYCLE PEDAL 


Status: 


APC status indicaie^^ pcitent tJX^iif«?d on: 03/37/200^ 


Entity: 


Snictli 






Surchero® Date: 


09/2i3/2004 


^xpfratlpn^ 


N/A 


Foo Amt Owe; 


$0,00 


Sufchg Amt Due; 


$C.GO 


Totifil Amt Due; 


$0.00 


Foe CoiJe; 












Surcharso f e« Cod&i 












Most recont events {up to 7): 


06/04/2003 
06/04/2000 
06/CJ4/200D 
06/03/2009 

io/io/20ba 
07/3l/:^009 


Rttfund r jiyment of Mslntononce Toe, 4th Yr. Small Enlity. 
Reaind - Surch^itQi:, Poiitiofi to Act^^pl f^ymt Afttjr Exp, Unsvy 
Refund Paym^^nf of Mointanence Pee. 6th Vr, Small Entiiy, 
HelumJ - suic>tarci'i ^ l9t*J pmt w/m 0 mo, SvnaW l^niiiy 
Petillcn Ko!«ied to MfiiOtan^Voo? FiXiiJ i;>e(iie;(.i/Cis«ii;jse(l. 
Petition 5^el;itGti \a Mainienance OfSf iteil. 
Petition R«li)toii tc Matniertancta F^ee^ Filed, 
e^ntl of Mairitenartce History — 


Addf&ss for fee purpo3G$: 


LEONARD TACHNER, A PROFESSIONAL LAW 
CORPORATION 

17861 SKY PARK CIRCLE, SUHB 

iRVlNfc. CA 

02ei<l 


NOTE: All USPTO fee?* are subject to diange, H you ^re waHtng 3 p^symcnt by man or fax, ptea^ vteit 
thfs !M or contact tlie Wlalntehance Foe Branch (571«-272*6$00) to comm tho emouftt tluo on the date 
piyrtVftiit (6 to made, A maintenance fee payment can be timely made uefncj the certifTcate of maHIng 
or transmlseion procetJuro set forth In 37 CFR U, 


Riiri Another Query j 



https://ramps.uspto.gov/erai.a'gelMai.mFeesIflfo,doJsessionid==OOOOTJHo75K^^ 1/21/2010 
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Chen, Tom 

Prom: Ltechncr@aoLcom 

Smt; W^dne$day. July 07, 201 0 4;38 PM 

Tot Chon.Tom 

Subject: Re: Cr?ink Brothers documertt$ 

Tom: I doni ramember any special treatment of the Crank Brothera fites» but as a general rule we doni keep 
separate fiies for maintenance fees* Leonerd 

In a message dated 7/7/2010 2:48:29 P.M. Pacific Standard Timee To?n.Chen©haynosboon$.oorn writes: 
Hi Leonard, 

Please let me knov^ ifyou have any ooptes of maintenance fee correspondences (between boOi the 
pro and Cnank 8rofiier$). We have the various files you sent over^ but was wondering If there was 
anything not included, such as if you kept separate files for n^aintenance fees. Thanks. 

Tom 



7/J2/2010 



Best Available Copy 



CarlWinefardner 



Sent: 
To; 

Attachmonfe? 



CGGs/ilRB 



Carl V\ra>efor<?rtBf [c^r^S^cranKbrotheraxom) 
Thursday, starch 27, 1 CG8 6:10 PM 

RE: slip 28 PCX | 



Desir Jante; \ 

OKay, noted to the PCT oost. Yes, pfeas^ proceed v;lth the SUP 26 PCT, 

Is Slip 21 the Rte name for the 6:205.885 latent? If so. th^n is there aoytllog tt>at we can/shouid db 
to up the o.cldv*^ihat It goes through? Can m expedite it? Can we send a porson Jh to meet with the 
USPTO? T here a*^ rn^ny millions of dollars of rw^nu© potentially ricilng on thfe, because Vm sure 
th^t win be copied hsayily If ttie bike ifKltistry figuries out that we don't have an active psitent^ iast 
year vv$ sold over $7,000,000 wor*t of pe|ats uhddr thte pat??nt/and this year H will b© mora. It te th© 
majority of our business still. Tm realiy wqrried that our patent fa not active. 

Thanks, 

Carl 




From: 3F0R6MANrAaiLAW@90l.O5m [nianix>:3rq^!:MANTAGMLAW«)ooI.comj 
Sent: Thursdsy, Mardi 27, 2008 4:44 m 
To; caf!#cTsnkbfotfier5.com I 
SubJecU slip ?0 PCT ( 

HI Carl; I vv»l pa»pere Oio PCT appitestton fbr SLlfi^? and gel \\ fiit^l by Iho cleadlino of April 5(h. The cosf will be 
$4:300.00 (tfiero ars claims over 2U and an nddilicTiol indi^ndftnt<5teim)« i m attaching our Statomeni Account for 
the PCT applicatton. SUPr2l . I hsye checked ihe U$PTO but Ihey haven't made a deofeion yet 



Creatftfi Home Theatar Uk^the Pros. yVab^ji. tf >|c^o on AO L Hnm e. 



CiijlfGK OF COREESPONOKHCB AHDHiSSS (mm')., ?OJl U.S. PATSNT 
I NO. 6,205,885. ISSUED MARCH 27, 2001, Al'mCATIOS SSRlAt 
ir, NO- 09/391,709 FIIEB ON SSrfmiBlR 8, !9i!)& BY VIUKK. 
f.^;/ HgS^)A»SK^} et al, DOCKET KOr Stiy-Zl (I Patju) » 



Debi Mvdiiciuie oupy 




oesi MvaiiaDie uopy 



oesi MVdiiciuie oupy 



oebi MVdiiauie uupy 




I 




oesi MVdiidUie uupy 





r.o, t»#t M50 



CORPORATION 

17361 SKV f>A«K GIHCU. SUITt 3&-fc 



NOTICE OF PATENT EXPIRATfON 



According lo ihc fccoyrfs of lao \SX ftiie/it an<J Tradejnark Office (USjfTO). paymeat of Use 
asaintenant* it^ for the i^tourfs) listed below lW5 not fcrc^n receivwj imtXy prior w the 
eijd df the ^U-mctith grscje petiod in ftccotdam with 57 CFR i.362(«). IM. PATHNtfS) 
l,I5TED BELOW MAS THBRI^ORH BXPIRBD AS 0J» THE END OV THiB GRACE PERIOD. 
35 TX$,C ^Itb). Nojicc of the cxfrifatbi) wili be pUbUshcd in ihc USiPTO QltMaliSsSfillfi' 

ExpixttJ paunts may be reinstated m accoT(la?>ce with 37 CFK 1.378 if utwn pciUion, U;e 
mainwaaiitc fee and th& jwrcijarge set fmh in 37 CVR L20(i> arc paid, AND the delay ia 
payment of the matnlcaaticc fee 1$ shown 10 ihc «iii&f action uf lh6 Dit^^ciot to have ten 
unaVoiasble or u»i(UcaUonftl 35 U.$.a 4i(c)U)- 

Tf the Director accepts payment of tho niainienancc fee and surchatge upori pciUlofl under 
37 CPR l.jTS. the patent shall be considctcd as cot having expired but would be iubjfcet to 
the irtxervtning rights and conditions set forth \n 35 (J.S.C 41(c)(2). 

For instructioRS oti filing a petiUoi? under 37 CFR 1.376 io reinstall an expired patc&*v yoti 
o:ay call the USPTO Contact Center SC0«7S6'*'9i99 or 703-30S-435X 



PATfNT 



U.S. 

APPltCATigw 



issue OATt 



FILINC DATE 



eXPiftATicN 

DATe 



ATTORNEY 
OOCKtT ti-miK 



6205885 09391705 03/27/0^ 



09/08/99 



O3/2a/05 



19760 



De:>i MVcttiauie v^upy 



Carl Wlncifofdner 



From: 
Sent 
To; 
Cc; 

SubjccC 



Dear Leonard: 



^^oncJay, My Zm 0:05 AM 



pedal patent 
ima$ieOOl»grf 



Thank you again for meeUng v^h us last Nday, 

Upon moro ihoughtj I wanted to make a .c|)Kple of oommenis and i^uggestfons mgsirding getting our 
pedal patent active, ; 

j 

1 We tasked if th^r© wss a stscond cHanc^ (an ^pp^^l) If the USPTO d^fdinod the petition, and 
you SQid that you vverefaftly sure t|at there was. I think it's Important that you make absoiutely 
sure that there wli) be a second di|tnce if they come back tiie first time with ^ "no" answer. 

Z \f there ;3 no second chance, then ft seanis like we better do whatevi^r is possible before they 
answer to ensure a ^yes* answer | 

i 

3, We dor^'t knovv wh^t you included the petition, but it eeems like there ere a fevi^ facts that 

' heavily support tfie reality that we 4ever intended thio p«tenl to go Inactive. Speclfloaity the 
fact tfiat our company make niillibN^ of dollars in revenue making pedals thai fall within this 
patent (hundreds of thousandi? of pfedals per year), and that of our more Sian 2D patents, this 
is the single meet Important, one. ^ven if this fe not a legal argunnent, perhaps It vyould help our 
case? For sure, we would suffer ajslgnlflcant hardship if thi$ patent stay$ inactive, and U would 
put our company at risk. Can this ififb passed along to the examiner? 

i 

4. It seems foglcal that v\rfiat the pateiit offfce vvantf; to prevent h people purposely letting their 
patents go invalid, and only after s4me other company starts making an **infringing" product, do 
they change tHeir mindfe and want ^ get it valid again. Ir^ that case* H's possible that another 
company ha© actually relied upon tpt patent being Invalid in coming out with their product. 
Howevcir, In our ca^e. tf^ifi is absolikety not the case. There is currently nobody infringing on 
us (yet), but it could happen m anyjtime. 



Please let mo know your thoughts. 

Sincerely, 

Cart 



IN TOB UNITED STATES PATBNT AND TRADEMARK OFFICE 



tn re application of: 

Frank J II^RMANSKN, et al. 



§ 



Atty Docket No. : 706 14.30 



Appln. No.: 0<)/391,,709 



U.S. Patent No. 6,205.885 



File± 



Sept. 8, 1.999 



Issued; March 27, 2001 



For: CLlPLESSfilCYCLE PEDAL § 

PjECLARATtON OF CAR!. WtNEI^KDNKR lN SUPPORT OF SUFPLEMENTAt. 

PETITION yOR R.ECONSI.l>ERA TION AND ACX^KFI AIVCK OF DEI^AYKP 
PAVMEN1' OF MAINTENANCE PEES UNDER 37 C.F.R. 1J.82. $ t..t.83, and $ .t..378 

M»il Stop J»€tUJon.s 

Comtnissioncr for Patents 
P.O.Box 14.50 

Alexandria, VA 23313-1450 
Sir: 

I, Carl WinefoMner, declare and .-say tKat I have direct knowledge of all facte set forth in this 
Declaration and: 

1. I am. named as an inventor of the subject inatterclainied in U.S. Patent No. 6,205,885 to 
I lennanscn et al, C^Hcrmansen '885"). 

2. 1 m a principa). of Crfmkbroiliers, .Inc., fbrraei.Iy known as Clalifornia Crank Brothers, 
Inc. ("CranJc Brothei-s") the cuiTCut assignee of record of Hemiaasen '885. I have reviewed and 
approved the Siipple-tnental Petition in connection with tlie effort to revive Herinaasen '885. 

3 . In the past, Cmnk Brothers'- engaged the services of Leomird Tachner f Tachncr") for 
patent preparation, prosecution and maintenance for both United States? <uid foreign matters. I. 
was the contact person, at Crank Bix>thers for all correspondence and wntactjj with Tachner, 

4. During tlie attempts by Taeliner to reinstate Mermanscn '885, Tachner never provided me 
or, to the best of rny knowledge, anyone else at Crank Brothers with copies of (1) the Petition for 
Aceepiance of Delayed Payment of Maintenance Fee- Under Rxile L378(b) (the "Petitioit") filed 
by Tachner on October 18, 2007, (ii) the Declaration of ianis ForcnKui tiled with the Peiilion, 

(iii) the Request for Reconsideration of Petition for Acceptance of Delayed Pavnient of 
.Maintenance Fee Under Rule 1 .378(b) (the "Request") iikd by Tachner on July 31, 2008, nor 

(iv) the Declaration of Ixonard Tachner .filed witli the Request* 

5 . I learned wilhiu the last month from Crank .Brothers' current patent counsel that Crmk 
DrxiUiers' U.S. Patent No. 5,676,529 to Hennansen ("Hermansen '529") expired twice, namely 



1 



oil or about OcCobei: 1 5, 2001 and on or about October 1 5, 2005. While I leamcd about tho 
sccoT)d expiration as discussed below, it was only recently that I learned fi om cmrent patent 
comisel that the '529 patent expireci a first time in 2001 . Tacbner never infonncd me or Crank 
Brothers thai i lerfnanseti '529 had expired either time, 'faehner also never provided me or, to 
the best of my knowledge, anyone at Crank Brothers witli eopies of the Petition to Accept I.^ite 
Payment of Maintenance Fee filed by Tachner on October 3^ 2007, the Decision on Ihc {Petition 
granting the second reinstatement, or any other cotiimuni cations to or firotrt the U.S. Patent and 
Tradetnark Office (''^USPTO*') concerning either expiration and reinstatement of llennansen 
'529, 

6, I have been h^lbrmed recently by Crank Brothers* current patent coimsei that Crank 
Brothers'' U.S. Patent Isld. 5,S57,509 to Winetbniner (**Wineibfdner '509") expimd on or about 
January 13, 2007, 1 have also been informed recently by Crank Brothers* correni patent couasel. 
that, a Petition to Accept .Late Payment of Maintenance Fee for Winofordner '509 was filed by 
Taclmer on October 3, 200? and was apparently granted by a Decision on the Petition was 
mailed on October 3, 2007. Taclvner never infoiirted me or, to the best of my knowledge, anyone 
at Crank Brothers that Winefordner '509 had ever expired, Tachner alsb never provided me or 
Crank Bnoihers \vith copies of the Petition lo Accept Late Payment of Maintenance Fee, the 
Decision on the Petition or any other documents concerning the expiration and reinstatement of 
Winefordner *509, 

7. As a result of my attendance at the 2007 Interbikc Iradeshow in Las Vegas I first learned 
that l%uhner had failed to pay the first maihtenance fee for 1 lennansen * 529. The 2007 Interbike 
tradeshow was held •6x>Tn Septenil>er 25 to September 30, 2007 and on Thursday, September 27, 
2007, 1 met with one of Crank Brothers' bicyclt: pump vendors who Cranlc Brothers had accused 
of infringing Hennansen '529, At this meeting. Crank Brotiiers' pump vendor informed me that 
the maintenance fee had not been paid on I lermamen *529 atid aii such the patent v^^<> not 
enforceable. After tlio meeting, I immediately contacted Tachner. Attached as Exhibit I is a 
copy of an email sent to me on September 28, 2007 by Tachner' s secretary Jani s Foreman. As 
noted in Exhibit L Ms, Foreman stated that; 

*'Unfortunately the patent office website is down, t will cheek into this first thing 
on Monday when the website is working again. 1 have it listed as paid," 

To the best of my reeollcction, upon my return home from the hnerhike tradeshow, 1 went otiio 
the USPTO website to check the status of lilennansen *529 and at that point also discovered thai 
!:termansen *885 had expired for failure to pay the first maintenuttce ree, I immediately 
contacted Tachner again to inform him about tins additional problem. Attached as Exhibit 2 is a. 
copy of an email sent to nre on October 3, 2007 by Tachner *s secretar>^ Janis Foremaji. As noted 
in Exhibit 2, Ms, Foreman stated that; 

"I will file a petition for SI.lP-2 1 [Mennansen 'S8S'j but 1 won*t have any 
feedback today because they are three hours ahead. 



Attached is the maintenance fee statement showing the aimuitv has been paid for 
SUP-2 [I rermunscn * 529]/' 



2 



BrothuriT for sudi trtiiiate-innce (t i,s »ny u:U{<?r.^UiTHlinj:^ iha^ ih'iS^H\; (l>c$ ucr^ rcfundod 
b)= IIk* USFT'O ?o *n;ieiuicr\'s (Icposi! account en Jurii* 4, 2065>: Cttmk Broilv^rs Hn,s iicver 
rc»c^fvc:d iu>y notinujuk>n from fachner liuu tiiCM^^ fcc\^ ^v??^ refunded bv lijt; USIH O i.o 
Tjichn^r. Ca^jik Brorhcrs Jjfts ii!$o never rec^jived n refund of these r<!c.^ frc»n*: 1*uci\nct\ 

9. i declare that sinuiiT-^tji iji;jd(ij herein of my own knovvlcdge iire tniC mui all 
SKtvt^nter.iii ni^^dc on irifonvuiiion and Ixtiefaie bc.itev?c.d be mji? and thiil ihw NUnem*^nh uvie 
niad<i wi;:h th^ kno^vlcdgo Ihnx vviilfiil ftilsv: sintcnienis nnd -he iik*^ aic p;i5^iiibubic by HnC: 
ariprl>^oj)ment or boili under !§ U.S>C. ^ lOOi aiui nray j^opf.ird};^t^ th^ v^lidiiy »:<rtlu? pix^s^^ni 

/ / 
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VOLUlVjIr. 07-13- 


Transaction History 



Date Transaction Description 

iO'03-2007 Maii-PetiUon Decision - Accept Late Payment of Maintenance Fees ■ Granted 

10- 03-2007 Petition to Accept Late Payment of Maintenance Fee Payment Filed 

11- 16-2005 expire Patent 
03-07-2002 Reinstate Patent 

11- 20-2001 Expire Patent 

10-14-19$7 Recordation of Patent Grant Mailed 

09- 08-1997 Issue Motification Mailed 

05- 07-1997 Issue Fee Payment VertRe<l 

06- l4-l9$7 Drawing(s) Processing Completed 
06-14-1997 Drawing(s) Matched to Application 

06- 13-X997 Drawing(s) Received at Publications 
05-17-X997 Mailroom Date of Drav^mg(s) 
02-03-1997 Mail Notice of Allowance 

02-03-199? Notice of Allowance Data VenHctjUon Completed 

02-03-1997 Mail Examiner's Amendment 

02-03-1997 Examiner's Amendment Communication 

01-29-1997 Case Docketed to Examiner in GAU 

01-16-1997 Date Forwarded to Examiner 

12- 17-1996 Response after Non-Fin^i Action 

10- 22-1996 Mali Non-F|nal Rejection 
10-15-1996 Non-Final Rejeaion 
09-06-1996 Case Docketed to Examiner in GAU 
08*29-1996 Application Captured on Mtcrofilm 

07- 29-i996 Initial Exam Team nn 



https://$pojtal.it5pto,gov/$ecurt?/PA„?eaiPair/TAIRPri 
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08/718,756 SfCYCLE TIRE lEVER 2010r08 01: 



Transaction History 



Date tr3nsBctton Description 

10-03-2007 Mail-Petition Decision - Accept late Payment of Maintenance Tees - Granted 

ip-03'?007 Petition to Accept Lste Payment of Maintenance Fee Payment Filed 

02- 14-2007 Expire Patent 

01- 12-1999 Recordation of Patent Grant Mailed 
12-;X2-1998 Issue Notification Mailed 
12-07-1998 Issue Notification Mailed 
10-21-1998 Issue Fee Payment Verified 
i0-30-199a Orawlng(s) Processing Completed 
10-30-1998 Drawing(s) Matched to Application 
10-22-1998 Dravvtng(s) Received at Publications 

10- 2.1-1998 Maliroom Date of Drawin<j(s) 
07-14-1998 Mali Notice of Allowance 

07- 14-1998 Notice of Allowance Data Verification Completed 

07-08-1998 Date Foi-vvarded to Examiner 

06-29-1998 Amendment after Final ftejecfcicn 

06-29''i998 Request for Extension of Time - Granted 

0.6-25-1998 Examiner Interview Summary Record {PTOL - 41 3) 

06*10*1998 Chen^e In Power of Attorney (May Include Associate POA) 

03- 04-1998 Mail Final Rejection (PTOL - 326) 
03-03-1998 Final Rejection 

03-02-1998 Date Fowarded to examiner 

02- 20-1998 Continuing Prosecution Application - Continuation (ACPA) 
02-20-1998 Mall Express Abandonrnent (During Examination) 
02-20-1998 Express Abandonment (during Examination) 
12-24-1997 Mall Final Rejection (PIOL - 325) 

12-23-1997 Final Rejection 

11- 2i''1997 Date Forv^arded to Examiner 
U-10-1997 Response after Non-Final Action 
09-24-1997 Mail Non -Final Rejection 

09- 18-1997 Non-Final Rejection 
02-04-1997 Case Docketed to Examiner in GAU 
01-10-1997 Transfer Inquiry 

12- 05'1996 Application Captured on Microfilm 

1 0- 03- 1996 Initial Exam Team nn 



https://sponalAispto.gov/seciire/PA_PcaiPajr/ 
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best Avaiiaoie uopy 



Promt 
Sent; 
To: 

Atfaclirmjnt&; 



JFOR6MAHTACHl^W@aolxom 

W^dnsucfey, October 03, 2007 12:3$ PM 

Cart WInetordner | 

Re; nW; P^stenfe op© Tradern«rl^s 

5t3tusWI&t.SUP-PAmWTS,Ddf 



Omr CflH: Aftoohed is an updated tetfcr your .4tenir,. \ Imve not yt^e finlslied e^e Irademar!^ Br. il^yt'a next, f wf« 
respond to <!^h of your queaSonfK 

1. Will add Info to updated trsdejiiafK Hst shoriiyj 
2- SLIMp issimd and SUP-^O/CJP is pending, 1 

3. I iiave bund !S pnubfem wHh ft© majnteriancep^f^ for SLIP//' (toy Kubiruannia) anct SUp*^21 (cllpim bicycle pcdgi) ahd 
1 ©m t»yinfl 16 wrect tliern as I did for m ttam 4 jidlscusQed betew! 

4. C«rl I. found oui {hat 8ie Patait Oiffco vvefositdllate Jfte annuity unpnid. However, to oon-eci {lie stellon I Sled ^ 
pelition online and paid ttie peJltkin and annuity r/h^ch is Qutomafically granted. I hB^s/a to r<iseafch ^om "lom and 
contsci Ih:^ m^Wononce division to fii/lher find v/hy t listed it pnw ^ind th^y dfd net. (n any c«3e It now pnki or again 
paid. j 

I am (fting my best 10 got the^o don^. m quickly 4^ posGibie for you. 

Best regards, Jonlo j 



See wh^rs new at -AQkiSaii and M§&6^^ 



De:»i MVdiictuit; uupy 




oebi MVdiiciuii; oupy 
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From; Carl Winefordncr Icafl@crankbrcJthef6,comJ 

Sontj rnday. December 18. 2009 3:03 PM 

Tot Chen, Tom: McNally, ATm'ic 

Subjoct; Fwdr Patents and Patent Applicaiions In the name of Grank Brothet^ 
Attachments; Genera! situation QBs - |P @ 1$, iS.^OOMs^c 

Dear Tom: 

PUmt see below email from APTA, cmd the atrachuicnt, and then see ray reply io him in blue. Please note 
th9t thcfo is a request to you m my reply him. 

Let me kww If you have aivy questions or a>mments. 

Possibly J have strisightened out Che contli$ien whcrxJ.AFrA was askbg you for ixks that they should not have 
been reiquestihg. 

Best regards, 

Carl 

l>er>r Dr.»«fO GiuHa ^ordignon: 
ThanJi you foryoUr emstli, 

Ybti asKod at)oiji vvhi.Jthijr or not APTA shaii!d.hyndi«f ih^ oatonts fehown in qreen. In genoraJ, I bel)c»vo the prooedure we ate 
to. feJiow h that Haynes end Scene handle oB US psitents/and APIA hanoie all oihe? patents. With thai in mind, the first 
greon Hem: Method of Fabr icatina A Clipless BJcycis Pedai application # 0>171ti134,5 jihouW tn^ hsodind by APTA becr^u^e 
m patent i3 nol filed in the US. iv:#.r^§yteCii,^iil.ac^ 

HovsfOver, the bottorn two green itciTi» f{>iirnp.and wheei).should t>€ handled by Hayna$. and 3eono, because they ar« US 
only. 

Roaardfng the bottDm yellow item. U^e? Ci!pis§.5 BicyQie Pedai.:(U§.|>$itemnurnl?ftr 020^3885) 5hou*W t?6 hfsrxfk'jii by myn^o 
and Soone, a« it fe US tmtt^nl.. AfeOe it Is jiot abandcmed, nor uhixild it b« ?.h?indDnad. Our pravtoua patent attorney rn^de 
a iml^y^^ anitf dkt.not pjsy tfte muinJen^snco too on t?m« wf^fch c&umd h to fce briefly shown «a abi^^ndoncd, t>iit ll»e thst 
aitomoy petftloned to (ha USPTO and were able to pay the fee anu n^ake Hm patent acitve agairi. 

Best re^tards, 

Ga?1 Wioefofdner 

Fonvarded message — 

Date: Tue, Dec 15, 2009 at 8:58 AM 

Subject: Patents and Patent AppUcatiojis in the nait^e of Crank Brothers; 

To: anrl WinefordtWT *^l@^Mitefil^JS^?i>t»>, Stefano Scgato <^Qfeni}.^5e^(|JDj^soll.c:royal^^^ Batbrn-a 

Bigolrn <hiakmMgeJ&i{^M!ei<)va 

Cc: Studio Legale Feftrinclli <feai^jnel}l@fe ftioehif^aa ptaiaw.c om 



Dear Sirs, 

This is to &cntl you i)ic cm.-lo3cd updated database of puients in the nmnc of CrarifcBDttim. 
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Wa would like to vrnterlinc thai ihc lines filled in ccnv/^m j lo vhanges m the suuus of patent w rvspcot io your dataimK sjiiJ 
(he linw filled in green concerns to patents or pni^ntg fippliciition«i that vvcro not present t!i your datnbase. 

We Madlyaskyou if we have to bairdlc also th» sppiicatlons highlighted m grecji, 
Tljank yoa for your q<)l I Jibof ftt ioflu 

U'o t^bin at your dlapo?;^! for my furtttar information yoit may need. 
Best regafUs. 

- DT,mi OIuUm i^ordigj^on - 




vSVyiSC^ inlVfnaz5tt«i.cf>ntw«te *i olI«^ift Alia pnKtcutcjfcnu tTiroio ucicsntwow at dwitfittaric ^pttx itidiciie. to cas^ ui nce?.icn« (te i>iir*c ai jitsjsiiita Uiversa ;J 
qitsmo f icfiv^. via ^nuil, e lijiidiTix?^ <5j si»;|}rfl. 

SciUicst; »ui cuia tfcfto studio APIA pwlPjj^eic :J proprKi stjtema tii wsiu «lcitftu\icii da vifc* o aitri tsdti daiiitosij lo sluyic nwj sjffunltstc cha qoest« (HCSiSiigi'j 



NIOnCE: "nui m^itt^ctsiiialns l*ihfniJi$;ofl uuciiilisi oi^iy for use cf ife flddriSflSc mmt4 ath-yve. KUx* fefedtr of rfia m<>.ss3gt* !$ nc*; tlw i»Jiwicl<5fJ r^t^^MCiu or Ihs 
«ripl(ifyce ar agcnl KJpiMiStbjc U>f dfUveihig mmi^e to Ih* uiioftUwJ j«i]iiwit, pl^fftsc fifttc thai U«Jtwnhiatio», t^Wtf ibyn'on 0( vfjjf>ic0 of thJs <ofrt«i;vJicaiit)n U 
tftrfctty tbt^iddwj^ AnYC;i& f?c?frc3 thi? c<?mi]ti««ic^ticn in ^n'^? jJhcxjH notify uij i.mmwl($tcly by ^ry> ar>fi r<i«irn tho oriscxaj tncs^^ to us tl» absvc odsrcj^, 

Whtle ran A?TA taMcai^to firrjSt?ci iii syswrns f^cm fllecuwsicvirii?. firrMf i>t cte hairnnu lJ>o I'm a^YC.* no wanafi^ tt»y; tha e-mail m?$53fi5 trtchRiiap. 
ft*y tuq^tncntd to :t) (5 frcg of uny ylixss or yihtr harmful mtdttx smJ acccp(2f fio wspunjibility fof »ny 1^55 m OinJtfeO reatJtifts ^> retipieni r^sei ;»|is!ii»if, at 



Pac 03.5^^26114 



40)^1 RMosna 

del MrtJliri. 1 



tW. 059.2729757 



Tel. (M^^-IJOTfi 
Fax 0.144.3.^500$ 



Tel iyx9,72m} 
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Web 5itc: :a!3Ki^«?i{dav£^Q 



Carl Wkefofdncr 
crankbtx)tfiers enginctering 
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MoNslly, Annte 
From: McNaliy, Annio 

S^^nt: Wednesday, FeOfuary 1 7. 2010 9:1 S AM 
Tot Choft. Tom 

subject: REi Pal^snt In the rt^m of Crank Brokers - Parlhcr fntomiation 

Mi left ai^oiher mcSiiage. Ttie |>eiiiioji bffke has assigned a person (Steven Brimtley $7 1-272- 3203) lo huinllt? this 
case, so there \n progress. 



From: McNaiJy* Annie 

Sent: Tuesday, February X6> 20i0 3:39 PM 
Tot Chen, Tom 

Sul^ect* RE: latent in the name of Cr&nk Brotes - Mhf)r information 

1 baven'i forgouen about ihh, The psit&rti. officut was ckmd wmx <»f lasi week. 



From: Oy^f), Tom 

Sent; Tu^ay, February 16, 20-0 3:37 PM 
To: MdVally, fi^mi^. 

Subject: R£t Patent In the name of Crsnk Brothers • Pur&ier iniformeUon 



From: McNaliy, Annie 

Sent; Mondeiy/ Jenwary ?.5, 20 iD 9t47 AM 

To: Chen, Tom 

Subject: RE; Patent in the nanne of Crank BrotricTj * Furth<:r (nformation 

Talked Michael Kason at the petUio.n branch, S.hc toulcln'l figwre it oui Kincc (here isn't tnuch elecironically, She 
need to pull the file ^md will call me; h^ck. 



From; Oten, Tom 

Sent: FrkJay, January 22^ 2010 S;OS PM 
To: McMaiiy, Annifi 

Subjects FW: Patent in the namo of Crank 9rothe?$ * .Furthor informalion 

Ptease calf ilie f^(1ajn;J5narK5o Foi nmuoh {571 '272-6500} to confimv when ihls patent rtctualiy o)tpire{J. it appoars io have expired 
March 27. 2000. i-iQW6Ver« ih^ &iiacne<i swf^n^om shows that the 4th yoar msinfenance uy^ \r<x$ f*3kinUticl, s« li \m 4ni year 
mdntenance was noi paid, tnen the patent my have expirod Warch 27, 2005. So, Isasictiiijf omkM \o hoo if Mm 4ih year 
maintenance ioo was paid. ThanKs. 

Tom 



From; Chen, To.m 

Sent! Friday, January 22, 2010 4:15 PM 
To! McNally^ Annie 

Subject: FW: Patent ift the nan^o ot Crank Brothers - Further information 
Annio. 

Pioauo get mo thid (iio ASAP Just: taii^od to Ccirl. ano ho tJoiioyos al! fiies» including tfiis cno» was sent to us. The contusion Ijj 
that the 5t«iB«ient j-hows the f^outton was Granted on Oct. 15, 2008 but then denied/diomfssod Jung 9, 200^. 

Tom 
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Promt McNaiiy,- Annie 

S^ot: Thursday, January 21, 2010 S:45 AM 

To: a^en, Tom 

Subject* P£: Patent in the name of Crank Brothers - ? urUicr information 

'Tins Is not good. Prior aiturney filed a {Kiiiiiort revive for iiimv<iiciablc ub^ndonmeiu md the petition was denied in 
06/09. The riectKicsn \va^ nwiled to the prior auoaic>'. The paient Kiands ab&odoned. 

nw patent expired an 03/27/09. 1 tliink the time Hivtit to (revive h 2 yma twm e?f piratton the mxm of limiu^don 
lo bring infringeihem lawsuits). So we coukl suggest to revive for iininientionai, VVc did an estimate for PrintroniN 
lAjii. year, I think ihe toml eost i.^ around $3000 (not .sure if they get Small Entity dtscoutu for these}, Plea^se double 
check the time litnir again before replying to the client. 

llie slaiemeni from the t-SFTO h attached* 

Mi^^'vv\iW^J^\ w itiwm<tVMVvv,Vin^^ •.v.*.*.^*.v.v.v.\' • \\:\\;\;:- v» • • , *■ 

From; Chea Tom 

Sent Thursday, Jsnuary 2.t, 20,10 9:13 AM 
Toi McNally, Annfe 

Subject: FW; Patent in the name of CranK Brotl>er5 * FUfthtJf inrprmOUon 
Anriie. 

Pl0?^ifi cr^cK on i^f^rn 2) below and rospond Wmt) you have some* intormaiion. Thanks. 
Tom 

From; Giuiia Bordignon (malJto;bordifinon@apl*ai3WvCom] 
Sent: Thursday,. January 31, 2010 I ;42 AM 
To: Chen, Tom 

Cc; McNally/Annie; "Studio legate F€:trin^!ir; fuai^iSaptelaw.coiri 
$ubjei:t: R; f^ateot in ihe name of Crank Broltitirs - Further Infbmiation 

D'*ai^MrCh(;n, 

with n*f<3nmco t-) our pruviouj comtnunkj^tions. thU is tc give you t^e foUow'ms cihtr infomation: 



1) OUi' r«f fo r the to i! owin>? US mt\ ^ K: cnKtts arci: 





OompatlMwujj^ At; 
Pump Hii*^) 

Anci Hiqn Pre$suro ' 






Grant dale: 




Wir>efci\1n<ar 


APTAret.:1U)75 
Attorney fftt.:Mt7S0(J m 


BicyCfevyhaol 


Fi:frt3 




6 ran! dale: 


US rcsi^o 




MUtmj ref.: M-i?59a ICFC 


Mettoa Of F<m?ieaitoft 




Appiicat'C/i Kwnu^j* 




UPlS3£>i>7C 





A!$a for the.sft cas«^v> APIA 5.rJ will hand!*? dirsjctly ^finuity fee payments. Wa confirm ihnt you comUI remove thenr? ar.d ihn 
prevtoos cf>a»muniwu:(j cv»**tf5 frof^i yotir docket . 



2) A$ for US patent No. US 62l)S88S iO ref. 1600.1 Y r*!f, Mr Wincfordnnr inlormed us on Di>ccirr.hcf 1009 

that "Regarding the bottojo yellow item, the Cliptes Bicycle Pcdijl (US patent natnber 62()5I!85) .^ihotdd be 
himdled by Hayncs and Boone, as ii is a US piiicnt. .Mso, it i.s not abandoned, nor ijbould it be abandoned. Our 
previoo.s patent attorney made a niisi:\ke and did not pay the maintenance fee. on ttjne which caused it to be 
bricRy shown as abiwdoned, but the thai patent attorney petitioned to tlic USPTO and were able to pay the fee 
und make the patent active agiiirt". Couid you *)!eri:;e H:i m knew if you hiive f<:t;i>iv«ii $o!ri(» conf innaHon iYoOkW the 
U'lte payrnent from tiSPTO? 



7/14/2-010 
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APTA 



Assodat&(i l^teixt & Tixuleiitaiic Attortseys 

{ii^(i:udi»'*y any ;jiia.'.hfytcnts rc» is ff«« c( imy vifMfc aih^r han>\ty: iwatitM* mi iiCCoi)»5 -c rfir^fianjiKiiiy ^r.y -ess. c< ;jjitT>j^tjts *e$iJHi»>g iti wsii^sjnj 
K'^oiyitiy. <450'|tih^j iV.iiftiny 

Wed sito: 

Oa: Chen. Tom :)T(aillo:Toni,Qien@hayn0sboone.con!j 
tnvifito: mai1edi'i5dicembroS(J09 iBAS 
A; (Siiiiia Bofdignon 

Cc: McNaily, Annie: Stv-dio Lcgalo Fellf inelli; fuochi^ttpUilaw.cpfn 

Oggottor RE: Paiom in the Ocimo of Crank Srotiiors - Now Patent roprosenmiivo 0, ref.: 10508 SAf7GB/mb 

We ac^nowlsdgp your instruclipns. For tht^ U.S, anci fyryign annuiii^^ii/muinlynmw? iOou. do yciy worn ut. \o tlocMi ?i?irJ soncl 
reminders as needed to you or c<ir> m rftrnove th^so iUirrts ffpnt our (JocUei? 

For US-paten- appiication No. 1 1^732094. (HN3 Rof. :/06i4.0(}022; APTA rel. 1^933); T>i(5 Patent OHIco dic3 not resistor our 
change ol POA, so we did not receive Notice o\ AHovvance, ThanK you for I5i1rinii>0 thii> to our attimiion. Wo vvilj dit^ri \'mi oU: to 
Cra^^<bircit^ers and esK for ir^siructicns today. 

For US \^\^t\X appfr^tion No. 1 1/1361-34 {HND Ref. 7001 4.00024; APTA ret. 14995): We 5ee mi ihe P?aieni Oflice fesues a 
cornmuoicaticn loctay. I^ut* it ntn ax^ailablo olfjctfonii;aliy yei. Wo snould oo r^coivin;) this witi^Ui tho next (ew dsys and will lei 
yoii know. RoQ^rcling the <iivij^)onai» wo aro still fJoterminino whetner one shoiiid be tiied was a ^estnctioft roqulromsnt in 
the cu!Yanl application ami « levi^ of the claims v/$fe vvilt^cirawj}. Howevej*. yincis iUia application has noi bo*Ki aitowsU* we havo 
^enfif of iime m file a divisional H neoded. Wo will know fT»cre once vve receivo tf»j> mx\ Office Action. So. t.ne Doc. t o dalo iii 
r^oi a hard date, end we do no\ plan on tilii^g a divisiopia! by that daiOi although wo m^^y yot still fil<a a ciivi.^ional at a >a;»r dalfS. 

ThanK you. 

Regards. 
Tom 



i^rom: Giulia Bordignon [mai!to:DOi'Ofgnon@spraiaw.com) 
S^mt Tuesday, December is, 2009 8:40 AM 
To; Chen, Tom 

Cc: McJSIaify, Annie; *Studio Legale Feltrlnei|V; fuoc?ii(^apla!awxom 

Subject: R; Patent in Che name of Crank Broci^rs - New Patent representative 0, ref.; 10S08 SAF/GB/mb 



7/14/2010 
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D^UK Mr Chor^ 

with roteronce to yGt;ir 'ieiJi5!);ifia torn on No^/omJxnr 5?C0S» wi5 wouia uko to irtbrm you ihnt ihe- 'oiiowjix-j car»^?. win handt-xl 

1 . Ti:iwcui€;v> 0;?S(? Cbror» coif. 706t4,0b0ii1 (0. rei. I49fs'l} Applicaiio:- No. OSIOiaOO: 

2. T«iwan«r>(» csisft CtJivr* ml 706M.OOO(;5 ((}. rvl M9^i7} ApplicoiiOft No. 931093/1; 

3; European Cftros 70511. ;Jf}03ei {0. rof. ieoO?) AppitCciuon No, 0475075? .2 enlitlod Tsicycic- crivtk anT>-; 

4, Eijropsiih ca^o Your rtiK M -17590 App'ioaiign No. 0471f)134.5 tiiUUiod >1inti?>d of fabriau:.'uj a oltploss bicycio po*'iar, 

VVis? vrtH*l'J Hka 10 infc^rrt! you at^o ihut wt' wiij Martdt*? Uiructiy all ^r^fiujty u? lit^ paid tor JureiQf: US c&r.«s tf. i^m nm^^ 
Crank rifolhs^s. 

Our f<M. for UG cfift€»fl iifft iho tolJowVu): 





APTA .'Df. 


7{)614.00C5I6 


149Sa 






?OSt 4.00024 




70614.0002'S 




70014.00030 


leooi 


?oe;r4.ooG34 




rof;i4.ooc<^v 





W<i KiMly asKyou to fC'Cord theni afuJ to E'opm them in yuui funh^ff GorT»r.J:iic«H<>r.:t. 
Wa would iiKc* fo HMtiiy «sk you Iha lo!!ovv:^^() q:;t*S;ions. 

I . PAIt>.n!.appijcfit:on No.. ^ i/7?.J:\!3.^4„0!v:qi5 r*?;'* ;/pt;l5lOOO<?2. APTA f<^!.. . j 4^g(-3 11.-53 r^KeK'ftcl Ihc Notice pt Aiiovvance with 
cofrcJStiondirta fees duii i^jforo jtinuiiry 16* 50l0, Have yy-; uheacjy ctjruin-nicai'^d ii tu Otank 2roUi':>!"G? Hiwa if-oro ff.-iM: 
bean duV paid? 

2; US.J>&!M,&^!iCiijtip.Q you hjivo ifi(}ic?U'5(J irun y-)u :)rf> iiwsining 

fan oirtco ac!ion anci pfOpnrfrrQ o ciivlsiciniii fipplioaifon 11 possibi^* (Uy DcJCcwbcr W'(> Kirt0!y 3<;k you to Iriiorm ir^ 

promptly a^joui ihesc aciioriiV 

Pi^ss^ acKnowl'^dge iafta rsic^iipi of this *iomfnunb?5tir5ri yrovidsi with thr? ire^jiiy to tht} r:iX^vij-<5UfjsttOn<i, 

ThanK you for your c:o^i£i^X'(dtior'i. 



flirt ft5«QV»^*, 



Vi-3L Marfan;. 16 



S?12G Varan?, 
r fix tji:*;.(;Si*0&$«? 



40m iWocj^s 



Web site; a5s;s^gife;£gm 



7/14/2010 
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Oat! Chen^ Tom (malito:Tom.Chen@haynesbcofte.com) 
Invlato: lunedi 23 novembro 2009 (0.54 
A; Martina 

Cc: Giulia Bortfignon: McNally. Annie 

Oogetto: RE: Patent in Ihe namo oi CrariK BrcUiars ■• Naw Pment roprosenUiiivo O. loJ.; SAF/GR'mb 



Oeaf Martina, 



Please Wna the list ot U.S. cssqs l^sndJ&d by us, with cSu« (icJle;? shewn r>o:V1. Pi£??»<;f> lot uij Know if yo-i havt' any <niei:tions. 



from; f^lartlna {maHto:martins@aptaiaw.com] 
Sent: Thursday, November 19, 2009 ilrS7 PM 
TO: a^ii, Tom 
Cc: 'Giulia BordJgnon* 

Subject; I: Patent in the name of Crenk Brothers - Nevv Patent* representative 0, rcf,: 10503 SAf/QB/\y\b 
Importance: High 

M E M I N D Ei R 
Dear Mr. Chan. 

m rafor lo our e-mal! t>a|ow and w« kirxily ask you to iei us teva ai siiori rerx»rt of nil US ca^-^eiJ hancilfKi by your oltictj lor Cfan(< 
Brothers, 

underiininQ the uroencies* as soon as posslbla. 
VVa thanK you for your cooporalion. 
Dost Rooai^s. 
Tht> Secr^flary 



Da: Marina {mailtoimartina^cptalaw.coml 
tnvi^to: maripedf 3 nov^more 20C9 9.57 
Ai *tom,d>€n@hayncstfoone.corh' 
Cc; HSiuila aordignon* 

Qggefcto.: Patent in the nams of Crank Brothers * New.Patent representative 0. ref.: 10S08 SAP/CB/mb 
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Commissioner for Patents 
United States Patent and Trademark OfTice 
P.O. Box 1450 
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Leonard Tachner 
Suite 38-E 

17961 Sky Park Circle 
Irvine, CA 92614 



MAriED 

OCT 06 2011 
OFFICE OF PETITIONS 



In re Patent of Ganaffa 
Patent No. 5,678,541 



Issue Daite: October 21,1 997 
Application No. 08/616,223 
FUing Date: March 5, 1996 



Request for Information 



Attorney Docket No. Atomic- 1 



Request for Information 



This communication responds to a renewed petition under 37 C.F.R. § 1 .378(b) filed April 22, 
2011. 

JBy Petitioner's own admission, the Tachner firni, or persons employed by that firm, have not 
been truthful with the USPTO. Furthermore, there is a specter of bias in the declaration of Dr 
Albert since, at the time of his diagnosis, he was not Janis Foreman's doctor and he was paid to 
provide his opinion by Mr. Tachner. The record fails to include any evidence corroborating Dr. 
Albert's diagnosis. Given the circumstances of this case, corroborating evidence for Dr. Albert's 
diagnosis is required. It is extremely odd that the people that were closest to Ms. Foreman did 
not notice that, as stated by Dr. Albert, she exhibited ^'destabilizing behavior" or that "she lost 
her sense of reality*' or "lost her sense of proportionality ." Further, as stated in Mr, Tachner's 
declaration, it appears that for about two years, Ms. Foreman was failing to bill clients or pay 
firm obligations even though the performance of these tasks appears to have been her primary 
duty. Therefore, it is not clear from the record how Mr. Tachner could have failed to recognize 
Ms. Foreman was failing to properly bill clients and pay firm obligations. 

In response to the instant request for information. Petitioner is required to provide a rebuttal to 
all the assertions set forth in the petition filed July 21, 2010 in U.S. Patent No. 6,205,885.^ 
Furthermore, Petitioner must explain why the current explanation provided in this case is any 
more believable than other explanations previously provided. Petitioner is required to provide 
corroborating evidence of Ms. Foreman's condition from a source that is independent of Dr. 
Albert. Additionally, Petitioner must ftilly discuss how the actions of Ms. Foreman, with regard 



' A copy of the petition can be accessed using the Office's Public Patent Application Information Retrieval system 
located at http://portal.uspto.gov/extemal/portal/pair. 
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to the docket, went undetected from early 2005 until January 201 L Further, Petitioner must 
explain how Ms. Foreman's failure to bill clients and pay firm obligations went undetected from 
early 2005 until the end of 2007. 

Petitioner must submit the requested information within TWO MONTHS of the mailing date of 
this letter. Extensions of time may not be obtained. No additional fee is due for a response to 
the instant request for information. The response to this Requirement for Information should 
include a cover letter entitled "Response to Request for Information." The failure to file a reply 
to the instant Request for Information will be interpreted as a desire to no longer pursue 
reinstatement of the patent and the Office will give no further consideration to the matter. 

Telephone inquiries regarding this communication should be directed to Petitions Attorney 
Steven Brantley at (571) 272-3203. 




Anthony/lnight 
Director 

Office of Petitions 
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Attorney Docket No.: ATOMIC-1 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



Patentee: Dean R. Garraffa ) 

) 

Patent No.: .5.878,541 ) 

) 

Issued: October 21, 1997 ) 

c ) 

For IMPROVED BREATHING REGULATOR) 
APPARATUS HAVING AUTOMATIC ) 
FLOW CONTROL ) 

TRANSMITTAL OF REQEUST FOR RE 
PETITION TO REVIVE A 

MAIL STOP: PETITIONS 
Attn: Charles Steven Brantley 
; Senior p€»titions Attorney 
Commissioner for Patents 
U.S. Paftent & Trademark Office' 
P.b. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir 

Enclosed herein Is this Request For Reconsideration of a Petition under 
Rule 1.378(b} fo revive the aboveoptioned patent by delayed acceptance of 
previously unpaid maintenance fees. The Request is supported by supplemental 
declarations of the undersigned, Leonard Tachner, counsel for the patentee, the 
office manager of counsel's office. Ms. Janis Foreman and physician, Dr. Samuel 
Albert who 1$ a board certified psych latrlst. 

Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations, it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 

e4/27/aeil DALLEN 866938 S67e54I 

ei FC:1S99 2855.88 Dft 

82 FC:i462 488.88 Dfl 
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reconsideration and granting of the pending petition and such is respectfully 
»}licited. 

A fee of $2,455.00 (for the third annuity of $2,055.00 and $400.00 for the 
requested reconsideration) should be deducted from Deposit Account No. 06- 
0930. 




Leonarp Tanner 

Attachments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Samuel H. Albert, M.D. (2 pages) 

3. Addrttonal Dedaraiion of Janis Forieman (3 pages) 



2 
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



Patentee: 
Patent No. 
Issued: 



Dean R. GanBffa 
5.678,541 
October 21, 1997 



For IMPROVED BREATHING REGULATOR! 
APPARATUS HAVING AUTOMATIC 
FLOW CONTROL 



no 



ooo 



ADDmONAL DECLARATION OF LEONARD TACHNER 

BflAIL STOP: PETITIONS 

Attn: Charles Steven Brantley 
Senior Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademark Office 
P.O.Box 1450 
Alexandria. VA 22313-1450 



I, Leonard Tachner, do hereby declare as follows: 



1 . I submit this declaration as an addition to my prior declaration 
submitted with the subject petition. This statement is part of the evidence I am 
filing In support of a request for reconsideration. 

2. When Ms. Foreman told me in 2008 In regard to U.S. Patent No. 6, 
205.885 that the client told her that they would pay their own maintenance fees, 
at first rt didn't seem suspicious because the client usually wrote most or all of the 
specification of their patent applications in order to reduce their fees. They left 
the claims to me to v^te. Only when the client disputed Ms. Foreman's 
statement did I begin to wonder whether Ms. Foreman was mistaken. However, I 
still accepted her assertion that she believed the client had made that statement 



1 
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because up to then (by 2008 she had woriced for me for 30 years) I had no 
reason to doubt her reliabilrty. Only in late 201 0 when she asserted that other 
clients (ATOMIC and GSUF) had also taken on the responsibility to pay their own 
maintenance fees, did I realize that I could no longer tmst her because there was 
evidently something seriously wrong with Ms. Foreman. That is when I decided 
that I needed to have her see Dr. Albert. 

3. Over the 33 years that I have been in my own practice, I have filed 
applications that Issued Into roughly 600 U.S. patents for my clients. In a small 
number of these applications and patents, it has been necessary to file a petition 
to revive due to a delayed response to an Office Action, a late issue fee payment 
and ckx^asibrially a late maintenance fee. Some of these petitions were 
necessary because of failures of clients to communicate in a timely rVianner. Up 
to the recent events; a few such petitions were made necessary by Innocent 
clerical errors of my staff. However, to the best of my recollection, every one of 
those petitions to revive an application or to abcept a late maintenance fee filed 
by my firm, had ultimately been granted. It would be impossible for us to know 
the precise numbers of such petitions, because once resolved, we do not retain 
any data summarizing such events. MoreoveTj many of such files have since 
been transfened to other firms or othen/vise disposed of. 

4. I now better understand the spedflc behavior that was Ms. 
Foreman's issue with meeting office deadlines primarily for paying maintenance 
fees to the U.S. Patent & Trademark Office. She would entirely overtook a 
payment deadline. Then rather than inform me in a timely manner so that I could 
POTiedy the delay, she would "cover up** her omission by alleging that the 
corresponding client had told her in a phone call or face to face discussion that 
they would pay such fees themselves. By way of example, here enclosed is a 
copy of a docket sheet entry apparently made by Ms. Foreman for this particular 
patent, showing that the client would pay their own maintenance fee. Only when 
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I began to see this tjo?© of entry more than once did I begin to understand that I 
had a serious problem. 

5. I believe that the heavy workload I had assigned to Ms. Foreman 
over the past years has contributed to her aberrant behavior. However, I believe 
that her actions went t^yond merely normal stress and anxiety. Based on my 
discussions with Dr. Albert, 1 now recognize that Ms. Foreman had for several 
years since as early as 2005 and as recently as four months ago, been ill and 
unable to cope with her responsibilities. I also believe that her illness was a 
direct cause of the firm's failure to act In a timely manner in behaff of the client in 
this matter. 

6. I regard Ms. Foreman as more than just my employee. After more 
.than three decades of a close vwrking relationship, Ms. Foreman is more lilce a 
member of my family. I believe that is the reason that I did not recognize heir 
problems earlier. She wlll continue to see i>r Albert^at my expense. In the 
meantime I will transfer time^based responsibilities from Ms. Foreman to another 
emptayee. 

Pursuant to the terms of 28 U.S.C. §1746, 1 declare under penalty of 
perjury under the laws of the United S^tesof America that the foregoing is true 
and con^ct. I further declare that all statements made herein of my own 
leiowiedge are true and that all statements made on information and t)elief are 
believed to be true, the declaration made herein are made With the knowledge 
that willful false staternents and the like are punishable by fine, Imprisonment, or 
botfi under 18 LI.S.G. §1001 and mayjeopardize the validity of the above- 
captioned patent. /'"'^ >/ 
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Leonard Tacnner ^ 
Attomey for the Petitioner 
Registration No. 26,344 
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Attorney Docket No.: ATOMiC-1 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



Patentee: Dean R. Garraffa 

Patent No.: 5,678.541 

Issued: October 21, 1997 

For IMPROVED BREATHING REGULATOR; 
APPARATUS HAVING AUTOMATIC 
FLOW CONTROL ' 



ADDITiONAL DECLARATION OF JANIS FOREMAN 

MAIL STOP: PETITIONS 

Attn: Charfes Steven Brantley 
Senior Petittons Attorney 
Commissioner for Patents 
U;S. Patent & TrsKJemarlc Office 
P:OvBox1450 
Alexandria, VA 22313-1450 



I, Janie Foreman, do hereby dedans as follows: 

1 . This declaration is a supplement to my prior declaration submitted 
in regard to a petition to accept an unavoidably delayed payment of the 
maintenance fee for the above-identified patent. 

2, Oyer the past few months I have, as a result of discussions with 
and medical freatment from Dr. Samuel Albert, begun to understand that over the 
last five or six years I have been ill and unable to function nonnally and rationally 
in my employment as Office Manager at the Tachner Law Firm. My mindset was 
more attuned to survival than to property canying out my duties. 

1 
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3. In regard to the subject patent in particular, my duty was to 
communicate In a timely manner with the client who is the patentee of the subject 
patent, to ascertain whether that client wished to have our fimi pay the 
maintenance fee that was required In order to retain the patent. Nonnaliy, I 
would have sent a letter or an email to the client about 45 days before the due 
date for payment of the maintenance fee. Then, if I receive a positive response, I 
would have prepared and mailed or emailed a statement to the client so that 
payment from the client would be received In time to forward the payment to the 
U.S. Patent & Trademark Office before the due date. 

4. It Is my current recollection that what I did instead was to recognize 
that a iriaintenance fee was coming due for this patent, but continually put it off 
as something that I could attend to in due course, since I had more urgent things 
to do before I could get to that matter. Then I would rationalize that I could rely ' 
on a six-month surcharge period if needed and continue to put off communicating 
with the client Eventually, I ran out of time, but it would occur to me that this 
client had wanted to pay Its own maintenance fees and I would simply make such 
an entry In the corresponding docket sheet. 

5. There was no logic or rational explanation for my behavior. I simply 
felt hopelessly ovenvhelmed and this was a way for me to handle It I had no 
animosity toward the client or toward the law firm. It was just my way of coping 
with what I perceived to be an impossible situation without admitting to Mr. 
Tachnerthat t ooutd no longer handle all of my usual responsibilities. 

Pursuant to the terms of 28 U.S.C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America thatthe foregoing is true 
and comect 1 further declare that all statements made herein of my own 
knowledge are true and that all statements made on infonmation and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment or 
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both under 18 U.S.C. §1001 and may jeopardize the validity of the above- 
captioned patent 



Dated: 




3 
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Samuel H. Albert, M.D., Inc. 
Diplomate 

American Board of Psychiatry & Neurology 

I, Dr Samuel Albert, do hereby declare as follows: 

1 . This declaration supplements my prior statement submitted 
previously in regard to this matter. 

2. Based upon my interviews with Ms. Janice P. Foreman, and Mr. 
Leonard Tachner, it Is evident that her problems at her employment stemmed 
from a significant Increase in her workload and responsibilities that occurred at 
about the beginning of 2002 when another law firm went out of business and 
several hundred files were transfierred to the Tachner firm. Evidently, she was 
able to handle the sudden workload Increase for a period of two to three years. 
However, beginning in late 2004, early 2005 she started falling behind and could 
no longer keep current. 

3. In retrospect she now realizes that within a few monthsi thereafter 
she started a pattern of behavior which she now recognizes as irrational. SuOh 
behavior for example included making up false excuses for failing to take 
required actions such as contacting clients; and responding to Mr, Tachner's 
questions with answers that may have had no factual biasis, but which she 
believed would satisfy his inquiry. In rhy opinion, |t \a^s during this peripd 
beginning in mid-2005 when Ms, Foreman Went through a transition from being 
merely over-Worked and highly stressed to being clinically ill. 

4. It appears that the extent of her illness varied depending upon her 
level of stress and anxiety, but that it didn't fully abate until the eariy months of 
201 i . The principal symptom of this illness was her inability to separate real 
events frpni Imagined ones. From time to time during this period, she would liet 
her behavior and her actions be dictated by what she perceived to have 
previously occurred as opposed to events that had actually taken place. 

5. In my opinion therefore, between mid-2005 and late 2010, and 
based upon her prior reliiable behavior in regard to her duties at the Tachner flrm» 
Ms. Foreman's failure to take proper actions were due to a psychosis that 

1 
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manifested in her inability to distinguish real events from imagined ones. This 
condition was of such a degree, that she could not function normally and if she 
were to be questioned or challenged in regard to her behavior, that would raise 
her stress level and exacerbate her condition. I have advised Mr. Tachner and 
IWs. Foreman that it would be my recommendation that Ms. Foreman enter 
treatment on a regular basis so that I can monitor her progress and be sure that 
there is no regression. 

Pursuantto^the tenmsof 28 U.S.C. §1746, 1 declare under penalty of 
peijury under the laws of the United Slates of America that the foregoing Is true 
and con'ect. I further declare that all staitemehts made herein of my owrt 
knowledge are true and tfiat all statements made on information and belief are 
believed to be tme. The declaration made herein are made with the knowledge 
that willful^lse statements and the like are punishable by fine, imprisonment, or 
both undeir 1 8 U.S.C, §1 001 and may jeopardize the validity of the above- 
captidned patent 
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Dated:^ 




Dr. Samuel Albert 




United StateHRtent and Trademark Off^cp 



Commissioner for Patents 
United Stales Patent and Trademark GfTice 
P.O. Box 1450 
Alexandria, VA 22313 1450 
www.usplo.gov 



Leonard Tachner 
Suite 38-E 

17961 Sky Park Circle 
Irvine, GA 92614 



In re Patent of Garraffa 
Patent No; 5,678,541 
Issue Date: October 21, 1997 
Application No. 08/616,223 
Filing Date: March 5, 1996 
Attorney Docket No. Atomic- 1 



MAILED 

FEB 22 2011 
OFRGE OF PETITIONS 



Decision on Petition 



This is a decision on the petition under 37 C.F.R. § 1 .378(b), filed December 22, 2010, to 
reinstate the above-identified patent. 

The petition is DISMISSED. 

Facts 

The instant application was filed March 5, 1 996. 

Attorney Leonard Tachner handled prosecution of the instant application. 

The application issued as a patent on October 21, 1997. 

The 3.5 year maintenance fee of $440 and a surcharge of $65 were timely paid on October 22, 
2001. 

The 7.5 year maintenance fee could have been paid from October 21, 2004, to April 21, 2005, or 
with a surcharge from April 22, 2005, to October 2 1 , 2005. The fee was not timely paid. As a 
result, the patent expired October 22, 2005. 

The petition states the patent is owned by Atomic Aquatics. Dean Garraffa is the sole inventor - 
and a principal of Atomic Aquatics. 

On November 17, 2010, Garraffa contacted Janis Foreman, Tachner's Office manager, and 
requested she supply him with a tabular report showing the current status of Petitioner's patents 
handled by Tachner' s firm. 
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During the creation of the report. Foreman noticed several of Petitioner's patents had expired as 
a result of non-payment of maintenance fees since early 2005. 

GarrafFa received the report on or about November 24^ 2010. Thereafter, Garraffa promptly 
requested a meeting with Tachner to discuss the report. The petition states the expired status of 
the patents shocked Garraffa , as well as another principal of Petitioner. 

The petition states, with emphasis added, 

The declaration evidence shows that over a protracted period[,] beginning in 2005[,] Ms. 
Foretnan experienced a psychological breakdown or psychotic episode as described by 
Dr. Albert.... The breakdown of Ms. Foreman caused her to fail in her office duties 
which included notifying the patentee of the need to pay maintenance fees.... Only [in 
the] past few weeks has her strange and unexpected behavior come to light. 

Ms. Foreman has been a loyal and reliable employee of Tachner' s office for more than 
thirty-two years. She did not exhibit any form of overt personality characteristics or 
behavior which would have led Mr. Tachner to anticipate that she would not have 
fulfilled her normal office duties as she had done for more than three decades. Based 
upon Dr. Albert's interview and diagnosis of Ms. Foreman, it is only now understood 
that she was overworked and stressed beyond her limit ... but that she was 
"progranimed" to hide her predicament for fear of losing her position. 

Tachner's declaration states, 

[Foreman and l] have always maintained clear lines between her responsibilities as an 
employee and mine as a patent attorney.... Her actions in dealing with clients, the U.S. 
Patent and Trademark Office and with our foreign associates, must be based on my 
instructions that she receives by conferring with me. She is not to carry out such actions 
until and unless she first confers with me. Our office procedure is clear - all substantive 
incoming conimunication are to be reviewed by me. 

The petition is accompanied by a declaration by Samuel H. Albert, M.D., a practicing 
psychiatrist. Foreman met with Dr. Albert during late November 2010 at Tachner 's request. 
Dr. Albert's declaration states, 

Based upon [the] facts communicated to me, my reading of the Tachner and Foreman 
statenients and my interview with Ms. Foreman, I have formed a preliminary medical 
opinion as follows: 

Ms. Foreman's irrational behavior is a result of her reaction to a temporary but 
continually increasing workload which became more than she could handle.... 

[S]he evidently became so busy that she's lost the ability to bill clients in a timely 
manner and pay the firm's obligations when they were due.... 
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She began feeling a sense of guilt for not being able to properly handle these 
responsibilities. She did not want to inform Mr. Tachner of these problems.... 
[S]he spent more time concerned with her problems [than] with solving her 
problems. 

She began to do and say unreasonable and unrealistic things.... She lost any sense 
of reality.... Her goal became one of maintaining a sense of continuality and 
stability for Mr. Tachner even by misleading him and making false statements to 
him and to others. Ms. Foreman was suffering from an acute psychotic 
breakdown brought on by rising pressures at her most important environment, her 
workplace where she had succeeded for decades.... 

I believe Ms. Foreman's illness is amenable to treatment 

The instant petition does not appear to be the only petition filed by Tachner on behalf of 



Petitioner, 


Additional petitions include, but are not necessarily limited to: 


1. 


A petition under 37 C.F.R. § 1.378(b) filed for Patent No. 5,803,073 on 




December 22, 2010, 


. 2. 


A petition under 37 C.F.R. § 1.378(b) filed for Patent No. 6,761,163 on 




January 3, 20 11, 


3. 


A petition under 37 C.F.R. § 1 .378(b) filed for Patent No. 6,463,640 on 




January 3, 20 11, 


4. 


A petition under 37 C.F.R. § .1 .137(a) filed for Application No. 29/238,632 




on January 12, 2011, 


5. 


' A petition under 37 C.F.R. § 1 .378(b) filed for Patent No. 6,098,924 on 




Jaiiuary 24, 2011, and 


6. 


A petition under 37 C.F.R. § 1 .378(b) filed for Patent No. 6,347,766 on 




January 24, 2011. 



Law 



A grantable petition under 37 C.F.R. § 1 .378(b) must be accompanied by a showing to the 
satisfaction of the Director that the entire delay in paying the required maintenance fee from the 
due date for the fee until the filing of a grantable petition pursuant to this paragraph was 
unavoidable . 

In order for a party to show unavoidable delay, the party must show "reasonable care was taken 
to ensure that the maintenance fee would be promptly paid."' The level of "reasonable care" 
required to be shown is the same as the level of "care or diligence ... generally used and observed 
by prudent and careful men in relation to their most important business."^ When determining if a 



' 37 C.F.R. § 1, 378(b). 

^ /wreMflWMto/?,38App.D.C.497,514-15(D.C.Cir. 1912). See also Ray v, Lehman, 55 F.3d 606,3^ U,S.P.Q2d 
(BNA) 1786 (Fed. Cir. 1995) (citations omitted) ("[I]n detennining whether a delay in paying a maintenance fee was 
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period of delay has been shown to have been unavoidable, the Office will take "all the facts and 
circumstances into account" and will decide each petition "on a case-by-case basis."'' 

35 U.S.C. § 41(c)(1) states, with emphasis added, *The Director may accept the payment of any 
maintenance fee . . . after the six month grace period if the delay is shown to the satisfaction of 
the Director to have been unavoidable." Therefore, petitioner has the burden of proof The 
decision will be based solely on the written, administrative record in existence. A petition will 
not be granted if petitioner provides insufficient evidence to "show" that the delay was 
unavoidable. 

The Office and Congress have recognized the unavoidable standard can be very difficult to meet. 
During 1992, Congress considered the difficulty involved in reinstating a patent under the 
unavoidable. Congressional representatives described the unavoidable standard as inflexible, 
extremely hard to meet, too stringent and harsh."* Congress did NOT take steps to make the 
unavoidable standard more flexible, easier too meet, less stringent, or less harsh. Instead, 
Congress determined that it would allow patent owners the ability to reinstate a patent under an 
"unintentional" standard as long as the petition was filed within 24 months of the.expiration of 
the patent. Congress chose to continue requiring proof of unavoidable delay for petitions filed 
after the 24 month time period. 

Analysis 

The Error That Led to Non-Payment of the 7.5 year Maintenance Fee 

The petition argues the 7.5 year fee was not paid as a result of an error by Foreman. However, 
the petition does not actually identify the error made by Foreman. In view Petitioner's failure to 
identify Foreman's error, the Office is unable to conclude Tachner's reliance on Foreman not to 
make such an error was reasonable and prudent. In other words, the record fails to establish the 
failure to timely pay the fee was unavoidable. 

Causation 

The petition fails to prove the 7.5 year maintenance fee would have been paid absent Foreman's 
medical, condition. 



unavoidable, one looks to whether the party responsible for payment of the maintenance fee exercised the due care 
of a reasonably prudent person.") 

^ Smith V. Mossinghoff, 671 F.2d 533. 538, 213 U.S.P.Q. (BNA) 977 (D.C. Cir. 1982). 

^ "[The unavoidable] standard has been found to be extremely hard to meet. Some patent owners have lost their 
patent rights due to this inflexible standard." 138 CONG. REC. SI66I3. 16614 (September 30, 1992) (Rep. 
DeConcini) (emphasis added). "The unavoidable standard has proved to be too stringent in many cases." 138 
CONG. REC. Hll 15 (October 3, 1992) (Rep. Hughes) (emphasis added). "The unavoidable standard is *tgo 
stringent . Some patent owners have lost their patent rights due to circumstances that do not warrant this harsh result, 
but that could not be considered 'unavoidable' undercurrent law."' 138 CONG. REC. EI 688 (June 4, 1992) 
(extension of remarks of Rep. McCollum) (emphasis added). 
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The petition asserts Foreman was "overworked and stressed beyond her limits." 



Dr. Albert's statement indicates: 

1 . Tachner began continuously increasing Foreman's workload on an unidentified 
date; 

2. Foreman became overworked and stressed; 

3. "[T]he Tachner law firm is a very busy firm and Ms. Foreman has a "heavy 
workload with many varied and important business responsibilities," and 

4. Foreman was unable "to vent her frustration, the worry, and concern" she felt as 
she fell further and further behind in her work. 



Dr. Albert indicates Foreman eventually suffered an acute psychotic breakdown. However, Dr. 
Albert does not identify the date, or a specific time-frame during which, Foreman transitioned 
from being overworked, stressed employee to an employee suffering from an acute psychotic 
breakdown. In other words, the record fails to prove Foreman's error, resulting in the expiration 
of the patent during October 2005, took place during the period of time Foreman was suffering 
from an acute psychotic breakdown. 

Even if Foreman was suffering from an acute psychotic breakdown during the entire period from 
early 2005 until the date the petition was filed, the record would be insufficient to establish 
causation. The petition appears to simply assume the error was the result of the medical 
condition. However, the record implies the error may have well been the result of other factors, 
such as being overworked and being placed under a heavy workload. 

Foreman's Work Environment 

On an unidentified date, Tachner began to continuously increasing Foreman's workload, As a 
result of the heavier workload, she became overworked, stressed, and too busy to properly 
perform her duties. 

In general, an inverse relationship exists between quality and an employee's workload. In other 
words, the chance of an employee making an error when performing a task increases as the time 
the employee is allowed to spend on the task decreases. Therefore, a reasonable and prudent 
employer, treating the supervision of an employee as the employer's most important business, 
would not simply assume an employee's past quality of work would not suffer as the employer 
continuously increased the employee's workload. Instead, such an employer would take steps to 
ensure the employee could adequately handle the new workload without a drop in quality. The 
record fails to indicate Tachner took any steps to ensure Foreman could adequately handle the 
new workload without a drop in quality. 

If an employer has created a work environment in which employees feel 100% comfortable 
bringing workload issues to the employer's attention, the employer might be reasonable in 
expecting an employee to inform the employer if the employee's workload begins to impact the 
quality of the employee's work. However, the record fails to prove Tachner created such a work 
environment. For example, the petition states, with emphasis added, "[Foreman] was 
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overworked and stressed beyond her limit ... [but was] "programmed" to hide her predicament 
for fear of losing her position'' 

Tachner's Continued Reliance on Foreman After the Expiration the Patent 

In order for relief to be warranted under 37 C.F.R. § 1 .378(b), the record must establish the entire 
delay in the submission of the fee was unavoidable. 

If the expiration of the instant patent been discovered on an earlier date, a petition to reinstate the 
patent could have been filed on an earlier date. Therefore, the Office must determine if the 
failure to discover the expiration of the patent on an earlier date was unavoidable. 

The petition asserts: 

1 . Foreman has been a reliable employee for more than thirty-two years; 

2. "Only [in the] past few weeks has her strange and unexpected behavior come to 
light;" and 

3. "[I]t is only now understood that she was overworked and stressed beyond her 
limit." 

Despite the assertions above, the evidence is insufficient to demonstrate Tachner had no reason 
to suspect Foreman's past work was unreliable prior to discovering the expiration of the patent 
during November 2010. 

The instant decision will discuss facts involving Patent No. 6,205,885, since such facts 
demonstrate Tachner had reasons to doubt the reliability of Foreman's work well before 
November 2010. 

Patent No. 6,205,885 expired as a result of Foreman removing all future maintenance fee due 
dates for all of a client's patents from the docketing system. Tachner filed a renewed petition to 
reinstate the patent under 37 C.F.R. § 1.378(b) on July 31, 2008. Tachner clearly recognized 
Foreman had made an error. For example, page 2 of the petition stated, with emphasis added, 

[The attached Tachner declaration indicates] Ms. Foreman made a profound clerical 
error ... [as a result of] Ms. Foreman's distraction, or confusion or unusual lack of 
dependable adherence to client instructions. 

Tachner's declaration filed with the July 31, 2008 petition references concerns Tachner has 
concerning Foreman's recent conduct and her current ability to perform her job. The declaration 
stated. 

In retrospect, it seemed strange to me that neither we nor the client received a 
maintenance fee reminder for the '855 patent. Ms. Foreman assured me that we had not 
received such document.... [1 also did not receive the prior decision mailed April 9, 
2008.] Ms. Foreman maintained that the April 9 decision letter was not received by our 
office....^ 



^ Paragraph 5. 
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rVe not previously had reason to doubt [Foreman's] work or question her actions.... 

I am taking action immediately to reduce Ms. Foreman's duties in the office.^ 

In view of the prior facts, Tachner appears to have had reasons to doubt Foreman's reliability at 
least as early as July 31, 2008, which was almost 28 months before he discovered the expiration 
of the instant patent. Despite the existence of such reasons, the record fails to indicate Tachner 
took any steps to determine the identity of any other patents which may have expired as a result 
of error{s) by Foreman. The record fails to indicate Tachner would not have learned of the 
expiration of the instant patent on an earlier date if such steps had been taken. Therefore, the 
showing of record is insufficient to prove the entire delay in the submission of the 7.5 year 
maintenance fee was unavoidable. 

Any request for reconsideration should discuss the extent to which Tachner was, or was not, 
reasonable in failing to take steps after July 31, 2008, to identify patents which may have 
unintentionally expired as a result of an error by Foreman. 

Any request for reconsideration should clearly identify all applications in which Tachner filed a 
petition under 37 C.F.'R. § 1.137 between October I, 2004, and February 1, 20 11. The request 
should also identify and fully discuss any errors by Foreman and/or Tachner, which contributed 
to the abandonment of each application. 

Any request for reconsideration should clearly identify all patents in which Tachner filed a 
petition under 37 C.F.R. § 1 .378 between October 1 , 2004, and February 1 , 201 1 The request 
should also identify and fully discuss any errors by Foreman and/or Tachner, which contributed 
to the expiration of the patent. 

Any request for reconsideration should clearly identify all patents, that Tachner is aware of, 
where a party other than Tachner filed a petition under 37 C.F.R. § 1 .378(b) between October 1, 
2004, and February 1, 201 1, asserting Tachnei;, Foreman, or Tachner' s firm made an error which 
contributed to the expiration of the patent. 

Foreman's Authority to Take Various Actions 

The Office is concerned statements in the instant petition involving Foreman's authority, or lack 
of authority, to take various actions. Information provided with petitions filed in Patent No. 
6,205,885, appears to indicate Foreman was allowed to take actions in response to instructions 
from, clients without first discussing the matter with Foreman. However, Tachner's declaration 
in this case states, 

[Foreman and I] have always maintained clear lines between her responsibilities as an 
employee and mine as a patent attorney.... Her actions in dealing with clients, the U.S. 



* Paragraph 7. 
^ Paragraph 9. 
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Patent and Trademark Office and with our foreign associates, must be based on my 
instructions that she receives by conferring with me. She is not to carry out such actions 
until and unless she first confers with me. Our office procedure is clear - all substantive 
incoming communication are to be reviewed by me. 

Any request for reconsideration should fully discuss the extent to which Foreman was, or was 
not, permitted to take actions involving the payment of maintenance fees without first discussing 
the matter with Tachner. 

In view of the prior discussion, the showing of record is not sufficient to establish that the entire 
delay was unavoidable within the meaning of 37 C.F.R. § 1.378(b). 

The Address of Record 

The address on the petition is different than the address of record. As a courtesy, the Office is 
mailing the instant decision to the address on the petition. However, future communications will 
be mailed solely to the current address of record absent the filing of a request to change the 
address of record. 

Petitioner's Current Options 

I. Petitioner may file a request for reconsideration. 

Any request for reconsideration must be submitted within TWO (2) MONTHS from the mail 
date of this decision and include a non-refundable petition fee of $400. Extensions of time under 
37 C.F.R, § 1.136(a) are NOT permitted. The reconsideration request should include a cover 
letter entitled "Renewed Petition under 37 CFR 1 .378(b)." This is not a final agency action 
within the meaning of 5 U.S.C. § 704. 

After a decision on the petition for reconsideration is issued no further reconsideration or 
review of the matter will be undertaken by the Director , Therefore, it is extremely important that 
petitioner supply anx and all relevant information and documentation with his request for 
reconsideration. The Commissioner's decision will be based solely on the administrative record 
in existence. Petitioner should remember that it is not enough that the delay was unavoidable; 
petitioner must prove that the delay was unavoidable. A petition will not be granted if petitioner 
provides insufficient evidence to "show" that the delay was unavoidable. Therefore, if a request 
for reconsideration is filed, it must establish that the entire delay in the submission of the 
maintenance fee was unavoidable. 

II. Petitioner may request a refund of the maintenance fee and surcharge which accompanied the 
petition. 

Since the petition is dismissed, petitioner may request a refund of the maintenance fee and 
surcharge, Petitioner is reminded that if a request for reconsideration is later filed along with the 
$400 fee, the $400 will not be refunded. A request for a refund should be sent to: Mail Stop 16, 
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Commissioner for Patents, P.O. Box 1450, Alexandria, VA 223 13-1450. A copy of this decision 
should accompany any request for refund. 

Further correspondence with respect to this matter may be submitted as follows: 

A request for reconsideration may be filed electronically using EFS Web. 
Document Code "PET.OP" should be used if the request is filed electronically. 

Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, V A 22313-1450 

(571)273-8300 
Attn: Office of Petitions 

U.S. Patent and Trademark Office 
Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Telephone inquiries regarding this communication should be directed to Petitions Attorney 
Steven Brantley at (571) 272-3203. 




Charles Steven Brantley 
Senior Petitions Attorney 
Office of Petitions 



By Internet: 
By mail: 

By facsimile: 
By hand: 



* General Information concerning EFS Web can be found at http://www.uspto.gov/patents/process/flle/efs/index.jsp. 
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PETITION TO ACCEPT UNAVOIDABLY DELAYED PAYMENT OF 
MAINTENANCE FEE IN AN EXPIRED PATENT137 CFR 1, 378(b)) 



Docket Number (Optibnat) 
ATOMIC-1 



M^t to: Mail Stop Petition 

Commissionef for Patents 
P.O. Box 1450 
Aieoiandria VA 22313-1450 
Fax: (571)273-8300 

NOTE: If information or assistance is needed in completing this form, please contact Petitions infomrtatlon at 
(571)272-32S2. 



Patent Numt^er. 5.978>541 



Application Numt>er: 



Issue Date: October 21, 1997 



Filing Date: March 15, 1996 



CAUTION: Maintenance fee (and surcf^rge. if any) payment must correctly identifyr (1 ) the patent 

number (or reissue patent number, if a reissue) and (2) the application number of the actual. 
U S. application (or reissue application) leading to issuance of that patent to ensure tiie fee(8) 
rs/ara assodated with the correct patent 37 CFR 1.366(c) and (d). 



Also ooftipfetei the followins information. If applicable: 

The above-ldcTTtified patent: 

n is a reissue of original Patent No. 



original appRcatlon number 
original fHing date 



81/11/2811 DALLEN e888eei& 



B6B938 



I I resuited from the entry into the U,S. under 35 U.S.C. 371 of international appiication 
- filed on . 



(2) transmitted by facsimile ori the date sho\Am below to 
6300. 



/ Date 7 




(571)273^ 



LEONARD TACHNER 

Typed or printed name of person signing Certificate 
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CERTIFICATE OF MAIUNG OR TRANSMISSION (37 CFR i.d(a)) 

I hereby certify tiiat this paper (along with any paper referred to as t>eing attached or enclosed) is 

(1) being d^sited with the United States Postal Service on the date showp^owvy^^ suffident postage as first class 
mail In an envelope addressed, to Mall Stop Petition, Commissioner for F5a(entsly* 6. Box 1450, Aliwcartdria, VA22313- 
1450OR 



[p€$e1of4] 

Thl$ ecDtttfon of InfonnmiDn Is roquircd by 97 CPP i.378(b). The tnformatton Is requtred to oMatn or retetn a benem by the pubic vtftlch to file (and by the USFTO 
to pnxMS) an applk^tton. Confttenilamy fs9ovomed by 39 U^C l^and 37 CFR 1.11 end .1.1 4. This oonecOon la esdmatsd to talia 6 houjv to compima. tnduding 
QBlhi^fln), preparing, «Rd siibmmtns-tha oon^etsd appQcaffon totm ta (he USPTO. Time v«fl] vary dependtn^ upon the Individual caa& Any obmments on the amount 
o/Ome you fBqiire to compteta thbfomi dnd/«r wpyktrra (brredi^he thla buidaa fihould be^nt to the CNetf infomBtkm Officer. U^. Pertem end TVadamark 
Offke^ li.S. Depertmem of Commemet P.O. Bqk i4€0, A109(«ndrfe. VA 22313.1450. DO NOT SEND FEES OR COMPLCrEO FORMS TO THIS ADDRESS. 9EK0 
TO* MbU SiDp Pstftton. C<imintsslonor for Patonbv P.Q. ami 14s0» Atexandrla, VA 2231 3>1430. 
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1. SMALL ENTrrr 

FT] Patentee claims, or has previously claimed, small entity status. See 37 CFR 1 .27 

2. LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS 

□ Patentee Is no longer entitled to small entity status. See 37 CFR 1 .27(g) 

3. MAINTENANCE FEE (37 CFR 1 .20(eHg)) 

Th& appropriate maintenance fee must be submitted with this petition, unless it was paid earlier. 



NOT Small Entity 
Amount Fee (Code) 


Small Entity 
Amount Fee (Code) 


1 1 $ 3VSvrfae (1551) 
1 \ S 7 14 vr fee (1552) 
pi S imvrfee (1553) 


1 1 S 3 14 yr fee (2551) 
(3 * ^240 7V6vrfee (2552) 
[/] $ 2055 l1V4vrfee (2553) 



MAINTENANCE FEE BEING SUBMITTED $ 



4. SURCHARGE 

The surcharge required by 37 CFR 1 .20(1X1 ) of $ 122 (Fee Code 1557) must De paid as a 

condition of accepting unavoidably delayed payment of the maintenance fee. 

SURCHARGE FEE BEING SUBMITTED $ TOO 



5. MANNER OF PAYMENT 

Enclosed is a check for the sum of $ 

Please charge Deposit Account No. 0^0^^^ the sum of $ 399^ 

Payment by credit card. Fonn PTO-2038 Is attactied. 

6. AUTHORIZATION TO CHARGE ANY FEE DEFICIENCY 
The Director Is hereby authortzed to charge any maintenance fee, surcharge or petition fee deficiency to 

r^ppmntAeemintKlQ 06-0930 . 
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7. OVERPAYMENT 



Ad to any overpayment mact8» please 

f/l Credi* to Deposit Account No. 06-0930 
OR 

rn Send refund c^eck 



WARNING: 

Petitionef/appficant is cautioned to avoid submitting personal information in documents filed in a patent application that may 
oontrttartB to identity theft Personal infomiatiaft such as social security numl>er5. t>ank accxjunt numbers, or credit card 
riumt>ans (omier than a chacK or credit card authorization form PTa2038 submmed for payment purposes) Is never required by 
the U8PTO to support a petition or an application. If this type of persona) information is Inciuded in documents submitted to ^e 
USPfb, palfttoneis/applicanfts should consider redacting such personaJ infbrmatinn from the documents before submitting them 
to the USPTO. Petitioner/applicant is advised that the reco-d of a patent application is available to the public after pubBcation of 
the applfcation (unless a non-publication request in compliance with 37 CFR 1 .213(a) is made in the application) or issuance of 
a patent iFurthermore, the record from an abandoned application may also be available to the public if the application is 
referenced in a published application or an issued patent (see 37 CFR 1.14). Checks and credit card authorization forms PTO- 
2038 sutKnitted for payment purposes are not retained in the applica^on file and thenafore are hot publicly available. 



8. SHOWING 

The ejidosed statement will show that the detay in timely paymem of the maintenance fee was urvavoidaWe 
since reasonable care was taken to ensure that the maintenance fee would be paid timely and that this 
petition is being filed promptly after the patentee was notified of, or otherwise became aware of, the 
expiration of the patent The statement must enumerate the steps taken to ensure limefy payment of the 
maintenance fee. the date and the manner In which the patentee became aware of the expiration of the 
patent and the steps taken to file the petition promptly. 



\ 



R(S) REQUESTS THAT THE DEUYED PAYMENT OF THE MAI^fTENANCE PEE BE ACCEPTED AND THE 

PetftioneKs) ^ 9ate 




LEONARD.TACHNER 

Typed or printed r^me(s) 



26,344 

Registration Number^ if applicable 



17961 SKY PARK CIRCLE, SUITE 38-E 
Aooress 

IRVINE, CALIFORNIA 92614 

" — — — ~ Address ' 



949-752-8525 



Telephone Number 



ENCLOSURES: 

Mairttenanoo Fee Paym^ 
I/I Statement why maintenance fee was not paid timely 
171 Surcharge under 37 CFR 1.20(iKi )(fee fbrfiIing the maintenance fee petition) 
Q Other 
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37 CFR 1 .378(d) states: 'Any petition under this section must be signed by an attonr^ey or agent 
registered to practice befwe the Patent and Trademark Office, or by the patentee, the assignee, or 
other part^ Interest" jf 



LEONARD TACHNER 



26.344 



Type or printed name 



Registration Number, if applicable 



STATEMENT 



(In the space below, please provide the shewing of iinavoldabte delay redted In paragraph 8 above.) 

This petition is supported by declarations of the undersigned, Leonard Tachuer 
counsel for the patentee, the office manager of counsel's office, Ms. Janis 
foreman and a physician. Dr. Sanmel A.. Albert who Is a board certified 
psychiatrist* 

The declaration evidence shows that over a protracted period beginning in 2005 
Ms. Foreman experienced a psychological breakdown or psychotic episode as. 
described by Dr. Albert who has Interviewed her for purposes of making his 
enclosed Statement /Declaration* The breakdown of Ms, Foreman- caused her to 
fail in her office duties which included notifying the patentee of the need to 
pay maintenance fees, obtaining the client's authorization to make such 
payments and then proceeding to send such payments to the U.S. Patent & 
Trademark Office in a timely manner. Only int he past few weeks has her 
strange and une^ected behavior come to light. 

Ms. Foreman has been a loyal and reliable employee of Tachuer 's office for mor^ 
than thirty-two years* She did. not exhibit any form of overt personality 
characceri$tic$ or behavior which would have led Hr. Tachuer to anticipate 
that she would not have fulfilled her normal office duties as she had done 
for. more Chan three decades. Baaed upon Dr. Albert* s interview and diagnosis 
of Ms. Foreman, it is only now understood that she was overworked and stressed 
beyond her lijnit (see Dr. Albext*s Statement/Declaration) but th^t she was 
*^progTaiiraed" to hide her predicament for fear of losing her position* 
Based upon the foregoing as more thoroughly detailed In the enclosed 
declarations, it is earnestly believed that the revival of the subject patent 
based upon entirely unforeseen circumstances that were truly "unavoidable", 
Justify a granting of this petition and such is* respectfully solicited* 



(Please attach aMiUonal sheets ifadditionat ^ace is needecO 
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I, Leonard Tachner, do hereby declare as follows: ^'''''QE OF PETITIONS 

A. INTRODUCTION I ! 

1 . I am a member of the State Bar of California (1 973| and admitted to 
practice before the U.S. Patent and Trademark Office (1971). I make this 
declaration in support of petition under Rule 1 .378(b). This declaration is based 
on my personal knowledge and if called as a witness, I could and would testify 
competently to the facts set forth herein under oath, 

B, BACKGROUND AND PROFESSIONAL EXPERIENCE 

2. I earned a Bachelor of Science degree in Electrical Engineering 
from City College of ttie State University of New York in 1965 and a Master of 
Science degree In Electrical Engineering from Califomia State University at Long 
Beach In 1 969. I received a Juris Doctor degree cum laude from Western State 
University in 1973, 

3. I was admitted to practice before the United States Patent and 
Trademark Office as a patent agent since about December 1 971 and I was 
assigned registration number 26,344. I was admitted to the State Bar of 
California fn 1973, Over my entire career no disciplinary action has been taken 
against me by the United States Patent and Trademark Office, the State Bar of 
California or any other agency or adrriiriistrative body. 

4. I am admitted to practice before the U.S. Supreme Court, the Court 
of Appeals for the Federal Circuit, the Ninth Circuit Court of Appeals, all the U.S. 
District Courts of Califomia and the Supreme Court of Califomja. 

5i I began my legal career in 1 973 and have molne than 35 years of 
private practice experience iri intellectual property matters including patent, 
trademark, copyright and unfair competition^ I began my Own private practice as 
a patent attorney In March 1978, initially as a partner in a small fimri and later as 
a sole practitioner in 1984. 

6, I have prepared and prosecuted over 800 p.S. patent applications. 
In addition, 1 have been lead trial counsel in numerous U.S. District Court trials 
involving patent validity and infringement and served as a testifying patent law 
expert in federal district court litigation and arbitration proceedings. 
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7. I have an "Av" Martlndale-Hubbell Peer Review rating. 
C. LAW PRACTICE MANAGEMENT 

8. I have two employees working full time as office staff. Janis 
Foreman is my office manager. Ms. Foreman was hired in June 1978 and has 
been oontinuairy employed by me since that time. In 1988 I hired Jodie Pyle as a 
typist Jodie, now Mrs. Jodie Miller, has been continually employed by me since 
that time. 

9. For at least the past twenty years, Ms. Foreman, as office manager, 
has been res(X>nsibie for entering Infomiation Into my patent and trademark 
docket and handling routine communications with clients and associates, all 
under my direction and supervision. In addition, Ms. Foreman does the 
bookkeeping for my office Including billing and tracking our accounts receivable 
and accounts payable. She also prepares the final version of documents to be 
filed In the U.S. Patent and Trademark Office. 

10. I have personally devoted uncountable hours to training and 
teaching Ms. Foreman over the past three decades. Over the last thirty two 
years of employment, she has become well-trained in every aspect of the 
administration of my practice. However, despite her acumen,, we have always 
maintained clear lines between her responsibilities as an employee and mine as 
a patent attorney. Her work is done under my supervision. She Is not authorized 
to make any decision that could affect, diminish or be Inimical in any way to a 
client's rights. Her actions in dealing with clients, the U.S. Patent and Trademark 
Office and with our;forelgr\ associates, must be basetj on my instructions that she 
receives by conferring with me. She is not to carry oi4 such actions until and 
unless she first confers with me. Our office procedure is clear - all substantive 
incoming communications are to be reviewed by me. , 

11. I maintain a docketing system whereby Ms. Foreman receives all 
incoming correspondence and dockets relevant dates in our electronic docket 
As each due date in the docket is responded to Ms. Foreman has the 
responsibility for noting when the due date was met. 



2 
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12. I maintain supervisory authorfty of the docket I routinely check the 
docket to keep aware of upcoming deadlines. I also regularly confer with Janis 
regarding matters coming up on the docket. Ms. Foreman also reviews the 
docket for upcoming due dates. Where appropriate, Ms. Foreman consults with 
me regarding matters entered into the docketing system. 

13. When Ms. Foreman is either sick or on vacation or othen^/ise 
unavailable, Jodie fills in. Jodie's responsibilities include, typing drafte of patent 
applications and prosecution documents and preparing form letters to clients. 

14. Over the years of her employment in my office. Ms. Foreman has 
been a loyal and devoted employee. Janis has normally handled her 
responsibilities in a professional and competent manner. 

D. CHRONOLOGY OF EVENTS IN THIS MATTER 

15. On or about Monday November 22, 2010 Ms, Foreman showed me 
a table of patent-related matters of Atomic Aquatics that she had prepared at the 
request of Mr. Dean Garraffa, one of that compan/s principals. Atomic Aquatics 
has been an important client of mine for about the past fifteen years and I have 
known its principals, Dean Garraffa and Doug Toth for more than twenty years. 

1 6. I noticed that the table had a number of entries for Atomic Aquatics 
issued U.S. Patents which indicated that they had become abandoned for failure 
to pay maintenance fees between 2005 and 2008. She informed me that she 
believed that these abandonments were known to the client's principals and were 
the result of their lack of adequate funds or because the corresponding products 
had become obsolete. To the best of my knowledge, Ms. Foreman sent this 
table to Mr. Garraffa that day on Wednesday morning. November 24. On that 
same day I lefl Southern California for the four-day Thanksgiving weekend, 
arriving at my destination that evening. I checked rny email and opened an email 
from Ms. Foreman stating that Mr. Ganaffa had received the table and had called 
the office that day and expressed a desire to see rne as soon as I returned from 
the Thanksgiving weekend. 
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1 7. When f returned to the office on Monday November 29, 2010, Mr. 
Garraffa was already waiting for me in the lobby talking to Ms. Foreman, He 
Indicated a need to meet with me to speak to me about the contents of the table 
Ms. Foreman had sent to him. Mr. Garraffa then proceeded to explain that he 
and Mr. Toth were shocked to team that several of their issued U.S. patents had 
apparently expired without their knowledge and that they needed to find out how 
it had happened and what could be done to remedy the situation. I told him that t 
would investigate the various files involved and report to him as soon as . 
possible. ; 

18. Over the ensuing two days I had discussions with Ms. Foreman and 
I examined a number of the Atomic Aquatics patent files. I also spoke to Mr. 
Garraffa about a provisional application that was supposed to be followed by a 
corresponding non-provisional but hadn't been.. In examining the file, I found 
various instructions I had prepared for Ms, Foreman including a set of claims for 
the non-provisional, but no evidence that Ms. Foreman had carried out my 
instructions or that a non-provfslonal had been prepared and filed. It became 
evident to me that Ms. Foreman had failed to do her work in regard to a number 
of Atomic Aquatics files including the file No. ATOMIC-1 (Patent No. 5,678,541) 
for which this petition is being filed. . 

19. When I confronted her, she eventually admitted to me that she had 
lost control of her tasks, partlculariy over a several year period between 2005 
and 2008 when she just couldn't keep up with the demands of the job and 
perform all of her duties in a timely manner. She revealed that she was too 
afraid and embarrassed to tell me about this behavior. I then reported to Mr. 
Ganraffa and advised him that I would Immediately begin preparation of petitions 
to revive the Atomic Aquatics patents,that had been lost as a result of Ms. 
Foreman's shocking and totally unexpected behavior. 
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20. I arranged for Ms, Foreman to c»nsutt with a psychiatrist 
acquaintance so t could learn whether her problems were treatable and whether I 
could trust her work In the future, A Declaration Report of Dr. Samuel Albert is 
enclosed herewith. 

21 . Based upon Dr. Albert's Report and my own observations, I believe 
that Ms. Foreman, as a result of overwork and stress beyond her limit, 
experienced a lengthy period of irrational behavior. During this period she simply 
didn't carry out air of her usual responsibilities including communicating with 
clients and paying patent Issue and maintenance fees including the following: file 
Nto. ATOMIC-1 for Patent No. 5,678,541 maintenance fees. Furthermore, Ms. 
Foreman was afraid to admit her inadequacies and endanger her position which 
had become such a predomlriant aspect of her life. Consequently, she did all 
she could to hide the problems until just recently. 

Pursuant to the terms of 28 U.S.G. §1746. 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and connect. I further declare that all statements made herein of my own 
knowledge are true arid that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment or 
both under 18 U.S.C. §1001 and may jeopardize the validity of the above- 
captioned patent 
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I, Janis Foreman, do hereby declare as follows: 

A, INTRODUCTION 

1 . This declaration Is based on my personal knowledge and If called 
as a witness, I could and would testify competently to the facts set forth herein 
under oath. 

B, BACKGROUND AND PROFESSIONAL EXPERIENCE 

2. I am the office manager for attorney Leonard Tachner. I was hired 
in June 1 978 and have been continually employed by Mr. Tachner since that 
time. 

3. Over the past thirty two years, I have received an extensive amount 
of training and instruction from Mr. Tacrfiner in all aspects of his practice. For the 
last approximately twenty years, I have been responsible for entering Infonnation 
into Mr. Tachner's patent and trademark docket. I handle routine 
communications with clients and associates, all under Mr. Tachner's direction 
and supervision. I also manage the bookkeeping, billing, and tracking of Mr. 
TachneKs accounts receivable and accounts payable. I prepare the find[ version 
of documents to be filed In the U.S. Patent and Trademark Office. 

4. Our office procedures are clearly defined by Mr Tachner. I receive 
all incoming con-espondence and docket relevant dates in our electtx)nic docket. 
As each due date in the docket Is responded to, I am responsible for noting In the 
electronic docket when the due date was met. 

5. Mr. Tachner maintains supervisory authority of the docket and 
routinely checks It for accuracy and upcoming deadlines. Mr. Tachner regulariy 
confers with me reganJing matters coming up on the docket. I review the docket 
dally for upcoming due dates and Mr. Tachner periodically reviews the docket for 
the same purpose. Where appropriate, I consult with Mr. Tachner reganJing 
matters entered into the docketing system. 

6. In connection with preparing this declaration, I have reviewed 
correspondence, emails and other documents relating to this matter, Though I . 
cannot explain or justify many of my actions described below, I have set forth in 
this declaration my true recollection of the events. 

1 
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C. CHRONOLOGY OF EVENTS IN THIS MATTER 

7. On or about November 17, 2010, 1 received a phone call from Mr. 
bean Garraffa of Atomic Aquatics. He asked me to prepare a tabular report 
shbvwng the current status of all of their patent-related files in our office. 

8. In response to Mr. Garraffa's request, I spent the followir>g two days 
carefully examining all of the patent-refated files of Atomic Aquatics. I found that 
there were a number of issued patents that had expired for non-payment of 
maintenance fees that had been due to be paid since as early as 2005. I also 
found a pending design patent application that had become abandoned for failure 
to pay an issue fee and a provisional application that had been allowed to lapse 
without filing a correspjonding non-provisional, 

9. I actualiy filled, out the tabular report to reflect the tirue status of all 
of the Atomic Aquatic files, but I could not fully understand why there appeared to 
toe numerous probfenls assodated w^^ these files, particularly In regard to the 
past several years* My initial reaction was that the client had commuriioated 
authorization to withhold such payrrients and filings because of their financial 
problems or product obsolescence, but 1 could not find any documents or other 
evidence supporting these 'Teelings". In retrospect, i now realize that these were 
unsupported rationalizations that cover a period of several years during which 1 
was functioning at less than my normal capabilities. 

1 0. I don't know precisely what may have affected my mental 
performance during this period, but I do recall that I was under a great deal of 
pressure and stress due to my work load and that I was feeling continuously 
ovenA/he^lmed and unable to keep up; However, I was reluctant to tell Mr, 
Tachner of my concems because I dld not want to disappoint him after so many 
years. 

11 . Upon discussing thfs matter with Mr. tachner and Dr. Samuel 
Albert,, I now realize that it was a mistake to keep Mr. Tachner in the dartc in 
regard to my sense of being overwhelmed and that I ishould have informed Mr. 
Tachner of my need for help. I also now realize the harm my actions have 
caused the client and Mr. Tachner. I am truly sorry. 

; 2 
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Pursuant to the terms of 26 U.S.C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing Is true 
and correct. I further declare that all statements made her^n of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are madeiwith the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.C. §1001 and may jeopardize the validity; of the above- 
captioned patent. j 



Janis Forema 
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Statement of Samuel H. Albert. M,D. ; 
• ^ ' \ ' , 

I Samuel H, Albert, M.D.i am a practising Psychiatrist haying an office in 
Fountain Valley, Califomia. I have been a licensed physician in the State of California 
b^inning July 1, 1969. I have been in practice as a Psychiatrist since October 1 , 1972 
and a board certified Psychiatrist since November 1978. 'I 

In late November 2010 I was asked to render professional consultation as a 
psychiatric expert for the purpose of diagnosing a Ms. Janis Foreman, who is a legal 
secretary and office manager for Attorney Leonard Tachner in Irvine, Califomia. 

J' 

I was presented wfth certain facts relating to Ms. Foreman's job role and 
apparent Irrational behaviour over the past few years or so In regard to her performance 
of her duties at Mr, Tachner*s office. As I understand these facts. Ms, Foreman has 
had for over thirty years working in the Tachner law finn, the resporisibility for billing 
clients for professional services carried out by the Tachner firm, as well as 
communicating with vendors of outside services for the firm and its clients, and 
generally mnning the day to day activities of the firm according to established mles and 
instructions of Mr. Tachner 

Besides Ms. Foreman and Mr. Tachner, I am informed that there is another full 
time secretary who takes instruction directly from Ms. Foreman and that from time to 
time there are one or two additional part time employees who may be brought in to 
cany out certain maintenance-type activities such as library upkeep, filing, copying, mail 
preparation and the like. 

As I understand their relationship, Mr. Tachner spends his time mostiy doing 
legal work for the farm's clients and he depends heavily on Ms. Foreman to run the 
business aspects of the firm including billing, docketing, payroll and communicating with 
outside service providers. She also handles Mr. Tachner's document preparation and 
maintaining his files which are quite numerous. Clearty from what I've teamed, the 
Tachner law firm Is a very busy finm and Ms. Foreman has a heavy worlctoad with many 
varied and important responsibilities. 

I have had ttie opportunity to read Mr. Tachner's statement regarding Ms. 
Foreman's behaviour in relation to the client Atomic Aquatics. I have also read Ms. 
Foreman's statement pertaining to thdse matters. In addition, I have had a two hour 
Interview with Ms. Foreman in which ^he participated voluntarily at the request of Mr. 
Tachner. 
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I do not consider Ms. Janis Foreman to be a patient of mine at this time because 
I have been asked to consult in the capacity of an expert with the intent of 
communicating my diagnosis with the constraints of physician-patient privilege. I have 
made this special purpose of my participation in this matter clear to Ms. Foreman and 
she has acknowledged that she understands that she is not my patient and that I am 
not her physician. 

Based upon these facts communicated to me, my reading of the Tachner and 
Foreman statements and my interview with Ms. Foreman, I have fonmed a preliminary 
medical opinion as follows: 

Ms. Foreman*s irrational behaviour is a result of her reaction to a temporary but 
continually increased work overload which became more than she could handle without 
any apparent way to vent the frustratton, the wony and concern that's she increasingly 
felt as she fell behind In her work. 

She correctly regards her most significant responsibility as control of cash flow 
by timely billing of clients and payments to vendors. In the period from early 2005 to 
the end of 2007, she evidently became so busy thaf s she lost the ability to bill clients in 
a timely manner and pay the firm's obligations when they were due. 

She began feeling a sense of guilt for not being able to properly handle these 
responsibilities. She did not want to inform Mr. Tachner of these problerns because 
she did not want to have her position diminished or lose any esteem In the eyes of her 
boss. She had no one else to tell of these difficulties and therefore no way to share 
these problems. After almost 30 years of being so capable and trustworthy, she could 
not bring herself to admit any inability to handle her responsibilities. She worried about 
her job, she worried about what Mr. Tachner would think of her, she spent more time 
concerned with her problems then with solving her problems. 

This type of destabilizing behaviour resulted in a spiralling down in her ability to 
think and act rationally. She began to do and say unreasonable and unrealistic things. 
She lost any sense of reality. She lost her sense of proportionality. Her goal became 
one of maintaining a sense of continuality and stability for Mr. Tachner even by 
misleading him and making false statements to him and to others, Ms. Foreman was 
suffering form an acute psychotic breakdown brought on by rising pressures at her most 
important environment, her workplace where she had succeeded for decades. 
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CONFIDENTIAl 



If Ms. Foreman were my patient t would propose that she undergo a program of 
therapy designed to give her a better sense of balance to handle such occasions of 
high levels of work pressure in a more motive and stable manner. I would prescribe an 
antj-depressant medication to address her symptoms of depression. Such medications 
include Prozac,. Paxil, Zoloft, Lexapro, Wellbutrin and others. I would prescribe an anti- 
anxiety medication to address her symptoms of anxiety. Such medications include 
Librium, Ativan, Klonopin, Tranxene and others. 

I would suggest to her that she should help her employer adjust her office 
responsibilities to reduce her work load rf possible. I believe that Ms. Foreman's illness 
Is amenable to treatment 



I declare under penalty of perjury that the foregoing is true and conrect. 
Executed this J3_ day of December 2010 at Fountain Valley, Calrfomla. 



Samuel H. AJbert. M.D. 
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The following information is appended so as to provide medical basis and reasoning for 
my conclusion: 

Assigned Duties and Work Load of Ms. Foreman: 

Ms. Janis Foreman is a Caucasian female age 61 , bom 4-26-1949. She has been an 
emptoyee since June 19, 1978 of Leonard Tachner, Esq. Ms. Foreman is the office 
manager. 

Ms. Foreman states that she is a Legal Secretary and is the Manager of the office 
where she works. She describes her assigned duties as numerous, detailed and often 
overwhelming. 

She states, "I have a giant case load. I do many jobs,** Among the long list of tasks for 
which she is responsible, she mentioned the following: 

TASKS RELATED TO THE LEGAL WORK OF THE OFFICE: 



1. Managing the foreign filing of patent information, 

2. Managing the United States filing of patent information, 

3. File patent application in the United States, 

4. File world-wide trademarks, a cumbersome process, 

5. File United States trademark applications, 

6. Obtain required documents from the client and the United States 
Patent Office. 

7. Obtains a United States copy of certified documents, 

8. Prepares and files Assignment documents in the United States and 
Worldwide, 

9. She does docketing of all the documents that enter the office. 

10. She sends out form letters. 

1 1 . Prepares and obtains Power of Attorneys from companies, 

12. She types all amendments and applications, 

13. She files copyrights, 

14. She does filing, pulling and replacing files, 

15. She does drawing confections and declarations, "ril get the 
draftsman to come In and do new drawings**. 

16* Oversee preparation of photocopying (me or Jodie), 

17. She does work related to the international Patent Cooperation Treaty 
(POT). She does work related to the PCT, an international treaty 
involving nations that have signed the PCT agreement with the U.S.A., 

18. Letters take a great deal of time and each tetter has to be placed in the 
file appropriate to the letter, 

19. From the parent case there are often several other cases that come from 
the parent case, each having its own number, 

20. Oversigrrt of the office docketing system, 
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21. Typing of drafts of patent applications and prosecution documents. 



TIIWE PRESSURES often become extreme due to the following factors 

1 . Everything received by the office has a deadline of 30, 60 or 90 days, 

2. Often the inventor works for a company and then leaves the company. 



OVERWORK of Ms. Foreman can be ascertained by examining these factors: 
The quantity of documents is massive. 

Locate a misplaced document might take several hours or days. 

Ms. Foreman often works 2 or 3 nights extra each week to 7-10 PM depending on what 

is going on in the office. 



ASSIGNED OFFICE TASKS NOT RELATED TO THE LEGAL WORK 

1. Ms. Foreman does the billing of clients for the office, and the bill 
paying. The attorney In the office signs the checks. 

2. Pays bills. 

3. Bills clients. 

4. Bill clients for costs. 

5. "I am responsible to obtain supplies for the office; i order or buy supplies 
at Sam's Warehouse or Costco stores or stationary stores includinj^ soft 
drinks and bulk paper^. 

6. She cleans the office on the weekends. 



HELP AND ASSISTANCE ARE PRAOVIDED BY ADDITIONAL EMPLOYEES IN THE 
OFFICE. TO A LIMITED DEGREE. 

The Secretary (Jodie) does help a bit. 
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CONFIDENTIAL 

Current psychiatric mental status evaluation: 

Caucasian Female appearing her stated age. Judgement intact for basic activities of 
daily life, but Is revealed to be quite weak during the time of the events starting in early 
2005. She did think in a way that can only be described as psychotic at the time. She 
made extremely poor decislonSi thought in unusual manners, believed events to be true 
that were in fact false, and acted upon these convictions rather than logic or the usual 
standing orders of her employer. 

Mer mood is one of anxiety with an undercurrent of depression. Her daily life is usually 
non-eventful- She spends most of our evaluation session talking about the events 
which occurred while she was employed by the law firm of Leonard Tachner, She has 
many recollections of the events. Speech is grammatical most of the time. No stutter, 
stammer or lisp. Dress Is casual, with cotton-wash pants arid a nondescript shirt. No 
jew^elry other than an inexpensive wristwatch. No symptoms to indicate disorientation, 
hallucinations, illusions, delusions, tirue phobias, obsessive thinking, compulsive or 
stereotypic movement inappropriate affect. Affect is congruent to speech and thought 
and is appropriate mood. Psychological understanding and insight is absent 

biagrnosis: Major Depression, severe* with psychotic episodes. 
Generalized Anxiety Disorder 



Very truly yours. 



Samuel H. Albert, M.O. 
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NOTICE OF PATENT EXPIRATION 



According to the records of the U.S. Patent and Trademark Office (USPTO), payment of the 
maintenance fee for the patent(s) listed below has not been received timely prior to the 
end of the six-month grace period in accordance with 37 CFR 1.362(e). THE PATENT(S) 
LISTED BELOW HAS THEREFORE EXPIRED AS OF THE END OF THE GRACE PERIOD. 
35 U.S.C. 41(b). Notice of the expiration will be published in the USPTO Official Gazette . 



Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 CFR 1.20(i) are paid, AND the delay in 
payment of the maintenance fee is shown to the satisfaction of the Director to have been 
unavoidable or unintentional. 35 U.S.C. 41(c)(1). 

If the Director accepts payment of the maintenance fee and surcharge upon petition under 
37 CFR 1.378. the patent shall be considered as not having expired but would be subject to 
the intervening rights and conditions set forth in 35 U.S.C. 41(c)(2). 

For instructions on filing a petition under 37 CFR 1.378 to reinstate an expired patent, you 
may call the USPTO Contact Center at 800-786-9199 or 703-308-4357. 



U.S. 

^TENT APPLICATION PATENT APPLICATION EXPIRATION ATTORNEY 

JMBER NUMBER ISSUE DATE FILING DATE DATE DOCKET NUMBER 

ijBSh] 08616223 10/21/97 03/15/96 10/21/05 




UNITED STATES|pPARTMENT OF COMMERCE 
Patent and Trademark Office 

ASSISTANT SECRETARY AND COMMISSIONER 
OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 



P75IVI 

LEONARD TACHNER DATE PRINTED 

SUITE 295 

3990 WESTERLY PLACE 11/27/01 
NEWPORT BEACH CA 92660 



NOTICE OF PATENT EXPIRATION 



According to the records of the Patent and Trademark Office, payment of the maintenance fee 
for the patents listed below has not been timely received prior to the end of the six-month grace 
period in accordance with 37 CFR 1.362(e). THE PATENT(S) LISTED BELOW HAS THEREFORE 
EXPIRED AS OF THE END OF THE GRACE PERIOD. 35 U.S.C. 41(b). 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the maintenance 
fee and the surcharge set forth in 37 CFR 1.20(m) are paid, AND THE DELAY IN PAYMENT 
OF THE MAINTENANCE FEE IS SHOWN TO THE SATISFACTION OF THE COMMISSIONER 
TO HAVE BEEN UNAVOIDABLE. 35 U.S.C. 41(c)(1). 

IF THE COMMISSIONER ACCEPTS PAYMENT OF THE MAINTENANCE FEE UPON PETITION, 
THE PATENT SHALL BE CONSIDERED AS NOT HAVING EXPIRED, BUT WOULD BE SUBJECT 
TO THE INTERVENING RIGHTS AND CONDITIONS SET FORTH IN 35 U.S.C 41(c)(2). 

NOTICE OF THE EXPIRATION WILL BE PUBLISHED IN THE OFFICIAL GAZETTE. 



U.S. 

PATENT SERIAL PATENT APPLICATION EXPIRATION ATTORNEY 

NUMBER NUMBER DATE FILING DATE DATE DOCKET NUMBER 

5678541 08616223 10/21/97 03/15/96 10/21/01 




a United States Patent and Trademark Office 



Commissioner por Pxicntb 
UNTieo States Patent and TtuoeMARK OmcE 
Washington. O.C. zozai 
wtww.usi^gov 



Paper No. 6 



BENOIT CASTEL 

745 SOUTH 23RD STREET 

ARLINGTON, VA 22202 



COPY MAILED 



AUG 8 2001 



In re Patent No. 5,678,541 
Issue Date: October 21, 1997 
Application No. 08/616,223 



OFFICE OF PETITIONS 
A/C PATENTS 



NOTICE 



Filed: March 15, 1996 
Attorney Docket No. ATOMIC- 1 



This is a notice regarding your request for acceptance of a fee deficiency submission 
xmder 37 CFR 1.28. On September 1, 1998, the Court of i^peals for the Federal 
Circuit held that 37 CFR 1.28(c) is the sole provision governing the time for 
correction of the erroneous payment of the issue fee as a small entity. See DH 
Technology v. Svnergvstex International. Inc. 154 F.Sd 1333, 47 USPQ2d 
1865 (Fed. Cir. Sept. 1, 1998). 

The Of&ce no longer investigates or rejects original or reissue applications under 37 
CFR 1.56. 1098 Oft Gaz. Pat. Office 602 (January 3, 1989). Therefore, nothing 
in this Notice is intended to imply that an investigation was done. 

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED. 

Inquiries related to this communication shoidd be directed to the Office of Petitions 
Staff at (703) 305-9285. 

This file is being forwarded to Files Repository. 



Wan Ltfymon 
Petitions Examiner 
Office of Petitions 
Office of the Deputy Commissioner 
for Patent Examination Fohcy 




Petitioner's Exhibit W 



Post-Issuance History in 
Pat. No. 5,803,073 
"Atomic-2" 
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United States Patent and Trademark Office 



Commissioner for Patents 
United States Patent and Trademark Offtce 
P.O. Box 1450 
Alexandria. VA 22313-1450 

www4ispto.gov 



LEONARD TACHNER 
SUITE 295 

3990 WESIERLY PLACE 
NEWPORT BEACH CA 92660* 

In re Patent No. 5,803,073 
Issue Date: September 8, 1998 
Application No. 08/613,070 
Filed: March 8,1996 
Atty. Dkt. No. ATOMIC-2 



MAriED 

OCT 06 2011 
OFFICE OF PETITIONS 

REQUEST FOR INFORMATION 



This letter is in response to the petition under 37 CFR 1 .378(e), filed April 1 8, 20 1 L The required 
petition fee of $400.00 has been charged to the authorized deposit account. 

By Petitioner's own admission, the Tachner firm, or persons employed by that firm, have not been 
truthful with the USPTO. Furthermore, there is a specter of bias in the declaration of Dr. Albert 
since, at the time of his diagnosis, he was not Janis Foreman's doctor and he was paid to provide his 
opinion by Mr. Tachner. The record fails to include any evidence corroborating Dr. Albert's 
diagnosis. Given the circumstances of this case, corroborating evidence for Dr. Albert's diagnosis is 
required. 

It is extremely odd that the people that were closest to Ms. Foreman did not notice that, as stated by 
Dr. Albert, she exhibited "destabilizing behavior" or that "she lost her sense of reality" or "lost her 
sense of proportionality." Further, as stated in Mr. Tachner's declaration, it appears that for about 
two years, Ms. Foreman was failing to bill clients or pay firm obligations even though the 
performance of these tasks appears to have been her primary duty. Therefore, it is not clear from the 
record how Mr. Tachner could have failed to recognize Ms. Foreman was failing to properly bill 
clients and pay firm obligations. 



In response to the instant request for information. Petitioner is required to provide a rebuttal to all the 
assertions set forth in the petition filed July 21, 201 0 in U.S. Patent No. 6,205,885.' Furthermore, 
Petitioner must explain why the current explanation provided in this case is any more believable than 
other explanations previously provided. Petitioner is required to provide corroborating evidence of 
Ms. Foreman's condition from a source that is independent of Dr. Albert. Additionally, Petitioner 
must fully discuss how the actions of Ms. Foreman, witfi regard to the docket, went undetected from 
early 2005 until January 2011 . Further, Petitioner must explain how Ms. Foreman's failure to bill 
clients and pay firm obligations went undetected from early 2005 until the end of 2007, 

Petitioner must submit the requested information within TWO MONTHS of the mailing date of this 
letter. Extensions of time may not be obtained. No additional fee is due for a response to the instant 



* A copy of the petition can be accessed using the Office's Public Patent Application Information Retrieval system 
located at http://portaLuspto.gov/extemal/portal/pair. 



Patent No. 5,803,073 



Page 2 



request for information. The response to this Requirement for Information should include a cover 
letter entitled "Response to Request for Information." The failure to file a reply to the instant 
Request for Information will be interpreted as a desire to no longer pursue reinstatement of the patent 
and the Office will give no further consideration to the matter. 

Further correspondence with respect to this matter should be addressed as follows: 

By mail: Mail Stop PETITIONS 

Commissioner for Patents 
Post Office Box 1450 
Alexandria, VA 22313-1450 

By hand: Customer Service Window 

Mail Stop Petitions 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

By fax: (571)273-8300 

ATTN: Office of Petitions 

Any questions concerning this matter may be directed to Attorney Advisor Alesia M. Brown at (571) 



272-3205. 




Director . 
Office ofPetifions 



United States Patent and Trademark Office 



Commissioner for Patents 
United States Patent and Trademark OfTtce 

P.O. Box 1450 
Alexandria. VA 22313-1450 

www.uspto.gov 



LEONARD TACHNER MAfLED 

SUITE 295 OCT 06 2011 

3990 WESTERLY PLACE u u tu i • 

NEWPORT BEACH CA 92660 OFRCE OF PETITIONS 

In re Patent No. 5,803,073 : 

Issue Date: September 8, 1 998 : REQUEST FOR INFORMATION 

Application No. 08/613,070 : 
Filed: March 8i 1996 : 
Atty. Dfct. No. ATOMIC-2 : 

This letter is in response to the petition under 37 CFR 1.378(e), filed April 18, 2011. The required 
petition fee of $400.00 has been charged to the authorized dieposit account. 

By Petitioner's own admission, the Tachner firm, or persons employed by that firm, have not been 
truthful with the USPTO. Furthermore, there is a specter of bias in the declaration of Dr. Albert 
since, at the time of his diagnosis, he was not Janis Foreman's doctor and he was paid to provide his 
Opinion by Mr, Tachner. The record fails to include any evidence corroborating Dr. Albert's 
diagnosis. Given the circumstances of this case, corroborating evidence for Dn Albert's diagnosis is 
required. 

U is extremely odd that the people that were closest to M^. Forenian did not notice that, as stated by 
Dr. Albert, she exhibited "destabilizing behavior'' or that; "she lost her sense of reality" or "lost her 
sense of proportionality." Further, as stated in Mr. Tachner's declaration, it appears that for about 
two years, Ms. Foreman was failing to bill clients or pay firm obligations even though the 
perfdrmance of these tasks appears to have been her primary duty. Therefore, it is not clear from the 
record how Mr. Tachner could have failed to recognize Ms. Foreman was failing to properly bill 
clients and pay firm obligations. 

In response to the instant request for information. Petitioner is required to provide a rebuttal to all the 
assertions set forth in the petition filed July 21, 2010 in U.S. Patent No. 6,205,885.' Furthermore, 
Petitioner must explain why the current explanation provided in this case is any more believable than 
other explanations previously provided. Petitioner is required to provide corroborating evidence of 
Ms. Foreman's condition fi-om a source that is independent of Dr. Albert. Additionally, Petitioner 
itiust fully discuss how the aictions of Ms. Foreman, with regard to the docket, went undetected fi-om 
eariy 2005 until January 201 1 . Further, Petitioner must explain how Ms. Foreman's fai lure to bill 
clients and pay firm obligations went undetected from early 2005 until the end of 2007. 

Petitioner must submit the requested information within TWO MONTHS of the mailing date of this 
letter: Extensions of time may not be obtained. No additional fee is due for a response to the instant 



' A copy of the petition can be accessed using the Office's Public Patent Application Information Retrieval system 
located at htqp://portal.uspto.gov/extiema]/poital/pair. 



Patent No. 5,803,073 



Page 2 



request for infonnation. The response to this Requirement for Information should include a cover 
letter entitled "Re^onse to Request for Information." The failure to file a reply to the instant 
Request for Information will be interpreted as a desire to no longer pursue reinstatement of the patent 
and the Office will give no further consideration to the matter. 

Further correspondence with respect to this matter should be addressed as follows: 

By mail : Mail Stop PETITIONS 

Commissioner for Patents 
Post Office Box 1450 
Alexandria, VA 22313-1450 

By hand: Customer Service Window 

Mail Stop Petitions 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

By fax: (571)273-8300 

ATTN: Office of Petitions 

Any questions concerning this matter may be directed to Attorney Advisor Alesia M. Browrt at (5TI) 
272-3205. 




Anthdn) 
Director 

Office of Petitions 



^ OA/22/2 ftll 09:38 FAX 8499552415 LAW OFFICE OF L TACHNER 12003 

RECEIVED 
CENTRAL FAX CEMTER 

APR 2 2 2011 

Attorney Docket No.: ATOMIC-10 S 

i 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE ^ 

CO 



Patentee: Douglas J. Toth 

Patent No.: 6,463,640 
Issued: October 1 5, 2002 

For STRAP CONNECTING BUCKLE 



TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 

MAIL STOP; PETITIONS 

Attn: Christina Tartera Donneil 
Senior Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademarl^ Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir. 

Enclosed herein is this Request For Reconsideration of a Petition under 
Rule 1.378(b) to revive the above-captfoned patent by delayed acceptance of 
previously unpaid maintenance fees. The Request is supported by supplemental 
declarations of the undersigned, Leonard Tachner, counsel for the patentee, the 
office manager of counsel's office, Ms. Janis Foreman and physician. Dr. Samuel 
Altjert who Is a board certified psychiatrist. 

Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations, ft is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were tmly "unavoidable", justifies 
reconsideration and granting of the pending petition and such Is respectfully 
solicited. 



-o 



U9 
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LAW OFFICE OF L TACHNER 



A fee of $1 ,640.00 (for the second annuity $1 ,240.00 and $400.00 for the 
requested reconsideration) should be deducted from Deposit Account No. 06- 
0930. 




Attachments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Samuel H. Albert, M.D. (2 pages) 

3. Additional Declaration of Janis Foreman (3 pages) 
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RECEIVED 
CENTRAL FAX CENTER 
LEONARD TACHNER . .p ^ ™ 

A PROFESSIONAL LAW CORPORATION Z * ^" 

REGISTERED PATENT ATTORNEY 
17961 SKY PARK CIRCLE 
SUITE 38-E 

IRVINE, CALIFORNIA 92614-6364 S ' 

PATENTS TEL: (949) 752-8525 ^ 

TRADEMARKS FAX: (949)955-2416 ^ 

COPYRIGHTS 



CX) 

3C • ■ -r. 



PLEASE DELIVER THE FOLLOWING MATERIAL AS SOON AS POSSIBLE 

TO: Christina Tartera Donnell, Senior Petitions Attorney 

FROM: Leonard Tachner 

NUMBER OF PAGES: 6 riNCLUDlNG THIS COVER PAGE) 
DATE SENT: 4~22-ii ^TIME SENT: n am 



ro 



RE: 5.803,073 and 6,463,640 ^(CLIENT AND/OR DOCKET NO.) 

PLEASE NOTIFY OPERATOR IMMEDFATELY IF THE ABOVE IS 'NOT RECEIVED PROPERLY AT (949) 762^525 

UNLESS OTHERWISE INDICATED OR OBVIOUs"fROM THE NATURE OF THernMVsim^ 
CONTAINED IN THIS FACSIMILE MESSAGE IS ATTORNEY/CUENT PRIVILEGED AND CONFIDENTIAL 
INFORMATION INTENDED FOR THE USE OF THE INDIVIDUAL OR ENTITY NAMED ABOVE. IF THE READER OF 
Bl!?.MI§S?lSE ISSfiSI THE INTENDED RECIPIENT. OR EMPLOYEE. OR AGENT RESPONSIBLE TO DELIVER IT TO 
THE INTENDED RECIPIENT. YOU ARE HEREBY NOtlRED THAT AnV DISSEMINATION, DISTRIBUTION OR 
COPYING OF THIS COMMUNICATION IS STRICTLY PROHIBITED. IF YOU HAVE RECEIVED THIS COMMUNICATION 
IN ERROR OR ARE NOT SURE WHETHER IT IS PRIVILE<>ED, PLEASE IMMEDIATELY NOTIFY US BY COLLECT 
TELEPHONE AND RETURN THE ORIGINAL MESSAGE TO U& AT THE /^BOVE ADDRESS VIA THE U.S. POSTAL 
SERVICE AT OUR EXPENSE. THANK YOU. 

Dear Ms. Donnell: We recently filed Requests For Reconsideration of a Petition under 
Rule 1.3.78(b) to revive the above-captloned patents by delayed acceptance of previously 
unpaid maintenance fees. (see copy of transmittal letter for each case attached). 
The transmittal letters requested the fees be deducted from our Deposit Account 
06-0930. We have no'ticed that and extra $1,240.00 in fees was charged for 6,463,640 
on April 14, That overcharge resulted in a deficiency on April 19 when the fees 
needed for 5,803,073 were deducted from our Deposit Account. Please can you correct 
the overcharge for Patent 6,463,640 of $1,240.00 and deduct the remaining fees for 
Patent No. 5,803,073 of $2,055.00 from our Deposit Account. We are enclosing a copy 
of our Deposit Account statement for April 2011. Thank you for your assistance. 
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LAW OFFICE OF L TACHNER 




APR 2 2 2011 



' Altomey Docket No.: ATOMIC-2 



IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



Patentee: 



Patent No.: 



Issued: 



September 8, 1998 



Douglas J. Toth 



5.803.073 




For AN IMPROVED SECOND STAGE 
SCUBA DIVINGING REGULATOR 
HAVING A PNEUMATIC DEPENDENT 
ANTI-SET FEATURE 



TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETmON TO REVIVE A PATENT 

MAIL STOP: PETITIONS 

Attn: Christina Tartera Donneli 
Senior Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria. VA 22313-1450 



Enclosed herein is this Request For Reconsideration of a Petition under 
Rule 1 .378(b) to revive the above-captioned patent by delayed acceptance of 
pre\4ousty unpaid maintenance fees. The Request is supported by supplemental 
declarations of the undersigned, Leonard Tachner, counsel for the patentee, the 
office manager of counsel's office, Ms. Janis Foreman and physician, Dr. Samuel 
Albert who is a board certified psychiatrist. 

« 

Based upon the foregoing as more thoroughly detailed In the enclosed 
declarations, it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 



Dear Sir 



I 



PAGE 5l6'RCVDATmin:43:49PM [Eastern Dayigl)tTlmel'SVR:WfTOFAX4)0IO 



04/22/2011 09:4liFAl 9489552415 LAW OFFICE OF L TACHNER 




reconsideration and granting of the pending petition and such is respectfully 
solicited. 

A fee of $4,355.00 (for the second annuity $1,240.00; third annuity 
$2,055.00; Original Petition Fee $700.00; and $400.00 for the requested 
reconsideration) should be deducted from Deposit Account No. 06-0930. 




Attachments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Samuel H. Albert, M.D. (2 pages) 

3. Additionat DeclarationofJanls Foreman (3 pages) 



2 
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LAW OFFICE OF L TACHNER ©005 

RECEIVED 
CENfTRAL FAX CENTER 

APR 21 2011 

Attorney Docket No.: ATOMIC-2 • " ^ * 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



Patentee: Douglas J. loth ) 

Patent No.: 5.803,073 ) 

issued: Septembers. 1998 ) ^mZo'i?? 

) '^^^ ^^^^ATIQH 
For AN IMPROVED SECOND STAGE ) 

SGUBA DIVINGING REGULATOR ) 

HAVING A PNEUMATIC DEPENDENT ) 

ANTI-SET FEATURE ) 

TRANSMITTAL OF REQEUST FOR RECONSI DERATION OF A 
PETITION TO RgVlVE A PATENT 

MAIL STOP; PETITIONS 

Attn: Christina Tartera Donnell 
Senior Petitions Attonney 
Commissioner for Patents 
U.S. Patent & Tradema* Office 
P.O. Box i 460 
Alexandria. VA 2231 3-1 450 

Dear Sin 

Enclosed herein is this Request For Reconsideration of a Petition under 
Rule 1.378(b) to revive the above-captioned patent by delayed acceptance of 
previously unpaid maintenance fees. The Request is supported by supplemental 
declarations of the undersigned. Leonard Tachner, counsel for the patentee* the 
office manager of counsel*s office, Ms. Janis Foreman and physician. Dr. Samuel 
Albert who Is a board certified psychiatrist. 

Based upon the foregoing as more thoroughly detailed In the enclosed 
declarations, it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 



1 
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reconsideration and granting of the pending petition and such is respectfuily 
solicited. 

A fee of $4,355.00 (for the second annuity $1 ,240.00; third annuity 
$2,055.00; Original Petition Fee $700.00; and $400.00 for the requested 
reconsideration) should be deducted from Deposit Account No. 06-0930. 




Attachments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Samuel H. Albert, M.D. (2 pages) 

3. Additional Declaration of Janis Foreman (3 pages) 



2 
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CEWTRALFAXCENTEF 
APR 1 5 20(1 



Attorney Docket No.: ATOMIC-2 



IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



Pateritee: 
Patent No.: 
Issued: 



Douglas J. Toth 
5.803,073 
Septembers, 1998 



) 
) 

For AN IMPROVED SECOND STAGE ) 
SGUBA DMNGING REGULATOR ) 
HAVING A PNEUMATIC DEPENDENT ) 
ANTI-SET FEATURE ) 



? 

cx> 



TRANSMITTAL OF REQEIIST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 



84/19/2811 DALLEN 68888888 8^8938.. 5883873 



81 FC:1599 

82 FC:1462 



1948.88 DA 
488.88 DA 



MAIL STOP: PETITIONS 

Attn: Christina Tartefa Donnell 
Sen»r Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademarl< Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir 

Enclosed herein is this Request For Reconsideration of a Petition under 
Role 1 .378(b) to revive the above-captioned patent by delayed acceptance of 
pr^iausly unpaid maintenance fees. The Request is supported by supplemental 
declarations of the undereigned, Leonard Tachner, counsel for the patentee, the 
office manager of counsel's office, Ms. Janis Foreman and physician. Dr. Samuel 
Albert who is a board certified psychiatrist. 



Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations, it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 
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APR 1 5 2011 

reconsideration and granting of the pending petition and such is respectfully 
solicited. 

A fee of $4,355.00 (for the second annuity $1 ,240.00; third annuity 
$2,055.00; Original Petition Fee $700.00: and $400.00 for the requested 
reconsideratton) should be deducted from Deposit Account No. 06-0930. 



Attachments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Sarnuel H. Albert, M.D. (2 pages) 

3. Additional Declaratior^ of Jariis Foreman (3 pages) 
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Attorney Docket No.: ATOMIC-2 

IN THE UNITED STATES PATENT & TRADEMARK OFHCE 



FOn AN IMPROVED SECOND STAGE 
SCUBA DMNGING REGULATOR 
HAVING A PNEUMATIC DEPENDENT 
ANTI-SEr FEATURE 



ADDITIONAL DECLARATION OF LEONARD TACHNER 
MAIL STOP: raTITIONS 

Attn: Ghrtstlha. Tartera Donnell .. / 
Senior Petitions Attorney . ^ • 

Commissioner for Patents 

U S. Patent & Trademark Office ^ 
P.O. Box 1460 
Alexandria. VA 22313-1450 

I, Leonard Tachner, dp hereby declare as fpltovys: 



1. I submit this declaratrpn as an addition to my prior declaratfon 
submitted with the subject petition. This statement is part of the evidence I am 
filing in support of a request for reconsideration. 



2, When Ms. Foreman told me In 20O8 in regard to U.S. Patent No. 6, 
205,885 that the client told her that they would pay their own maintenance fees, 
at first ft didn't seem suspicious because the client usually wrote most or all of the 
specification of their patent applications In order to reduce their fees. They left 
the claims to me to write. Only when the client disputed Ms. Foreman's 
statement did I begin to wonder whether Ms. Foreman was mistaten. However, I 



Patentee: 



Douglas J. Toth 



Patent No.: 



5,803,073 



Issued: 



Septembers, 1998 



1 
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still accepted her assertion that she believed the client had made that statement 
because up to Ihen (by 2008 she had worked for me for 30 years) I had no 
reason to doubt her reliability. Only in late 201 0 vt/hen she asserted that other 
clfente (ATOMIC and CSUF) had also taken on the responsibility to pay their own 
maintenance fees, did I realize that I could no longer tmst her because there was 
evidently something seriously wrong with Ms. Foreman. That Is when I decided 
that I needed to have her see Dr. Albert, 

3. Over the 33 years that I have been in my own praellce, I have filed 
applications that issued Into roughly 600 U.S. patents for my clients. In a small 
riumber of these applications and patents, It has been necessary to file a petition 
to revive due to a delayed response to an Office Action, a late issue fee payment 
and occasionally a late rnaintenance fee. Some of these petitions were 

necessary because of faiilures of clients to communicate jn a timely manner. Up . . 
to the recent events; a few such petitions were made necessary by Innocent ; 5? 
clericar errors of my staff . However, to the best of my recollection, every one of ^ 
those petitions to revive an application or to accept a late maintenance fee filed 'n 
by my firiTi, had ultimately been grarited. Itwould be impossible for us to know 1 
the precise hurnbers of such petitions, because once resolved, we do not retain 
any data summarizing such events. Moreover, many of such files have since 
been transferred to other firms or othennrtse disposed of, 

4. I how better understand the specific behavior that was Ms. 
Foreman's issue with meeting office deadlines primarily for paying maintenarice 
fees to the U.S. Patent & Trademaric Office. She would entirely overtook a 
payment deadline. Then rather than inform me in a timely manner so that I couW 
remedy the; delay, she would "cover up" her bmlsslbh by alleging that the 
corresponding dient had told her in a phone call or face to face discussion that 
they would pay such fees themselves. By way of example, here enclosed is a^ 
copy of a docket sheet entry apparently made by Ms. Foreman for this particular 
patent, showing that the client would pay their own maintenance fee. Only when 
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I began to see this type of entry more than once dfd I begin to understand that I 
had a serious problem. 

5. I ibelieve that the heavy workload I had assigned to Ms. Foreman 
over the past years has contributed to her aberrant behavior. However, I believe 
that her actions went beyond merely normal stress and anxiety. Based on my 
discussions with Dr. Albert, I now recognize that Ms, Foreman had for several 
years since as early as20D5 and as recently as four months ago, been III and 
unable to cope with her responsibilities. I also believe that her Illness was a 
direct cause of the firm's failure to act in a timely manner in behalf of the client in 
this matter. 

ff 

8. I regard Ms. FonBman as more than just my employee. After more 
than three decades of a close working^relationshlpi Ms. Foreman is more like a. ' 

: meml)er of my family. I believe that is the r0dsOh that I did not recognize her r . 

. problems earlier. She will continue jo see Or. Alt»ert at my expense. In the ft 
meantime I will transfer time-based responsibilities from Ws. Foreman to another, c 

.-employee. w-.^^ • • 

Pui^uant to the terms of 28 U.S.C. §1746, 1 declare under penalty of 
penury under the laws of the United States of America that the foregoing is tme 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on infomiation and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.C. §1001 and may jeopardize thgL:Yalidity of the above- 
captioned patent 



Dated: 

Leonard "B&chMr 
Attorney /or the Petitioner 
Reglstralton No. 26^344 
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Samuel H. Albei% Inc. 
Diplomate 

American Board of Psychiatry & Neurology 

I, Dr. Samuel Albert, do hereby declare as follows: 

1 ; This declaration supplements my prior statement submitted 
previously In regard to this matter. 

2. Based upon my interyievvs with Ms. Janice P. Foreman, and Mr. 
, Leonard Tachner, It Is evident that her problerns at her employment stemmed 
from a significant increase In her workload and responsibilities that occurred at 
about the beginning of 2002 when another law firm went out of business and 
several hundred files were transferred to the Tachner fimi. Evidently, she was 
able to handle the sudden workload increase for a period of two to three years. 
However, beginning In late 2004. early 2005 she started falling behind and could 
no longer keep current; • - ■■; 

.;; .. 3.. ln*retrc^pWt%he riow're^ ; "., 

- ..&he started a pattern: bf behavior which she how rect^iiiizes as, irrational. Such ^ [ 

- behavlpr for example iriclud^^^^ . . . 
" "1requ1red aiaiorisiiucW^a^ responding to Mr. Tachner's .. 

questions with answers that may have had no factual basis, but which she 
believed would satisfy his inquiry. In my opinion, it was during this period 
beglnnihg In mid-2005 when Ms. Foreman went through a transition from being 
merely over-worked and highly stressed to being clinically III. 

4. ir appears that the extent of her illness varied depending upon her 
level of stress and anxiety, but that it didn't fully abate until the early months of 
201 1 . The principal symptom of this Illness was her Inability to separate real 
events fronri imagined ones. From time to time during this period, she would let 
her behavior and her actions be dictated by what she perceived to have 
previously occurred as opposed to events that had actually taken place, 

5. In my opinion therefore, between mid-2005 and late 2010. and 
based upon her prior reliable behavior In regard to her duties at the Tachner fimn, 
Ms. f oreman's failure to takeprbper actions were due to a psychosis that 

1 
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manifested in her inability to distinguish real events from imagined ones. This 
condition was of such a degree, that she could not function normally and if she 
were to be questioned or challenged in regard to her behavior, that would raise 
her stress level and exacerbate her condition. I have advised Mr. Tachner and 
Ms. Foreman that it would be my recommendation that Ms. Foreman enter 
treatment on a regular basis so that I can monitor her progress and be sure that 
there is no regression. 

Pursuant to the temis of 28 U.S.C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is tme 
and correct. 1 further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under18 y.S.C. §1.Q01 and mayjeopardize the validity of the above- 
captioned patent. " ..j':-^- '/ , 



Dated: 




: . Dr. Samuel Albert 
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CENTRAL FAXCENTER 
Attorney Docket No.: ATOMIG-2 APR 1 5 2011 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

Patenteei Douglas J. Toth ) 

) 

Patent No.: 5,803.073 ' ) 

) 

(issued: Septeniber 8, 1998 ) 

) 

For AN IMPROVED SECOND STAGE ) 
SCUBA DIVINGING REGULATOR ) 
HAVING A PNEUMATIC DEPENDENT ) 
ANTI-SET FEATURE ) 



ADOmONAL DECLARATION OF JANIS FOREMAN 

MAIL STOP; PETrriONS • ^ 

; Attn: GHrtstina Tartera D^^ ; :l. -/ 

Senior ffetitions Attorney ' '^'}y . }■ 

:-Go.mniissior^er for Patents hH^r.' ■■.■■^'^ ■'^'t y-. ; ■•' 

U.S. Patent &Traaertiark Office .; ,' ; 

P.O. Box 1450 ■ / : \ ■ 

Alexandria. VA 2231^1450: ' - - - • 

i. Janis Foreman, do hereby declare as follows: 



1 . This declaration Is a supplement to my prior declaration subrnlttied 
in regard to a petition to accept ah unavoidably delayed payment of the 
maintenance f0e for the above-jdentified patent. 



2. Over the past few months I have, as a result of discussions with 
arid medical treatment from Dr. Siamuel Albert, begun to understand that over the 
last five or 6ix years t have been ill and unable to function nomiaily and rationally 
in my employment as Office Manager at the Tachner Law Firm. My mindset was 
more attuned to survival than to property carrying out my duties. 



1 
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3. In regard to the subject patent in particular, my duty ^was to 
communicate in a timely manner with the client who is the patentee of the subject 
patent, to ascertain whether that client wished to have our firm pay the 
maintenance fee that was required in order to retain the patent. Normally, I 
would have sent a letter or an email to the client about 45 days before the due 
date for payment of the maintenance fee. Then, if I receive a positive response. I 
vrauld have prepared and mailed or emailed a statement to the client so that 
payment from the client would be received in time to forward the payment to the 
U.S. Patent & Trademark Office before the due date. 

4. It is my curent recollection that what I did instead was to recognize 
that a maintenance fee was coming due for this patent, but continually put it off 
as something that I could attend to in due course, since I had more urgent things 
to do before ! could get to that rnatter. Then I vvould rationalize that I could rely ^ 
on a six-fnonth surcharge period if needed and continue to put off communicating 
with the client. Eventually J ran out of^^^^ 

client had wanted to pay its own maintenance fees and. I would simply make such 
an entry fn the con^S|3onding docket sheet 

5. There was no logic or rational explanation for my behavior. I simply 
felt hopelessly ovenwhelmed and this was a way for me to handle it. I had no 
animosrty toward the client or toward the law finm. It was just my way of coping 
with what I perceived to be an impossible situatbn without admitting to Mr. 
Tachner that I could no longer handle all of my usual responslbilrties. 

Pursuant to the terms of 28 U.S.C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of Amenca that the foregoing is true 
and correct I further declare that all statements made herein of my own 
knowledge are tme and that all statements made on information and belief are 
believed to be true. The declaration made herein are made v^th the knowledge 
that willful false statements and the like are punishable by fine, imprisonment or 

2 
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both under 18 U.S.C. §1001 and may jeopardize the validfty of the above- 
captioned patent. 



Dated: "^-/^^V/ (Aa^^^ ymi^^/^MJ 

fenjs Foreman 
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Commissioner for Patents 
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P.O. Box 1450 
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LEONARD TACHNER, A PROFESSIONAL LAW MAILED 
CORPORATION 

1 796 1 SKY PARK CIRCLE, SUITE 3 8-E FEB 1 5 Z 0 1 1 

IRVINE CA 92614 OFFICE OF PETITIONS 



In re Patent No. 5,803,073 : 

Issue Date: September 8, 1998 : DECISION ON PETITION 

Application No. 08/613,070 : 
Filed: March 8, 1996 

Attorney Docket No. ATOMIC-2 : 



This is a decision in response to the petition under 37 CFR 1.378(b), filed December 22, 2010, to 
accept the unavoidably delayed payment of the maintenance fee for the above-identified patent. 

The patent issued on September 8, 1998. The maintenance fee could have been paid during the period 
from September 8, 2005 through March 8, 2006, or with a surcharge during the period from March 9, 
2006 through September 8, 2006. Accordingly, this patent expired on September 9, 2006, for failure to 
timely remit the maintenance fee. 

A grantable petition to accept a delayed maintenance fee payment under 37 CFR 1 .378(b) must include 
the following: 

(1) the required maintenance fee set forth in § 1. 20(e) through (g); 

(2) the surcharge set forth in § 1.20(i)(l); and 

(3) a showing that the delay was unavoidable since reasonable care was taken to 
ensure that the maintenance fee would be paid timely and that the petition was filed 
promptly after the patentee was notified of, or otherwise became aware of, the expiration of 
the patent. The showing must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which patentee became aware, of the expiration 
of the patent, and the steps taken to file the petition promptly. 



The present petition lacks items (1), (2) and (3). 



Patent No. 5,803,073 
Application No. 08/613,070 



Page 2 



The USPTO finance record reveals that the Deposit Account contains insufficient funds to charge the 
$1,240.00 maintenance fee due at 7.5 years, the $2,055.00 maintenance fee due at 11. 5 years, and the 
$700.00 surcharge after expiration. The Office notes that the maintenance fees, as well as the required 
surcharge, must be paid as a condition for accepting the late maintenance fee on petition. 

In view of the above, the Office is unable to treat the present petition on the merits until petitioner 
submits a new petition under 37 CFR 1 .378(b), the payment for the surcharge after expiration 
(currently $700.00), the maintenance fees due at 7.5 and 1 1 .5 years, as well as documentary evidence 
in support of a showing of unavoidable delay. Thus, the petition is dismissed . The Office reminds 
petitioner that the fees must be paid in the amount due on the date the new petition is filed. 

Although the Office will not address the petition on its merits, the Office reminds petitioner that 
35 U.S.C. 41(c) requires the payment of fees at specified intervals to maintain a patent in force, rather 
than some response to a specific action by the Office under 35 U.S.C. 133, a reasonably prudent person 
in the exercise of due care and diligence would have taken steps to ensure the timely payment of such 
maintenance fees. Rav v. Lehman , 55 F.3d 606, 609, 34 USPQ2d 1786, 1788 (Fed. Cir. 1995). 

That is, an adequate showing that the delay in payment of the maintenance fee at issue was 
"unavoidable" within the meaning of 35 U.S.C, 41(c) and 37 CFR 1.378(b)(3) requires a showing of 
the steps taken to ensure the timely payment of the maintenance fees for this patent. Id. Thus, where 
the record fails to disclose that the patentee took reasonable steps, or discloses that the patentee took no 
steps, to ensure timely payment of the maintenance fee, 35 U.S.C. 41 (c) and 37 CFR 1 , 378(b)(3) 
preclude acceptance of the delayed payment of the maintenance fee under 37 CFR 1 .378(b). 

Acceptance of a late maintenance fee under the unavoidable delay standard is considered under the 
same standard for reviving an abandoned application under 35 U.S.C. 133, This is a very stringent 
standard. Decisions on reviving abandoned applications on the basis of "unavoidable" delay have 
adopted the reasonably prudent person standard in determining if the delay was unavoidable: 

The word 'unavoidable' ... is applicable to ordinary human affairs, and requires no more 
or greater care or diligence than is generally used and observed by prudent and careful 
men in relation to their most important business. It permits them in the exercise of this 
care to rely upon the ordinary and trustworthy agencies of mail and telegraph, worthy and 
reliable employees, and such other means and instrumentalities as are usually employed 
in such important business. If unexpectedly, or through the unforeseen fault or 
imperfection of these agencies and instrumentalities, there occurs a failure, it may 
properly be said to be unavoidable, all other conditions of promptness in its rectification 
being present. 



In re Mattullath . 38 App. D.C. 497, 514-15 (1912) (quoting Pratt, 1887 Dec. Comm'r Pat. 31, 32-33 
(1887)): see also Winkler v. Ladd. 221 F. Supp. 550, 552, 138 USPQ 666, 667-68 (D.D.C, 1963), affd, 
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143 USPQ 172 (D.C, Cir. 1963); Ex parte Henrich , 1913 Dec. Comm'r Pat. 139, 141 (1913). In 
addition, decisions on revival are made on a "case-by-case basis, taking all the facts and circumstances 
into account." Smith v. Mossinghoff , 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982). 
Finally, a petition cannot be granted where a petitioner has failed to meet his or her burden of 
establishing that the delay was "unavoidable." Haines v. Quigg , 673 F. Supp. 314, 316-17, 5 USPQ2d 
1 130, 1 131-32 (N.D. Ind. 1987). Moreover, patentee's lack of knowledge of the need to pay the 
maintenance fee and the failure to receive the Maintenance Fee Reminder do not constitute 
unavoidable delay. See Patent No. 4.409 J63 . 7 USPQ2d 1798 (Comm'r Pat. 1988). 

In determining whether the delay in paying a maintenance fee was unavoidable, one looks to whether 
the party responsible for payment of the maintenance fee exercised the due care of a reasonably 
prudent person. Rav v. Lehman , 55 F.3d 606, 608-609, 34 USPQ2d 1786, 1787 (Fed. Cir. 1995). The 
patent owner at the time of the expiration of the patent is ultimately the person responsible to ensure 
the timely payment of the maintenance fees. The patent owner may engage another to track and/or pay 
the maintenance fees; however, merely engaging another does not relieve the patent owner from his 
obligation to take appropriate steps to ensure the timely payment of such maintenance fees. See 
California Medical Prods, v. Tecnol Medical Prods ., 921 F. Supp. 1219 (D. Del. 1995). Moreover, the 
USPTO must rely on the actions or inactions of duly authorized and voluntarily chosen representatives 
of an applicant, and an applicant is bound by the consequences of those actions or inactions. Link v. 
Wabash, 370 U.S. 626, 633-34 (1962); Huston v. Ladner , 973 F.2d 1564, 1567, 23 USPQ2d 1910, 
1913 (Fed. Cir. 1992). Specifically, delay caused by the actions or inactions of a voluntarily chosen 
representative does not constitute unavoidable delay. Haines v. Ouigg . 673 F. Supp. 314, 5 USPQ2d 
1 130 (D. Ind. 1987). 

In the present petition, petitioner asserted that over a protracted period beginning in 2005, counsel's 
office manager, Ms. Foreman, experienced a medical condition that caused her to fail in her office 
duties which included notifying the patentee of the need to pay the maintenance fees, obtaining the 
client's authorization to pay the maintenance fee, and proceeding to send the payment to the USPTO. 
In support of the petition, petitioners provided a statement from patent practitioner Leonard Tachner, 
office manager Ms. Foreman, and Dr. Samuel A. Albert. 

To establish a showing of "unavoidable" delay based upon medical incapacitation, petitioner must 
demonstrate that the incapacitation was of such a nature and degree as to render the person unable to 
conduct business {e,g,, correspond with the USPTO) during the period when the maintenance fee was 
due. Such a showing must be supported by a statement(s) from the person's treating physician(s), and 
such statement(s) must provide the nature and degree of the person's medical condition during the 
period fi-om when the maintenance was due until the filing of a grantable petition. Namely, petitioner 
should provide the USPTO with a statement from a treating physician, asserting that from the time the 
maintenance fee was due until the filing of a grantable petition, the person's medical condition was of 
such a degree of severity that it prevented her from timely paying the maintenance fee. Additionally, 
the treating physician must describe the person's medical condition, the degree of incapacitation, and 
the duration of the medical illness. Lastly, petitioner should submit evidence to show that "but for" the 
person's medical condition, the maintenance fee would have been timely paid. Without a thorough 
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explanation or documentary evidence, the Office is left to speculate as to the circumstances that 
transpired. 

The Office cautions petitioner to remove or mark through any personal information in any document 
submitted to the USPTO that could contribute to identity theft. Personal information such as social 
security numbers, bank account numbers, or credit card numbers (other than a check or credit card 
authorization form PTO-2038 submitted for payment purposes) is never required by the USPTO to 
support a petition or an application. If this type of personal information is included in documents 
submitted to the USPTO, petitioner should consider deleting such personal information from the 
documents before submitting them to the USPTO. Petitioner is advised that the patent file is available 
to the public after the issuance of a patent. However, checks and credit card authorization forms 
(PTO-2038) submitted for payment purposes are not retained in the application file, and therefore, are 
not publicly available. 

Further correspondence with respect to this matter should be addressed as follows: 

By mail: Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

By FAX: (571)273-8300 

Attn: Office of Petitions 

By hand: Customer Services Window 

Randolph Building 
401 Duiany Street 
Alexandria, VA 22314 

Correspondence may also be submitted electronically via EFS-Web. 

The patent file is being returned to Files Repository. 

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-321 1. 

Christina Tartera Donnell 
Senior Petitions Attorney 
Office of Petitions 
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PETmON TO ACCEPT UNAVOIDABLY DELAYED PAYMENT OF 
MAINTENANCE FEE IN AN EXPIRED PATENT (37 CFR 1.378(b)) 



CENTRAL FAX CENTER 
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Docket Number (Optional) 
ATOMIC-2 



Msuito: Wlail Stop Petition 

Commissioner for PatentB 
P.O. Box 1450 
AlexandndVA 22313-1450 
Fax: (571)273-8300 



81/11/2811 DALLEN 88888819 
81 FCsl599 1948.88 DA 



NOTE: it information or assistance is needed in completing this fomi, please contact Petitions Information at 
(571)272-3282. 
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Patent Numt)er: 5,803.073 



08/613,070 



Application Number: 
Filing Date: March 8, 1996 



Issue Date: September 8. 1998 

CAUTION' Maintenance fee (and surcharge, if any) payment must correctly Identify: (1 ) the patent 

number (or reissue patent number, if a reissue) and (2) the application number of the aj^l 
O.S. application (or reissue application) leading to Issuance of that patent to ensure the tee(6) 
is/are associated with the conrect patent. 37 CFR 1.366(c) and (d). 

Also complete the following Information. If applicable: 

The above-identified palenl: 

I I Is a reissue of original Patent No. _ 



original ap(dlcat»on number 
original filing date 



original Issue dato . 



Q resulted from the enliy into the U.S. under 35 U.S.C. 371 of international application 
filodon - ^• 



CERTIFICATE OF MAIUNG OR TRANSMISSION (37 CFR 1.8(a)) 
I hereby certify that this paper (along with any paper referred to as being attached or enclosed) is 
(1 ) being deposited with the United States Postal Service on the date shown below \Mth BUfTident postage as fir^dsss 
ma9 in an envelope addressed to Mail Stop Petition. Commis^nerfor BatSfUs, P.O. Box 1450. Alexandna, VA 22313- 



1450 OR 

(2) transmitted by facsimile on the date shown below to the U^ted 
8300. 



(571)273- 



r Dat/ 




LEONARD TACHNER 



Typed or printed name of person signing Certificate 
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1. SMALL E^f^TY 

[7] Patentee claims, or has previouSty claimed, small entity status. See 37 CFR 1.27 

2. LOSS OF ErvrriTLEP^ENT TO SMALL ENTITY STATUS 

I I Patentee is no longer entitled to small entity status. See 37 CFR 1 -27(g) 

3. MAINTENANCE FEE (37 CFR 1.20{eHg)) 

The approprlale melntenance fee must be submitted with this petition, unless it was paid earlier. 



NOT Small Entity 
Amount Fee (Code) 


Small Entity 

Amount Fee (Code) 


|~n S 3%vrfee (1551) 
1 i S 7V4vrfee (1552) 
f~] $ liv^yrfee (1553) 


|~| ft SVSvrfee (2551) 
[7] $ 1240 7V4vrfee (2552) 
J7| a 20S5 llV4vrree (2553) 



MAINTENANCE FEE BEING SUBMITTED $ 



4. SURCHARGE 

The surcharge required by37 CFR 1.20(1X1) of $ 122 (Fee Code 1S67) must be paldasa 

condition of accepting unavoidably delayed payment of the maintenance fee. 

SURCHARGE FEE BEING SUBMITTED $ 700 ; 



5. MANNER OF PAYMENT 

j~] Enclosed Is a check for the sum of $ 

[/] Please Charge Deposit Account No. 06 0^^ thesumof 

Payment by credit card. Fomn PTO-2036 is attached. 

6. AUTHORIZATION TO CHARGE ANY FEE DEFIC lENCY 

fy] TTie Director Is hereby authorized to charge any maintenance fee, surcharge or petition fee deficiency to 
— Deposit Account No. 06^30 . 
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7. OVERPAYMENT 

As to any overpayment made, please 

[71 CiB^JH to Deposit Account ^4o. Q^'Q^SO ^ 

OR 

I I Send refund check 

WARNING: 

Petiltoner/applicant is cauttonod to avoid submitting personal information in documents filed in e patent application that may 
contribute to Identity theft. Personal irifonnation such as social security numbers, bank account numbers, or credit card 
numbers (other than a check or credit card authorization form PTO-203fl submitted for payment purposes) Is never required by 
the USPTO to support a petition or an application. If tiii$ type of perwnal information is included in documents submitted to the 
USPTO. petitioners/applicants should consider redacting such personal information from the documents betbra suDmrtling them 
to the USPTO. Petitloner/appncant Is advised that the record of a patent application is available to the public after publlcatton ot 
the application (unless a non-publteatton request in compliance with 37 CFR 1.213(a) is made in the applicatkwi) or Issuance of 
a patent. Furthermore, the record from an abandoned application may also be available to the public if the application is 
referenced in a published application or an issued patent (see 37 CFR 1.14). Checks and credit card authorization forms Pro- 
2038 submitted for payrneni purposes are not retained In the application file and therefore are not publldy available. 

6. SHOWING 

The endosed statement wiU show that the delay in timely payment of the maintenance fee was unavbidable 
since reasonable care was taken to ensure that the maintenance fee would be paid timely and that this 
petition is being tiled promptly after the patentee was notified of, or otherwise became aware of» the 
expiration of the patent. The statement must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which the patentee became aware of the expiration of the 
patent and the steps taken to file the petitton promptly. 

9. PETmONEHW) REQUESTS THAT THE DELAYED PAYMENT OF THE MAUvTTENANCE FEE BE ACCEPTED AND THE 
PATENT>«E1NSTATED. 




Petitioner(s) 

LEONARD TACHNER 

Typed or printed nanie(s) 

17961 SKY PARK CIRCLE, SUrTE SB-E 
Address 



to 



26,344 

~ Registration Number, if appiicaWe 
949-752-8525 



Telephone Number 



IRVINE, CALIFORNIA 92614 



Address 



ENCLOSURES: 

[71 Maintenance Fee Payment 
f/l Statement why maintenance fee was not paid timely 
[/] Surcharge under 37 CFR 1 J20(IX1 ) (fee for fHIng the maintenance fee petition) 
other 



IPa9e3cf4] 



PAffiSllS* RCVD AT 1212212010 5:23:41 PM [Eastern Sto 



12/22/2010 14:19 FAX 9499552 



LAW OFFICE OF L TACHNEl 



@|004 



Untforthe PapGtwDflt Reduction Act of 1935, no persons ore required to respond 



PTO/S8;B5(03^9) 
Appruvsd for use tftfough 03^/2012. 0MB O6SI-OOI6 
\JS. «nd Trsdamartc ORlfie: US. DEPARTMENT OF COMME^Ce 
to a cdtectton of btfermetton unlws H dteptays a vaDd OMB conte^ number. 



37 CFR 1378(d) states: "Any petition under this section must be signed by an attorney or agent 
registered to practice before the Patent and Trademark Office, or by the patentee, the assignee, or 
other pQFWlh interest" 




' ^ Date 



LEONARD TACHNER 

Type or printed name 



26.344 



Registration Nurriber. if ©pplicable 



STATEMEhTT 

(in the space below, please provide the lowing of unavoidable delay recited In paragraph 8 above.) 



This petition is supported by declarations of the utidersigncd, Leoiiard Tachner 
counsel for the patentee, the office manager of counsel's office, Ms. Jaiiis 
foreman and a phyalctanv I)r . Samuel A. Albert who Is a board certified 
psychiatrist. 

The declsiration evidence shows that over a protracted period beginning in 2005 
Ms. Forexoan experienced a psychological breakdown or psychotic iepisode as 
described by Br,. Albert who has interviewed her for purposes of making his 
enclosed Statement /Declaration. The breakdown of Ms. Foreman caused her to 
fail in her office duties which included notifying the patentee of - the need tp 
pay maiiitenance fees, obtjainihg the client's authorization to make such 
payments and then proceeding to send such payments to the U.S. Patent & 
Trademark Office in a timely manner • Only int he past few w^eks has her 
etrange and unexpected behavior coine to light. 

Foreman has been a loyal and reliable employee of Tachne-r's office for mord 
than thirty-tvo years. She did not exhibit any form of overt personality 
characteristics or behavior which .would have led Mr. Tachner to anticipate 
that she would not have fulfilled her normal office duties a§ she had done 
for more than three decades. Baaed upon Dr. Albert's interview and diagnosis 
of Ms- Foreman, it is only now understood that she was overworked and stressed 
beyond her limit (see Pr* Albert's Statement/Declaration) but that she was 
"programmed" to hide her predicament for fear of losing her position. 
Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations « it ia eaxrtiestly believed that the revival of the subject patent 
based upon entirely unforeseeu circumstances that were truly "unavoidable", 
justify a granting of this petition and such is respectfully floliclted. 



(P!ease attach addltlonel she^s if edditfona! space is nsdcfecO 
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I, Leonard Tachner, do hereby declare as follows: 

A. INTTRODUCTION 

1 . I am a member of the State Bar of Callfomia (1 973) and admitted to . 
practice before the U.S. Patent and Trademark Office (1971). i make this 
declaration in support of petition under Rule 1.378(b). This declaration is based 
on my personal knowledge and If called as a witness, I could and would testify 
competently to the facts set forth herein under oath, 

B. BACKGROUND AND PROFESSIONAL EXPERIENCE 

2. I earned a Bachelor of Science degree in Electrical Engineering 
from City College of the State University of New York in 1 965 and a Master of 
Science degree in Electrical Engineering from Califbmia State University at Long 
Beach in 1969. I received a Juris Doctor degree cum laude from Western State 
University In 1973. 

3. I was admitted to practice before the United States Patent and 
Trademark Office as a patent agent since about December 1971 and I was 
assigned registration number 26,344. I was admitted to the State Bar of 
California In 1973. Over my entire career no disciplinary action has been taken 
against me by the United States Patent and Trademaric Office, the State Bar of 
Califomia or any other agency or administrative body. 

4. I am admitted to practice before the U.S. Supreme Court, the Court 
of Appeals for the Federal Circuit, the Ninth Circuit Court of Appeals, all the U.S. 
District Courts of Califomia and the Supreme Court of California. 

5. I began my legal career in 1 973 and have more than 35 years of 
private practice experience in intellectual property matters including patent, 
trademaric, copyright and unfair competition. I began my own private practice as 
a patent attorney in March 1978, initially as a partner in a small finn and later as 
a sole practitioner in 1984. 

6. I have prepared and prosecuted over 800 U.S. patent applications. 
In addition, I have been lead trial counsel in numerous U.S. District Court trials 
invoMng patent validity and infringement and served as a testifying patent law 
expert in federal district court litigation and arbitration proceedings. 

1 
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7. I have an "Av" Martindale-Hubbell Peer Review rating. 
C. LAW PRACTICE MANAGEMENT 

8. I have two employees working full time as office staff. Janis 
Foreman is my office manager, Ms. Foreman was hired In June 1978 and has 
been continually employed by me since that time. In 1988 I hired Jodie Pyle as a 
typist- Jodie, now Mrs. Jodie Miller, has been continually employed by me since 
that time. 

9. For at least the past twenty years, Ms. Foreman, as office manager, 
has been responsible for entering information into my patent and trademark 
docket and handling routine communications with clients and associates, all 
under my direction and supervision. In addition, Ms. Foreman does the 
bookkeeping for my office including billing and tracking our accounts receivable 
and accounts payable. She also prepares the final version of documents to be 
filed in the U.S. Patent and Trademark Office. 

10. I have personally devoted uncountable hours to training and 
teaching Ms. Foreman over the past three decades. Over the last thirty two 
years of employment, she has become well-trained in every aspect of the 
administration of my practice. However, despite her acumen, we have always 
maintained clear lines between her responsibilities as an employee arid mine as 
a patent attorney. Her work is done under my supervision. She Is not authorized 
to make any decision that could affect, diminish or be inimical in any way to a 
client's rights. Her actions in dealing with clients, the U.S. Patent and Trademaric 
Office and with our foreign associates, must be based on my Instructions that she 
receives by confening with me. She is not to carry out such actions until and 
unless she first confers with me. Our office procedure is clear - all substantive 
incoming comnriunlcations are to be reviewed by me. 

11. I maintain a docketing system whereby Ms. Foreman receives all 
incoming conrespondence and dockets relevant dates in our electronic docket. 
As each due date in the docket Is responded to Ms. Foreman has the 
responsibility for noting when the due date was met. 
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12. I maintain supervisory authority of the docket. I routinely check the 
docket to keep aware of upcoming deadlines. I also regularly confer with Janis 
regarding matters coming up on the docket. IVIs. Foreman also reviews the 
docket for upcoming due dates. Where appropriate, Ms, Foreman consults with 
me regarding matters entered into the docketing system. 

1 3. When IVIs. Foreman is either sick or on vacation or otherwise 
unavailable, Jodie fills in. Jodie's responsibilities include, typing drafts of patent 
applications and prosecution documents and preparing form letters to clients. 

14. Over the years of her employment In my office, Ms. Foreman has 
been a loyal and devoted employee. Janis has normally handled her 
responsibilities in a professional and competent manner. 

D. CHRONOLOGY OF EVENTS IN THIS MATTER 

1 5. On or about Monday November 22, 2010 Ms. Foreman showed me 
a table of patent-related matters of Atomic Aquatics that she had prepared at the 
request of Mr. Dean Gan^ffa, one of that company's principals. Atomic Aquatics 
has been an Important client of mine for about the past fifteen years and I have 
known its principals, Dean Garraffa and Doug Toth for more than twenty years. 

1 6. I noticed that the table had a number of entries for Atomic Aquatics 
issued U.S. Patents which Indicated that they had become abandoned for failure 
to pay maintenance fees between 2005 and 2008. She informed me that she 
believed that these abandonments were known to the client's principals and were 
the result of their lack of adequate funds or because the con^espondlng products 
had become obsolete. To the best of my knowledge, Ms. Foreman sent this 
table to Mr. Gamaffa that day on Wednesday moniing, November 24. On that 
same day I left Southern Callfomia for the four-day Thanksgiving weekend, 
aniving at my destination that evening, I checked my email and opened an email 
from Ms. Foreman stating that Mr. Garraffa had received the table and had called 
the office that day and expressed a desire to see me as soon as i retumed from 
the Thanksgiving weekend. 



3" 
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17. When I returned to the office on Monday November 29, 2010, Mr 
Ganraffa was already waiting for me In the lobby talking to Ms. Foreman. He 
indicated a need to meet with me to speak to me about the contents of the table 
Ms. Foreman had sent to him. Mr. Garraffa then proceeded to explain that he 
and Mr. Toth were shocked to learn ttiat several of their issued U.S. patents had 
apparently expired without their knowledge and that they needed to find out how 
it had happened and what could be done to remedy the situation. I told him that 1 
would investigate the various files involved and report to him as soon as 
possible. 

18. Over ttie ensuing two da^ I had discussions with Ms, Foreman and 
I examined a number of the Atomic Aquatics patent files. I also spoke to Mr. 
Ganraffa about a provisional applic;9tion that was supposed to be followed by a 
corresponding non-provisional but hadn't been.. In examining the file. I found 
various instructions I had prepared for Ms. Foreman including a set of claims for 
the non-provisional, but no evidence that Ms. Foreman had carried out my 
instructions or that a non-provlsidnal had been prepared and filed- It became 
evident to me that Ms^ Foreman had failed to do her work in regard to a number 
of Atomic Aquatics files Including the file No. ATOMie'2 (Patent No. 5,803,073) 
for which this petition is being filed. 

19. When I confronted her^ she eventually admitted to me that she had 
lost cpntrpi of her tasks, particularly over a several year period between 2005 
and 2008 when she just cbuldh*t keep up with the demands of the job and 
perform all of her duties in a timely manner. She revealed that she was too • 
afraid and embarrassed to tell me about this behavior. I then reported to Mr. 
Gan^ffa and advised him that I would irnmedlately begin preparation of petitions 
to revive the Atomic Aquatics patents that had been lost as a result of Ms. 
Foreman's shocking and totally unexpected behavior 
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20. I arranged for Ms. Foreman to consult with a psychiatrist 
acquaintance so I could learn whether her problems were treatable and whether I 
could trust her work in the future, A Declaration Report of Dr. Samuel Albert is 
enclosed herewith. 

21. Based upon Dr. Albert's Report and my own observations, I believe 
that Ms. Foreman, as a result of overwork and stress beyond her limit, 
experienced a lengthy period of irrational behavior. During this period she simply 
didn't cany out all of her usual responsibilities including communicating with 
clients and paying patent issue and maintenance fees including the following: file 
No. ATOMIC-2 for Patent No- 5,803,073 maintenance fees. Furthemnore. Ms, 
Foreman was afraid to admit her inadequacies and endanger her posftion which 
had become such a predominant aspect of her life. Consequently, she did all 
she could to hide the problems until just recently. 

Pursuant to the terms of 28 U.S.C. §1 746. t declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and connect. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on infomiation arid belief are 
believed to be true. The declaration made herein are made with the knowledge 
that Willful false statements and the like are punishable by fine, imprisonment or 
both under 18 U.S.C. §1001 and may jeopardize the valklity of the above- 
capttoned patent. 
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I, Janis Foreman, do hereby declare as follows: 

A, INTRODUCTION 

1 . This declaration is based on my personal knowledge and If called 
as a witness, I could and would testify competently to the facts set forth herein 
under oath. 

B. BACKGROUND AND PROFESSIONAL EXPERIENCE 

2. I am the office manager for attorney Leonard Tachner. I was hired 
in June 1978 and have been continually employed by Mr. Tachner since that 
time. 

3. Over the past thirty two years, I have received an extensive amount 
of training and Instnjction from Mr. Tachner In all aspects of his practice. For the 
last approxinnately twenty years, I have been responsible for entering information 
into Mr. Tachner's patent and trademark docket I handle routine 
communications with clients and associates, all under Mr. Tachner's direction 
and supervision. I also manage the bookkeeping, billing, and tracking of Mr. 
Tachner's accounts receivable and accounts payable. I prepare the final version 
of documents to be filed in the U.S. Patent and Trademark Office. 

4. Our office procedures are clearly defined by Mr. Tachner. I receive 
ail incoming correspondence and docket relevant dates In our electronic docket 
As each due date in the docket is responded to. I am responsible for noting in the 
electronic docket when the due date was met* 

5. Mr. Tachner maintains supervisory authority of the docket and 
routinely checks It for accuracy and upcoming deadlines. Mr, Tachner regularly 

i confers with me regarding matters coming up on the docket I review the docket 

dally for upcoming due dates and Mr. Tachner periodically reviews the docket for 
the same purpose. Where appropriate. I consult with Mr. Tachner regarding 
matters entered into the docketing system. 

6. In connection with preparing this declaration » I have reviewed 
conrespondence, emails and other documents relating to this matter. Though I 

[ cannot explain or justify many of my actions described below, I have set forth in 

this declaration my true recollection of the events. 

» 
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C. CHRONOLOGY OF EVENfTS IN THIS MATTER 

7. On or about November 17, 2010. 1 received a phone call from Mr. 
Dean Gan^a of Atomic Aquatics. He asked me to prepare a tabular report 
showing the current status of all of their patent-related files in our office. 

8. In response to Mr. Garraffa's request, I spent the following two days 
carefully examininig all of the patent-related files of Atomic Aquatics. I found that 
there were a number of Issued patents that had expired for non-payment of 
maintenance fees that had been due to be paid since as early as 2005. i also 
found a pending design patent application that had become abandoned for failure 
to pay an Issue fee and a provisional appliqation that had been allowed to lapse 

- without filing a corresponding non-provisional. 

d. I actually filled out the tabular report to reflect the true status of all 
of the Atomic Aquatic files, but I could not fully understand why there appeared to 
be numerous problems associated with these flies, particularly In regard to the 
past several years. My initial reaction was that the client had communicated 
authorization to withhold such payments and filings because of their financial 
problems or product obsolescence, but I ooUld riot find any documents or other 
evidence supporting these "feelings". In retrospect, I now realize that these were 
unsupported rationalizations that cover a period of several years during which I 
was ftinctlonlng at less than my nonnal capabilities. 

10. I don't know precisely wrtiat may have affected my mental 
perfomiance during this pehod, j5ut I do recall that I was under a great deal of 
piessure and; stress due to my work load and that I was feeling continuously 
overwhelmed and unable to keep up. However. I was reluctant to tell Mr. 
Tachner" of my concerns because I did not want to disappoint him after so many 
years. 

1 1 . Upori discussing this matter with Mr. Tachner and Dr. Samuel 
Alberti, I now realize that It was a nhlstake to keep Mr. Tachner in the dark In 
regard to my sense of being ovenwhelmed and that I should have Informed Mr. 
Tachner of my need for help. I also now realize the harm my actions have 
caused the client and Mr. Tachner. I am truly sorry. 
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Pursuant to the terms of 28 U.S.C. §1 746, 1 declare tender penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct. I further declare that all statements made herejn of my own 
knowledge are toie and that all statements made on infonm^tion and belief are 
believed to be true. The declaratfort made herein are made! with the knowledge 
that wiltftJl false statements and the like are punishable by fine, imprisonment, or 
both under 1 8 U.S.C. §1 001 and may jeopardize the validity, of the above- 
wptioned patent. 
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CdHFlDENllAl 



statement of Samuel H. Albert. M.D. 



I, Samuel H. Albert, M.D.. am a practising Psychiatrist haying an office in 
Fountain Valley, California. I have been a licensed physician In the State of California 
beginning July 1 , 1069. I have been in practice as a Psychiatrist since October 1 , 1972 
and a board certified Psychiatrist since November 1978. • 

In late November 2010 I was asked to render professional consultation as a 
psychiatric expert for the purpose of diagnosing a Ms. Janis Foreman, who Is a legal 
secretary and office manager for Attonney Leonard Tachner In Irving, Cailfomia. 

I was presented with certain facts relating to Ms. Foreman's job role and 
apparent inrattonal behaviour over the past few years or so in regard to her performance 
of her duties at Mr, Tachner*5 office. As I understand these facts, Ms. Foreman has 
had for over thirty years working in the Tachner law firm, the responsibility for billing 
clients for professional services carried out by the Tachner firm, as well as 
communicating with vendors of outside services for the firm and its clients, and 
generally running the day to day activities of the firm according to established rules and 
Instructions of Mr. Tachner. 

Besides Ms. Foreman and Mr. Tachner, I am infomned that there Is another full 
time secretary who takes instruction directly from Ms. Foreman and that from time to 
time there are one or two additional part time employees who may be brought in to 
cany out certain maintenance-type activities such as library upkeep, filing, copying, mail 
preparation and the like. 

As I understand their relationship, Mr. Tachner spends his time mostly doing 
legal work for the firm's clients and he depends heavily on Ms, Foreman to run the 
business aspects of the finm including billing, docketing, payroll and communicating with 
outside service providers. She also handles Mr Tachner's document preparation and 
maintaining his files which are quite numerous. Clearly from what I've learned, the 
Tachner law firm is a very busy firm and Ms. Foreman has a heavy workload with many 
varied and important responsibilities. 

I have had the opportunity to read Mr. Tachner's statement regarding Ms. 
Foreman's behaviour in relation to the client Atomic Aquatics. I have also read Ms. 
Foreman's statement pertaining to those matters. In addition, I have had a two hour 
Interview with Ms. Foreman in which she participated voluntarily at the request of Mr. 
Tachner. 
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I do not consider Ms. Janis Foreman to be a patient of mine at this time because 
t have been asked to consult in the capacity of an expert with the intent of 
communicating my diagnosis wfth the constraints of physician-patient privilege. I have 
made this special purpose of my participation in this matter clear to Ms. Foreman and 
she has acknowledged that she understands that she is not my patient and that I am 
hot hor physician. 

Based upon these facts communicated to me, my reading of the Tachner and 
Foreman statements and my interview with Ms. Foreman, I have formed a preliminary 
medical opinion as follows: 

Ms. Foreman's irrational behaviour is a result of her reaction to a temporary but 
continually Increased work overload which became more than she could handle without 
any apparent way to vent the frustration, the wony and concern that's she increasingly 
felt as she fell behind in her work. 

u 

She Conrectly regards her most significant responsibility as control of cash ftow 
by timely billing of clients and payments to vendors. In the period from earty 2005 to 
the end of 2007, she evidently became so busy thaf s she lost the ability to bill clients in 
a timely manner and pay the firm's obligations when they were due. 

She began feeling a sense of guiftfor not being able to property handle these 
responsibilities. She did not want to Infonm Mr. Tachner of these problems because 
she did not want to have her position diminished or lose any esteem In the eyes of her 
boss. She had no one else to tell of these difficulties and therefore no way to share 
these problems. After almost 30 years of being so capable and trustworthy, she could 
not bring herself to admit any inability to handle her responsibilities. She worried about 
her job, she womed about what Mr. Tachner would think of her, she spent more time 
concemed with her problems then with solving her problems. 

This type of destabilizing behaviour resulted in a spiralling down in her ability to 
think and act rationally. She began to do and say unreasonable and unrealistic things. 
She lost any sense of reality. She lost her sense of proportionality. Her goal became 
one pf nlaihtairilng a sense of oontlnuallty and stability for Mr. Tachner even by 
misleading him and making false statements to him and to others, Ms. Foreman was 
suffering form an acute psychotic breakdown brought on by rising pressures at her most 
Important environment, her workplace where she had succeeded for decades. 
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CONFIDENM 



If Ms. Foreman were my patient I would propose that she undergo a program of 
therapy designed to give her a better sense of balance to handle such occasions of 
high levels of woric pressure in a more motive and stable manner. I would prescribe an 
anti-depressant medfcation to address her symptoms of deprBSSion. Such medications 
include Prozac, Paxil. Zoloft, Lexapro, Wellbutrin and others. I would prescribe an anti- 
anxiety medication to address her symptoms of anxiety. Such medications include 
Librium. AtVan, Klonopin, Tranxene and others. 

I would suggest to her that she should help her ernployer adjust her dfRce 
responsibilities to reduce her work. load if possible, I believe that Ms. Foreman's illness 
Is amenable to treatment. 



I declare under penalty of perjury that the foregoing is true and correct. 
Executed this day of December 2010 at Fountain Valley, Califorriiisi. 



By:. ^ ^ " " 

Samuel H. Albert, M.D. 
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CONFIDENTIAL 

The following infonnation is appended so. as to provide medical basis and reasoning for 
my conclusion: 

Assigned Duties and Work Load of Ms. Foreman: 

Ms. Janis Foreman is a Caucasian female age 61, bom 4-26-1949. She has been an 
employee since June 19, 1978 of Leonard Tachner, Esq. Ms. Foreman is the office 
manager. 

Ms. Foreman states that she is a Legal Secretary and is the Manager of the office 
where she works* She describes her assigned duties as numerous, detailed and often 
ovenwhelmlng. 

She states, "1 have a giant case load. I do many jobs " Among the long list of tasks for 
which she is responsible, she mentioned the following: 

TASKS RELATED TO THE LEGAL WORK OF THE OFFICE: 



1 . Managing the foreign filing of patent infomiation. 

2. Managing the United States filing of patent information, 

3. File patent application in the United States, 

A. File world-wide trademarks, a cumbersome process, 

5. File United States trademark applications, 

6. Obtain required documents from the client and the United States 
Patent Office, 

7. Obtains a United States copy of certified documents, 

8. Prepares and files Assignment documents in the United States and 
Worldwide, 

9. She does docketing of all the documents that enter the office, 

10. She sends out form letters, 

1 1 . Prepares and obtains Power of Attorneys from companies, 

12. She types all amendments and applications, 

13. She files copyrights, 

14. She does filing, pulling and replacing files, 

15. She does drawing corrections and declarations. Til get the 
draftsman to come in and do new drawings", 

16. Oversee preparation of photocopying (me or Jodie), 

17. She does work related to the international Patent Cooperation Treaty 
(PCT). She does work related to the PCT, an international treaty 
involving nations that have signed the PCT agreement with the U,S.A.. 

18. Letters take a great deal of time and each letter has to be placed in the 
file appropriate to the letter, 

19. From the parent case there are often several other cases that come from 
the parent case, each having its own number, 

20. Oversrgnt of the office docketing system. 



4 
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21 . Typing of drafts of patent applioations and prosecution doounnents* 

TIME PRESSURES often become extreme due to the following factors 

1, Everything received by the office has a deadline of 30> 60 or 90 days, 

2. Often the inventor works for a company and then leaves the company. 



OVERWORK of Ms. Foreman can be ascertained by examining these factors: 
The quantity of documents is massive. 

Locate a misplaced document might take several hours or days. 

Ms. Foreman often works 2 or 3 nights extra each week to 7-10 PM depending on what 

Is going on in the office. 



ASSIGNED OFFICE TASKS NOT RELATED TO THE LEGAL WORK 

1 . Ms. Foreman does the billing of clients for the office, and the bill 
paying. The attorney in the office signs the checks. 

2. Pays bills. 

3. Bills clients. 

4. Bill olienis for costs. 

5. "i am responsible to obtain supplies for the office; I order or buy supplies 
at Sam's Wiarehouse or Gostco stores or stationary stores including soft 
drinks and bulk paper". 

6; She cleans the ofFfce on the weekends. 



HELP AND ASSISTANCE ARE PRAOVIOED BY ADDITIONAL EMPLOYEES IN THE 
OFFICE, TO A LIMITED DEGREE. 

The Secretary (Jodie) does help a bit. 



I 
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Current psychiatric mental status evaluation: 

Caucasian Female appearing lier stated age. Judgement intact for basic activities of 
daily life, but is revealed to be quite weaic during the time of the events starting In early 
2005. She did thinly In a way that can only be described as psychotic at the time. She 
made extremely poor decisions, thought in unusual manners, believed events to be true 
that were In fact false, and acted upon these convictions rather than logic or the usual 
standing orders of her employer. 

Her mood is one of anxiety with an undercurrent of depression. Her daily life is usually 
non-eventful. She spends most of our evaluation session talking about the events 
whi<*i occuned while she was employed by the law finn of Leonard Tachner. She has 
many recollections of the events. Speech is grammatical most of the time. No stutter, 
stammer or lisp. Dress is casual, with cotton-wash pants and a nondescript shirt. No 
jewelry other than an inexpensive wristwatch. No symptoms to indicate disorientation, 
hallucinations, illusions, delusions, true phobias, obsessive thinking, compulsive or 
stereotypic movement Inappropriate affect. Affect Is congruent to speech and thought 
and is appropriate mood. Psychological understanding and insight is absent. 

Diagnosis: Major Depression, severe, with psychotic episodes. 
Generalized Anxiety Disorder 



Very truly yours, 



Samuel H. Albert. M.D. 
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Petitioner's Exhibit X 



Post-Issuance History in 
Pat. No. 6,463,640 
"Atomic- 10" 



UNITED STATES PATEm" & TRADEMARK OFTICE 
Washington^ D.C 20231 



REQUEST FOR PATENT FEE REFUND 



1 pate of Request: 



09/28/1 1 



l l 2 Serial/Patent # 



6.463,640 



3 Please refund the following fee(s) : 



( PAPER 
NUMBER 



S DATE 
FILED 



6 AMOUNT 



Filing 



Amendment 



$ . 



Extension of Time 



Notice of Appeal/ Appeal 



Petition 



Issue 



Cert of correction/Terminal Disc. 



Maintenance 



Assignment 



Other 



IFW 



04/11/11 



$ 1,640.00 




7 TOTAL AMOUNT 
OF REFUND 



1 ,640.00 



8 TO BE REFUNDED BY: 



10 REASON: 



Treasury Check 



X 



Overpayment 



X 



Credit Deposit A/G 



Duplicate Payment 



0 



0 



0 



No Fee Due (Explanation) 



They told us to charge total of $1 1240 and $400 to Deposit Account. We charged it $2,880 and $400. 



Sum of $1,640 ($2/880 - $1,240) lis ttierefoje refundable- 



11 REFUND REQUESTED BY: 



TYPED/PRINTED 



SIGNATURE: 



Charles: Steven Brantley 




TITLE : Senior Petitions Attorney 



PHONE: 



571-272-3203 



Officeof Petitions 



OFFICE: 

* * * * * * * * * a* *:* **** * * * « **■*•■*** * * * * * * * * * *« * *iHi**1l1t*** ************** ********** 

THIS SPACE RESERVED FOR FINANCE USE ONLY: 



APPROVED: 




DATE: 



Ihstructions for eompletion of this form appear on the back. After completion, attach 
white and yellow copies to the offiaal file and mdU or hand-carry to: 



FORM no 1S77 
(Pl/W) 



Office of Finance 
Refund Branch 
Ciystal Park One, Room 802B 
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Attorney Docket No.: ATOMIC-10 



RECEIVED 
CENTRAtFAXeErfTER 

APR 1 1 '-^Ull 



IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



Patentee- 
Patent No.: 
issued: 



Douglas J. Toth 
6,463,640 
October 15. 2002 



For STRAP CONNECTING BUCKLE 



en 



o o o.. 



TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 



18/86/2811 BARiftS 88B88881 8W93B 6«3MB. 
Bire:1599 1248.88 M . .. , , 



MAIL STOP: PETTTIONS 
Attn:. Christina Tartera Donnell 
Senid^Pjetiflbhs Attbitiey 
Commissioner for Patents 
U.S. Patent & traaertiark Office 
P.O. Box 1450 
Atexandrfa. VA 2231:J-1450 

pear Sin 



Endbsed herein is this Request For Recdnsideratlon of a Petition under 
Rulb 1 ,378(by to revive the abbve^ptibned patent by delayed acceptance of 
previously unpaid maintenance fees. The Request Is supported by supplemental 
declarations of the undersigned, Leonard Tachner, cpunsel for the patentee, the 
bfTibe manager of counsers ofR Janis Fbfeman and physician, Dr. Samuel 

Albert who is a board certtfied psyehiatrist. 



Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations^ rt is earnestly believed that the revival of the subject patent based 
upon emirely unforeseen circumstances that were taiiy "unavoidable", justifies 
reronslderatibn and granting of the pending petrtlbn and such Is respectfully 
solicited. 

84/14/2811 DflUIN BBSBBBBS U6«8 MUS4B 



ei FC:1599 
82 FC:1462 



2888.88 DA 
4BB.88 DA 
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Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box 1450 
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Leonard Tachner 
Suite 38-E 

17961 Sky Park Circle 
Irvine, CA 92614 



MAFLED 

OCT 06 2011 



In ire Patent of Toth 
Patent No. 6,463,640 



OFRCEOFPETrnONS 



Issue Date: October 15, 2002 
Application No. 09/483,145 
Filing Date: January 13, 2000 



Request for Information 



Attomey Docket No. Atomic- 10 



Request for Information 



This communication responds to the renewed petition under 37 C.F.R. § 1 .378(b) filed April 11, 
201 1, and responds to a letter filed April 22, 201 1. 

By Petitioner's own admission, the Tachner firm, or persons employed by that firm, have not 
been mithfiil vnih the USPTO. Furthermore, there is a specter of bias in the declaration of Dr. 
Albert since, at the time of his diagnosis, he was not Janis Foreman*s doctor and he was paid to 
provide his opinion by Mr. Tachner. The record fails to include any evidence corroborating Dr. 
Albert's diagnosis. Given the circumstances of this case, corroborating evidence for Dr. Albert's 
diagnosis is required. 

It is extremely odd that the people that were closest to Ms. Foreman did not notice that, as stated 
by Dr. Albert, she exhibited "destabilizing behavior" or that "she lost her sense of reality" or 
"lost her sense of proportionality." Further, as stated in Mr, Tachner' s declaration, it appears 
that for about two years, Ms. Foreman was failing to bill clients or pay firm obligations even 
though the performance of these tasks appears to have been her primary duty. Therefore, it is not 
clear firom the record how Mr. Tachner coiJd have failed to recognize Ms, Foreman was failing 
to properly bill clients and pay firm obligations. 

In response to the instant request for informatioh. Petitioner is required to provide a rebuttal to 
all the assertions set forth in the petition filed July 2 1 , 201 0 in U.S. Patent No. 6,205,885, ' 
Furthermore, Petitioner must explain why the current explanation provided in this case is any 
niore believable than other explanations previously provided. Petitioner is required to provide 



* A copy of the petition can be accessed using the Office's Public Patent Application Information Retrieval system 
located at http://poital.uspto.gov/extemal/portal/pair. 



Patent No. 6,463.640 



Page 2 



coiroborating evidence of Ms. Foreman's condition from a soiarce that is independent of Dr. 
Albert. Additionally^ Petitioner must fully discuss how the actions of Ms. Foreman, with regard 
to the docket, went undetected from early 2005 until January 201 1 . Further, Petitioner must 
explain how Ms. Foreman's failure to bill clients and pay firm obligations went undetected from 
early 2005 until theend of 2007. 

Pfctitiorier must submit the requested information vvithin TWO MONTHS of the mailing date of 
this letter. Extensions of time may not be obtained. No additional fee is due for a response to 
the instant request for information. The response to this Requirement for Information should 
include a cover letter entitled "Response to Request for Information." The failure to file a reply 
to the instant Request for Infomiation will be interpreted as a desire to no longer pursue 
reinstatement of the patent and the Office v^ll give no further consideration to the matter. 

Petitionerfiled a letter on April 22, 2011, in this case and m Patent No. 5,803,073. The letter 
states^ "We have noticed that [an] extra $1^240 in fees was charged for 6,463,640 on April 14, 
2011." The letter requests the Office "correct the overe^ The April 11, 2011 petition filed 
in this case instructed the Office to charge the deposit account $ 1 ,240 for the 7.5 year 
maintenance fee and $400 for the request for reconsideration. The Office charged the deposit 
account $2,880 and $400. Therefore, a refund of $1, 640 ($2,880 - $ 1 ,240) is warranted and the 
s\xm of $ 1^640 has been credited back to the deposit account. 

Telephone inqmries regarding this communication should be directed to Petitions Attorney 
StevenBrantley at (571) 272.3203. 



Anthon/Knight 
Director 

Office of Petitions 
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RECEIVED 
CENTRALROCGENTER Page 1 of 

APR 2 2 2011 



Deposit Account StatemenI 

Requested statement Month: April 2011 
Deposit Account Number 
Name: 
Attention: 
Street Address 1: 
Streiat Address 2: 
City: 



Zip: 

C^iitry: 



060930 

LEONARD TACHNER-A PROFESSIONAL LAW CORPORATION 
REGISTERED PATENT ATTORNEY 
17961 SKY PARK CIRCLE 
SUITE 38-E 
IRVINE 
CA 

92614-4364 
UNITED STATES 



DATESEQ 



POSTING 
REFTXT 



ATTORNEY 

DOCKET 

NBR 



FEE 

CODE; 



BAL 



m 
m 



MM 



04/14 
04/14 
04/14 



04/18 
04/18 



8 
9 
10 

11 

6785 
7 



naaiiijuui 

6463640 
8463640, 

e098924 -<- CSi/ f- JZ^ ^ 

E-REPLENISHMENT , 
6761163 /tT9/tjf<L -f^ 

Tniaainii 




1599 
1482 
1462 
1462 
9203 
1462 



04/19 
04/19 



11 
12 



$^880.00 S3.1&7.00<^^^>^^^^i? 
$400.00 $2,797.00 ^ 
$400.00 $2i397.00 
$400.00 $1,997:00 
-$3,000.00 $4,997.00 
$400.00 $4,597.00 



1599 $1,940.00 $2,382.00 

146i2 $400.00 $1,982.00 



START 
BALANCE 

$6,257.00 



SUM OF SUM OF END 

CH/iiRGES REPLENISH BALANCE 

$7,275.00 $3;000.00 $1,982.00 



Need Help? I USPTO Home Paee l Finance Online Shopping Page | Alerts Page 
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CENTRAL RAX CEITO? 
APR 2 2 2011 

Attorney Docket No.: ATOMIC-10 

« 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

Patentee: Douglas J. Toth ) 

Patent No.: 6,463,640 ) 

) 

Issued: October 15, 2002 ) 

) 

For STRAP CONNECTING BUCKLE ) 

TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 

MAIL STOP; PETITIONS 

Attn: Ghristine Tartera Donrien 
Senior Petitions Attorney 

. . V, CpnimiiKioner for ^ . ^ . .. 

U.S.. Patent & Trademark Office 
• P.O.-6ox.1450r:' \^ ".. 

Ale)<andna,yA 22313^^^^ 

Dear Sir. 

Enclosed herein Is this Request For Reconsideration of a Petition under 
Rule 1 >378(b) to revive the above-captioned patent by delayed acceptance of 
prewously unpaid maintenance fees. The Request Is supported by supplemental 
declarations of thie undersigned, Leonard Tachner, counsel for tile patentee, the 
office manager of counsel's office, Ms. Janis Foreman and physician, Dr. Samuel 
Albert Awho is a board certified psychiatrist. 

Based upon the foregoing as more thoroughly detailed In the enclosed 
declarations, it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "Hjnavoidable", justifies 
reconsideration and granting of the pending petition and such is respectfully 
solicited. 



1 
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A fee of $1 .640.00 (for the second annuity $1 ,240.00 and $400.00 for the 
requested reconsideration) should be deducted from Deposit Account No. 06- 
0930. 




Attachments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Samuel H. Albert, M.D. (2 pages) 

3. Additional Declaration of Janis Foreman (3 pages) 



2 
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LEONARD TACHNER 
A PROFESSIONAL LAW CORPORATION 
REGISTERED PATENT ATTORNEY 
17961 SKY PARK CIRCLE 
SUITE 38-B 
IRVINE, CALIFORNIA 92614-6364 



@ooi 

RECEIVED 

CENTRAL RVX CENTER 

APR 2 2 2011 



PATENTS 

TRADEMARKS 

COPYRIGHTS 



TEL: (949) 752-8525 
FAX: (949) 955-2415 



PLEASE DEUVER THE FOLLOWING MATERIAL AS SOON AS POSSIBLE 

TO:' Christina Tartera Donnell, Senior Petltiona Attorney 



FROM: 



Leonard Tachiter 



NUMBER OF PAGES:_ 
DATE SENT; 4-22-11 



.(INCLUDING THIS COVER PAGE) 
^TIME SENT: n am 



TO 

ro 
en 

-o 



o -^ ^ 

" c:: 



sr. 
ro 



RE: 5.803.073 aiad 6.463,640 



^(CLIENT AND/OR DOCKET iSl6.) 



PLE^E NOTIFY OPERATOR IMMEDIATELY IF THE ABOVE IS 'WOT* RECEIVED PROPERLY AT (949) 7524S25 



iiStS?kS]?tf,'?S5I^JAl2l?ifi^Wl£55'.^^^ OF THE TRANSMITTAL, THE INFORMATION 

SSSBiKSyif .TS^f^i^Sl'k^!?l?S&^^'lfJnP'*NEy(CUENT PRMLEGED AND C0NH6eMT1AL 

ifi^9?^ls?p^J'fll!.'l?.?^^9f^^^s."^l5'^ if the reader of . 

Jff^.S!^Si^S?iiiSUii^J5CfH'Si?.M£^^ agent responsible tomSeuver it to 

S^2ffil^9.'L12S5S¥^SHH^SS^^^ ip you have received this communication 

!JiF^^.S1'ftS^Ji2.T^»V5SH?Si!^ privileged, please immediately notify us by collect 

sIrvSce5^T OUR WPbSe MESSAGETOU& ATTHE ABOVE ADDRESS via THE U^. POSTAL ' 



Dear. Ma. Donnell; We recently filed Requests For Reconsideration of a Petition under 
Rule 1.378(b) to revive the above-captloaed patents by delayed acceptance of previously 
unpaid maintenence fees. (see copy of transmittal letter fcrr each case attached). 
The tcansToittal let t-ers-. requested (he. fees be deducted from our Deposit Account 
06-0930. We have noticed that and extra $1^240.00 in fees vas charged for- 6.463.640 
on April 14. That overcharge resulted tn a deficiency on April 19 vhen the fees 
needed for 5,803,073 were deducted from oui* Deposit Account. Please can you correct 
the overcharge for Patent 6,463,640 of $1,240.00 and deduct the remaining fees for 
Patent NC. 5>803.P73 of $2,055.00 from pur Deposit Account. We are enclosing a copy 
of out Deposit Account statement for April 2011. Thank you for your assistance. 
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RECEIVED 
CENTRAL FAX CENTER 

Attorney Docket No : ATOMIOfO APR 1 1 

IN THE UNITED STATES PA' 

Pat^ted: Douglas J. Toth 

Patent No.: 6.463,640 
Issued: Octot)er15, 2002 

For. STRAP CONNECTING BUCKLE 

ADDITIONAL DECLARATION OF LEONARD TACHNER 

MAIL STOP: PETITIONS 

Attn: Christina Tartera Donnell 
Senior Petitions Attorney 
Commissioner for Patents 

U.S. Patent* Trademark Office ' 
P.O. Box 1450 
Alexandria. VA 22313-1450 

I, Leonard Tachner. do . hereby declare as follows: 

1 . I submit this declaration as an addition to my prior declaration 
submitted with the subject petition. This stafemeht is part of the evidence I am 
filing in support of a request for reconsideration. 

2. When Ms. Foreman told me in 2008 in regard to U.S. Patent No. 6, 
205,885 that the client told her that they would pay their own maintenance fees, 
at first it didn't seem suspicious because the client usually wrote most or all of ttie 
specification of their patent applications in order to reduce their fees. They left 
the claims to me to write. Only when the client disputed Ms. Foreman's 
statement did I begin to wonder whether Ms. Foreman Was mistaken. However, I 
still accepted her assertion that she believed the client had made that statement 
because up to then (by 2008 she had worked for me for 30 years) I had no 

1 



TENT & TRADEMARK OFFICE 



) 1 
) ro 

\ rs. - cz 



) Tt — t 

) 0\ 



PAGE3lirRCVDAT4/i1)2O116:27:ll0PM|EastemDay0pT^^ 



O4A11/2011 14:23 FAX 9499552415 



LAff OFFICE OF L TACHNER 



@Q04 



reason to doubt her fBiiabillty. Only in late 2010 when she asserted that other 
clients (ATOMIC and CSUF) had also taken on the responsfbilrty to pay their own 
maintenance fees, did I realize that I could no longer trust her because there was 
evidently something s^iously wrong with Ms. Foreman. That is when I decided 
that I needed to have her see Dr. Albert. 

3. Over the 33 years that I have been In my own practice. I have filed 
applications that issued into roughly 600 U.S. patents for my clients. In a small 
number of these applications and patents^ it has been necessary to file a petition 
to revive due to a delayed resfX)nse to an Office Action, a late Issue fee payment 
and occasionally a late maintenance fee. Some of these petitions were 
necessary because of failures of clients to communicate in a timely manner. Up 
to the recent events; at few such petitions were made necessary by Innocent 
deriral enors of my stiaff. l-lc«wever, to the best of my recollection, every one of 
those petitions to revive an application of fo accept a late mainteriance fee filed 
by my firm, had ultimatety t)een granted. It would be impossible for us to know 
the precise numbers of such petltior^s, bemuse once resolved, we do not retain 
any data summarizing such events. Moreover, many of such files have since 
been transfen-ed to other firttis or otherwise disposed of. 

4. I now better understand the specrfic behavior that was Ms. 
Foreman's Issue with meeting office deadlines primarily for paying maintenance 
fees to the U.S. Patent & Trademark Office. $he would entfrely overtook a 
payment deadline. Then rather than inform me In a timely manner so that I coukl 
remedy tihe delay, she would "cover up" her omission by alleging that the 
corresponding client had told her In a phone call or ^ce to face discussion that 
they would pay such fees themselves. By way of example, here enclosed is a 
copy of the face of the file showing the entry, apparently made by Ms. For^nrian 
for this particular patent, showing that the client would pay their own 
maintenance fee. Only when I beganto see this type of entry more than once 
did I begin to understand that I had a serious problem^ 

2 
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5, I believe that the heavy workload I had assigned to Ms. Foreman 
over the past years has contributed to her aberrant behavior However, I believe 
that her actions went beyond merely normal stress and anxiety. Based on my 
discussions with Dr Albert, I now recognize that Ms. Foreman had for several 
years since as early as 2005 and as recently as four months ago, been ill and 
unable to cope with her responsibilities. I also believe that her illness was a 
direct cause of the firm's failure to act in aiimely manner in behalf of the client in 
this matter. 

6. I regard Ms. Foreman as more than just my employee. After more 
*an three decades of a dose working relationship, Ms. Foreman rs more like a 
member of my family. I believe tliat is the reason that I did not recognize her 

; ; .problems earlier. She will continue to see Dr. Albert at my expense. In the 

. ..meantime I will transfer time-based responsibilities from Ms. Foreman to another ' 



^employee. . : , . 

Pursuant to the femis of 28 U.S.C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and oonrect. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on infomnation and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that wilKul ^Ise statements and the like are punishable by fine, imprisonment or 
both under 1 8 U.S.C. §1 001 and may jeopardize the validity of the above- 
captioned patent- y) 



Dated: 




Attorney for the Petitioner 
Registration No. 26,344 



3 



PACE «11 'RCVDAT 4/11/2011 6:27:00 PMjEastemDaylpTii^^ 



64/i«l/26ii i4:23 FAI 9499552413 



■LAW OFFICE OF L TACHNER 



©006 





ASSlMtiENrfiEOOROBD 



OFFICE ACTIONS. 




y^-m 





AMENDMENTS 



Mi4 



4 



.PtHALFEEPAS) 



:WGE«11'RCVDAT4/11j20t16:27:(^ 



'SVR:MFAX-l)02i24<PN]S:2738300*C^^ 



I 



I 



X 

J 



04711/2011 14:23 FAX 9499552415 



LAW OFFICE OF L TACHNER 



@D07 



Samuel Albert, M.D., Inc. 
Diplomate 

American Board of Psychiatry & Neurology 

1,^ Dr. Samuel Albert, do hereby declare as follows: 

1. This dedaration supplements my prior statement submitted 
previously In regard to this matter, 

2. Based upon my interviews with Ms. Janice P. Foreman, and Mr. 
Leonard Tachner, it is evident that her problems at her employment stemmed 
from a significaht increase in her workload and responsibilities that occurred at 
about the beginning of 2002 when another law firm went out of business and 
several hundred files were transferred to ttie Tachner firm. Evidently, she was 
able to handle the sudden workload Increase for a period of two to tfiree years. 
However, beginning in late 2004. early 2005 she started fallirig behind and could 
no longer ki^p.:current. :; 

3. . .In retrospect she now realizes that within a few months thereafter 
she sfarted^a pattem of.behavior which she now recognizes as inrational. Such , . ^ 
behavior for example included making up' false excuses for failing to take 
required actions such as contacting clients and responding to Mr. Tachner's 
questions with answers that may have had no Actual basis, but which she 
believed would satisfy his inquiry. In my opinion, it was during this penod 
beginning in mfcl-20G6 when Ms. Foreman went through a tfainsition frorn being 
merely over-worked and highly stressed to being clinically IlL 

4. It appears that the extent of her illness varied depending upon her 
level of stress and anxiety, but that it didn't fully abate until the early months of 
201 1 . The principal symptom of this illness was her inability to separate real 
events from imagined ones. From time to time during this period, she would let 
hef behavior and her actions be dictated by what she perceived to have 
previously occurred as opposed to events that had actually taken place. 

5. In my opinion therefore, between mid-2005 and late 2010, and 
based upon her prior reliable behavior in regard to her duties at the Tachner fimn, 
Ms. Foreman's failure to take proper actions were due to a psychosis that 

1 
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manifested in her inability to distinguish real events from Imagined ones. This 
condition was of such a degree, that she could not function normally and if she 
were to be questioned or challenged in regard to her behavior that would raise 
her stress levef and exacerbate her condition. I have advised Mr. Tachner and 
Ms. Foreman that it would be my recommendation that Ms. Foreman enter 
treatnient on a regular basis so that I can monitor her progress and be sure that 
there Is no regression. 

pursuant to the temns of 28 U.S.C §1746. 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct. I further declare that all statjBmehts made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The deciaratjbn rhade herein are made with the knowledge 
that willful false statement and the like are punishable by fine, imprisonment, or 
both under 18 U.S.G. §1 001 and may jeopardize the validity of the above- 
captibried patents ; ; ' * v- 



: Dated; 




Dr. Samuel Albert 
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CENTRAL ROC CENTER 

APR f I 2011 

Attorney Docket No.: ATOMIC-10 

IN THE UNITED STATES PATENT & TRADEMARK OFRCE 



Patentee: Douglas J. Toth 

Patent No.: 6,463.840 
Issued: Octotjer 1 5, 2002 

For STRAP CONNECTING BUCKLE 

ADDITIONAL DECLARATION OF JANIS FOREMAN 

MAIL STOP; PETITIONS 

Attn: Christina Tartera Donnelj 

Senior Petitions Attorney ... .i... ... 

Conimissloner for Patents 
U.S. Patent & TracJemart< Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

I, Janis Foreman, do hereby declare as follows; 



S '1 

O — i 
S --CD 

c: 



1 « This declaration is a stipptement to my prior declaration submitted 
in regard to a petrtron to accept an unavoidably delayed payment of the 
maintenance fee for the above-identified patent. 

2. Over the past few months I have, as a result of discussions with 
and medical treatment from Dr. Samuel Albert, begun to understand that over the 
last five or six years I have been ill and unable to function normally and rationally 
in my employment as Office Manager at the Tachner Law Firm. My mindset was 
more attuned to survival than to property carrying out my duties. 
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3. In regard to the subject patent In particular, my duty was to 
communicate in a timely manner with th© client who is the patentee of the subject 
patent, to ascertain whether that client wished to have our fimi pay the 
maintenance fee that was required in order to retain the patent. Normally, I 
would have sent a letter or an email to the client about 45 days before the due 
date for payment of the maintenance fee. Then, iif I receive a positive response, 1 
would have prepared and mailed or emailed a statement to the client so that 
paymentfrom the client would be receiv«l In time to forward the payment to the 
U.S. Patent & Trademark Office before the due date. 

4. It is my cuiterit recollection that what I did Instead was to recognize 
that a maintenance fee was coming: due for this patent, but continually put it off 
as something that i oould attend to in due. course, since I had more urgent things 
to do before I could get to that matter: Then I would rationalize that I oould rely 
on a six-month surcharge pet\t)6 if heeded and continue to put off communicating 
with the client. Eventually; I ran out Of tirne* but It would- occur to me that this 
dient had Wanted to pay Its own maintenance fees and 1 vvould simply make such 
an entry in the coitesponding.docl<et ste 

5. There was no logic or rational explanation for my behavior. I simply 
felt hopelessly overwhelmed and this was a way for me to handle It^ I had no 
animosity toward the client ortbward the law firm. It was just my way of coping 
with what I perceived to be an impossible situation without admitting to Mr. 
Tachherthat I could no longer handle all of my usual responsibilities. 

Pursuant to the terms of 28 U.S.C. §1746> I declare under penalty of 
perjury undisr the laws of the United States of America that the foregoing is toie 
and correct. I further dedafe that all statements made herein of my own 
Knowledge are true and that all statements made on information and belief are 
believed to be tme. The declaration made herein are made with the Icnowledge 
ttiat willful false statements and the like are punishable by fine, imprisonment, or 

2 
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both under 18 U.S.C. §1001 ahd may Jeopardize the validity of the above- 
captioned patent. 



Dated: 
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RECEIVED 
CEMTRAC FAX CENTER 



Attorney Docket No.: ATOMIC-10 



APR 1 1 M\ 



IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



Patefrtee: 



Douglas J. Toth 



) 



-T3 
TO 




Patent No.: 



6.463,640 



For: STRAP GONNEGTING BUCKLE 



issued: 



OctoberiS, 2002 



) 
) 
) 
) 



cn 



TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PiCTENT 



MAIL STOP: PETITIONS 

Attn: . Christina Tartera Dbnneil 
S0nid^ Petitions Attorney 
Comniissionerfbr Pat^rits 
U.S. Patent &Trademarl< Office 
PC Box 1450 
Alexandria. VA 22313-1450 

Dear Sin 

Enclosed herein is this Request For Reconsideration of a Petition under 
Ruie 1 ;^378(b) to revive the atMve-captioned patent by delayed acceptance of 
previously unpaid maintenance fees. The Request is supported by supplen^ntal 
dedarations of the undersigned, Leonard Tachner, counsel for the patentee, the 
ofFioe manager of counsel's office, Ms. Janis Foreman and physician, Dn Samuel 
Albert who Is a Ixiard certified psychiatrist 

Based upon the foregoing as more thoroughly detailed in the encbised 
declanatiQns, it i$ earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justified 
reconsideratiort and granting of the pending petition and such is respectfully 
solicited. 



e4/14/28U SALLEN 68888886 868938 6463648 

81 FC:1599 2888.68 DA 
6S FC:1462 488.68 M 
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A fee of $1 ,640.00 (for the second annuity $1 ,240.00 and $400.00 for the 
requested reconsideratibn) should be deducted from Deposit Account No. 06* 
0930. 




Alladiments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Deciiafatlohdf Sarhuel H. Albert, U,D. (2 pages) 

3. Additional Declaration of Janis Foreman (3 pages) 
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United States Patent and Trademark Office 



Commissioner for Patents 
United States Patent and Trademark Office 

P.O. Box 1450 

Alexandria. VA 22313-1450 
www.uipto.gov 



LEONARD TACHNER, A PROFESSIONAL LAW 
CORPORATION 

17961 SKY PARK CIRCLE, SUITE 38-E 
IRVINE CA 92614 

OFRCE OF PETITIONS 

In re Patent No. 6,463,640 : 

Issue Date: October 15, 2002 : DECISION ON PETITION 

Application No. 09/483,145 : 
Filed: January 13,2000 : 
Attorney Docket No. ATOMIC-1 0 : 



MAILED 

FEB 1 0 2011 



This is a decision in response to the petition under 37 CFR 1 .378(b), filed January 3, 2011 , to accept 
the delayed payment of the maintenance fee for the above-identified patent. 

The petition under 37 CFR 1 .378(b) is dismissed without prejudice to reconsideration. 

If reconsideration of this decision is desired, a petition for reconsideration under 37 CFR 1 .378(e) must 
be filed within TWO (2) MONTHS from the mail date of this decision. No extension of this two- 
month time limit can be granted under 37 CFR 1 .136(a) or (b). Any such petition for reconsideration 
must be accompanied by the petition fee of $400.00 as set forth in 37 CFR 1.17(f). The petition for 
reconsideration should include an exhaustive attempt to provide the lacking item(s) noted below 
because the Director will not undertaken any further reconsideration or review of the matter after a 
decision on the petition for reconsideration. 

The patent issued on October 15, 2002. The first maintenance fee could have been paid during the 
period from Monday, October 17, 2005 through Monday, April 17, 2006, or with a surcharge during 
the period from Tuesday, April 18, 2006 through Monday, October 16, 2006. Accordingly, this patent 
expired on October 16, 2006, for failure to timely remit the first maintenance fee. 

A grantable petition to accept a delayed maintenance fee payment under 37 CFR 1 .378(b) must include 
the following: 



(1) the required maintenance fee set forth in § 1.20(e) through (g); 
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(2) the surcharge set forth in § 1.20(i)(l); and 

(3) a showing that the delay was unavoidable since reasonable care was taken to 
ensure that the maintenance fee would be paid timely and that the petition was filed 
promptly after the patentee was notified of, or otherwise became aware of, the expiration of 
the patent. The showing must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which patentee became aware of the expiration 
of the patent, and the steps taken to file the petition promptly. 

This petition lacks requirement (3). 

As 35 U.S.C. 41(c) requires the payment of fees at specified intervals to maintain a patent in force, 
rather than some response to a specific action by the Office under 35 U.S.C. 133, a reasonably prudent 
person in the exercise of due care and diligence would have taken steps to ensure the timely payment 
of such maintenance fees. Rav v. Lehman . 55 F.3d 606, 609, 34 USPQ2d 1786, 1788 (Fed. Cir. 1995). 

That is, an adequate showing that the delay in payment of the maintenance fee at issue was 
"unavoidable" within the meaning of 35 U.S.C. 41(c) and 37 CFR 1.378(b)(3) requires a showing of 
the steps taken to ensure the timely payment of the maintenance fees for this patent. W. Thus, where 
the record fails to disclose that the patentee took reasonable steps, or discloses that the patentee took no 
steps, to ensure timely payment of the maintenance fee, 35 U.S.C. 41(c) and 37 CFR 1 .378(b)(3) 
preclude acceptance of the delayed payment of the maintenance fee under 37 CFR 1.378(b). 

Acceptance of a late maintenance fee under the unavoidable delay standard is considered under the 
same standard for reviving an abandoned application under 35 U.S.C. 1 33. This is a very stringent 
standard. Decisions on reviving abandoned applications on the basis of "unavoidable" delay have 
adopted the reasonably prudent person standard in determining if the delay was unavoidable: 

The word * unavoidable' ... is applicable to ordinary human affairs, and requires no more 
or greater care or diligence than is generally used and observed by prudent and careful 
men in relation to their most important business. It permits them in the exercise of this 
care to rely upon the ordinary and trustworthy agencies of mail and telegraph, worthy and 
reliable employees, and such other means and instrumentalities as are usually employed 
in such important business. If unexpectedly, or through the unforeseen fault or 
imperfection of these agencies and instrumentalities, there occurs a failure, it may 
properly be said to be unavoidable, all other conditions of promptness in its rectification 
being present. 

In re MattuUath , 38 App. D.C. 497, 514-15 (1912) (quoting Pratt. 1887 Dec. Comm'r Pat. 31, 32-33 
(1887^): see also Winkler v. Ladd. 221 F. Supp. 550, 552, 138USPQ 666, 667-68 (D.D.C. 1963), affd, 
143 USPQ 172 (D.C. Cir. 1963); Ex parte Henrich, 1913 Dec. CommV Pat. 139, 141 (1913).. In 
addition, decisions on revival are made on a "case-by-case basis, taking all the facts and circumstances 
into account." Smith v. Mossinehoff . 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982). 
Finally, a petition cannot be granted where a petitioner has failed to meet his or her burden of 



Patent No. 6,463,640 
Application No. 09/483,145 



Page 3. 



establishing that the delay was "unavoidable." Haines v. Ouigg , 673 F. Supp. 314, 316-17, 5 USPQ2d 
1 130, 1 131-32 (N.D. ind. 1987). Moreover, patentee's lack of knowledge of the need to pay the 
maintenance fee and the failure to receive the Maintenance Fee Reminder do not constitute 
unavoidable delay. See Patent No. 4,409 J63 , 7 USPQ2d 1798 (Comm'r Pat. 1988). 

In determining whether the delay in paying a maintenance fee was unavoidable, one looks to whether 
the party responsible for payment of the maintenance fee exercised the due care of a reasonably 
prudent person. Rav v. Lehman . 55 F.3d 606, 608-609, 34 USPQ2d 1786, 1787 (Fed. Cir. 1995). The 
patent owner at the time of the expiration of the patent is ultimately the person responsible to ensure 
the timely payment of the maintenance fees. The patent ovraer may engage another to track and/or pay 
the maintenance fees; however, merely engaging another does not relieve the patent owner from his 
obligation to take appropriate steps to ensure the timely payment of such maintenance fees. See 
Califomia Medical Prods, v. Tecnol Medical Prods .. 921 F. Supp. 1219 (D. Del. 1995). Moreover, the 
USPTO must rely on the actions or inactions of duly authorized and voluntarily chosen representatives 
of an applicant, and an applicant is bound by the consequences of those actions or inactions. Link v. 
Wabash, 370 U.S. 626, 633-34 (1962); Huston v. Ladner , 973 F.2d 1564, 1567, 23 USPQ2d 1910, 
1913 (Fed. Cir. 1992). Specifically, delay caused by the actions or inactions of a voluntarily chosen 
representative does not constitute unavoidable delay. Haines v. Ouigg . 673 F. Supp. 314, 5 USPQ2d 
1130(D. Ind. 1987). 

In the present petition, petitioner asserted that over a protracted period beginning in 2005, counsel's 
office manager, Ms. Foreman, experienced a medical condition that caused her to fail in her office 
duties which included notifying the patentee of the need to pay the maintenance fees, obtaining the 
client's authorization to pay the maintenance fee, and proceeding to send the payment to the USPTO. 
In support of the petition, petitioners provided a statement from patent practitioner Leonard Tachner, 
office manager Ms. Foreman, and Dr. Samuel A, Albert. 

To establish a showing of "unavoidable" delay based upon medical incapacitation, petitioner must 
demonstrate that the incapacitation was of such a nature and degree as to render the person unable to 
conduct business (eg., correspond with the USPTO) during the period when the maintenance fee was 
due. Such a showing must be supported by a statement(s) from the person's treating physician(s), and 
such statement(s) must provide the nature and degree of the person's medical condition during the 
period from when the maintenance was due {i.e., October 16, 2006) until the filing of a grantable 
petition. Namely, petitioner should provide the USPTO with a statement from a treating physician, 
asserting that from the time the maintenance fee was due (/.e., October 16, 2006) until the filing of a 
grantable petition, the person's medical condition was of such a degree of severity that it prevented her 
from timely paying the maintenance fee. Additionally, the treating physician must describe person's 
medical condition, the degree of incapacitation, and the duration of the medical illness. 

In this instance, petitioner has not provided sufficient evidence at this time to show that "but for" Ms. 
Foreman's medical condition, the maintenance fee would have been timely paid. The Office is 
particularly interested in the duration of Ms. Foreman's medical condition - the date of when Ms. 
Foreman's medical condition began until the date she sought treatment. Petitioner may wish to 
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provide a statement from her treating physician. Additionally, petitioner should submit a statement 
from Ms. Foreman explaining in detail the exact actions or inactions she took with regard to the 
docketing and timely paying of the maintenance fees for this patent. The present statements submitted 
on petition provide the Office with generalities as to the actions/inactions of Ms. Foreman that 
ultimately resulted in the delayed payment of the maintenance fees. 

In summary, petitioner must show that Ms. Foreman's medical condition was the cause of the error in 
failing to timely pay the maintenance fee; her condition was of such a degree of severity that it 
prevented her from performing specific duties with regard to the docketing and paying of the 
maintenance fee for this patent; and that her condition spanned the entire period from the due date for 
the maintenance fee until the date of the filing of a grantable petition. Without any further explanation 
or documentary evidence, the Office is left to speculate as to the circumstances that transpired. 

The Office cautions petitioner to remove or mark through any personal information in any document 
submitted to the USPTO that could contribute to identity theft. Personal information such as social 
security numbers, bank account numbers, or credit card numbers (other than a check or credit card 
authorization form PTO-2038 submitted for payment purposes) is never required by the USPTO to 
support a petition or an application. If this type of personal information is included in documents 
submitted to the USPTO, petitioner should consider deleting such personal information from the 
documents before submitting them to the USPTO. Petitioner is advised that the patent file is available 
to the public after the issuance of a patent. However, checks and credit card authorization forms 
(PTO-2038) submitted for payment purposes are not retained in the application file, and therefore, are 
not publicly available. 

For the reasons stated, the petition is dismissed . 

Petitioner should note that if this petition under 37 CFR 1.378(b)/(e) is not renewed, or if renewed and 
not granted, petitioner may obtain a refund of the maintenance fee and post-expiration surcharge . The 
$400.00 petition fee for seeking fijrther reconsideration is not refundable 

Any request for refund should be in writing to the following address: 



Mail Stop 16 

Director of the US Patent and Trademark Office 
PO Box 1450 

Alexandria, VA 22313-1450 



A copy of this decision should accompany petitioner's request. 



The Office charged the deposit account for the $490.00 maintenance fee due at 3.5 years, the 
$1,240.00 maintenance fee due at 7.5 years, and the $700.00 surcharge after expiration as authorized. 
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Further correspondence with respect to this matter should be addressed as follows: 

By mail: Mail Stop Petition 

Commissioner for Patents 
P.O.Box 1450 
Alexandria, VA 22313-1450 

By FAX: (571)273-8300 

Attn: Office of Petitions 

By hand: Customer Services Window 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Correspondence may also be submitted electronically via EFS-Web. 

The patent file is being returned to Files Repository. 

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-321 1. 

Christina Tartera Donnell 
Senior Petitions Attorney 
Office of Petitions 
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PETITION TO ACCEPT UNAVOIDABLY DELAYED PAYMENT OF 
MAINTENANCE FEE IN AN EXPIRED PATENT (37 CFR 1.378(b)) 



Docket Number (Optionai) 
ATOMIC-10 



AA^ilto: Mail Stop Petition 

Commissioner Tor Patents 
P.O. Box 1450 
Alexandria VA 22313-1450 
Fax: (671) 273-8300 

NOTE: If information or asstetance Is needed in completing this fomi, please 

(571)272^2te. g, PC:1599 



Patent Number 6.463>640 



09/483.145 



Issue Date: October 15, 2002 



Application Number 
Filing Date: January 13, 2000 



\ 



CAUTION; Maintenance fee (and surcharge. If any) payment must coitectiy Identify: (1 ) the patent. 

numt>er (or rebsue patent number, if a reissue) and (2) the application number of the actual 

applicattori (or reissue application) teadihg to^suance of that patent to ensure the fee(s) 
is/are associated with ma correct patent 37 CFR 1.366(c) and (d). 

Also complete the following infonnatlon, If applicable: 



The abova-tdentrfiod patent: 

n ia a reissue of original Patent No, 
original application number 
origihalfilirig date 



origlnaiissue date « 



Q resulted from the entry Into the U.S. under 35 U.S.C. 371 of international appficaiton 
, filed on - 



CERtlFICATE OF MAIUN6 OR TRANSMISSION (37 CFR 1.8(3)) 

I hereby certify that this paper (along with any paper referred to as being attached or enclosed) is 

(1) being deposited With the United States Postal Servi^ on the date shovyn below with suffldent postage as first dass 
mail in an envelope addressed to Mail Stop Petition, Commissioner for P^nte, P.O. Box 1450, Alexandria, VA 22313^ 
1450 OR 



(2) transmitted by facsimile on the date shown below to thi 
8300. 



Office at (571 )27:^ 




LEONARD TACHNER • 

Type^ or printed rVaine of person siting Certificate 
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This ootiacthviori^tfomtttlon Is required ^ 37 CFR 1.37e{b>. The infofmstion rsqutred to obtain or rat^ a^idftlS^ (he ptMe WtBRTf^ fi^and by the USFTO 
to proosss) en aM)It66Ct6n. ConffdenttaBty Is govemod by 3S U.S.C. 122 M 37 CFR 1 .1 1 and 1.14. This cadBctbn Is e«Umdifid m oke SbourB to complertQ, Indudlng 
^athartng, prapartr)9» aryi «u^nmilng iho oo^ anthaamcnint 
of Qme you raquDeio completo thi» form Bnti^rsu99«»£tIon5 for radiictng this bur^eri, snoufd bo earn to the CmoT infbrmatton OBo$r, U^. Patent end Tredfimarfc 
Office, U.9. DcpaftmorT! of Canmerce. P^. Booc 1450. A»wanarta. VA 22313-1450. OO NOT SBNO FEES OR COMPLETED FORMS TO THIS ADDRESS. SfiND 
TO: UaU Stofi Pautlon/Commlsstontr Potants, P^Ol Giax 1460, Alsxanriria* VA22313^14Ga 
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PTQ/SB/85(03^) ' 
ApprevM for U3a thmush 03/31/2012. OMB 08S1-C016 
U.S. PatBrt Tredomertt Office; U.S. DEPARTMENT OF COMMERCH 
LTntfeftne PepenMorlt Reduction Act of 199S, no pereons are requtnsd to r«$pond to a collactton of btform^tlon unlass n<iticiayi « valid OMB control num&«r. 



J 

1. SMALL ENTITY 

[3 Patentee claims, or has previously claiimed. small entity status. See 37 CFR 1 .27 

2. LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS 

1^ Patentee is no longer entitled to small entity status. See 37 CFR 1 ,27(g) 

3. MAINTENANCE FEE (37 CFR 1.20(eH9)) 

The appropriate maintenance fee must be submitted with this petition, unless it was paid earlier. 



NOT Small entfty 
Amount Fee (Code) 


Small Entity 

Amount . Fee (Code) 


fv^ S 3V5vrfee YtSSlV 

\ 1 $ 7^^ vrfee (1652V 

1 1 ft HT^yrfee (1553) 


\y] S 1240 ry^vrfee ^25S2i 
f~l S 11 y,vrfee (2553) 



MAINTENANCE FEE BEING SUBMrTTED S iZ§2l 



4. SURCHARGE 

The surcharge required by 37 CFR 1 .20(0(1 ) of $ Z2L 



(Fee Code 1557!) must be paid as a 



condition of accepting unavoidal^^ly delayed payment of the rhaintenanoe fee. 

SURCHARGE FEE BEING SUBMITTED $ 7G0_ 



5. MANNEROi== PAYMENT ; 
"n Enclosed is a check for the sum of $ _ _^ 

2 Please charfije Deposit Account No. 06'Q93Q the sum of $ 2430__ . 

Paymentby credit card. Form PTO-2Q38 is attached. 

9; AUmORIZATiON TOCHA^^ : . , : : 

r71; The Wrector Is hereby authortied to charge any maintenance fee. surcharge or petition fee deficiency to 
Deposit Account No. 0^<^^0 . j; 
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! PTOlSfi^S (034)9) 

ApprDWBdfiaruBethroust)0301/2013.0MB0651-0016 
u^. PmeM ana imdemsfit OfBc«: u^. OEPARTMEr^rr of commerce 
Undei' thft PaogTwoffc ReducHon Act of rt& p»f»ona am regt^fgd lo f&soond to » ccffsctton of tntormation unbsa tt dtepiaya a va«d 0^8 wi»Dt numt>ef. 



7\ OVERPAYMENT 



As to any overpayment m^cSe, please 

f71 Credit to Deposit Account No. 06-0930 
OR 

I I Send refund check 



WARNINO: 



I 

1 that I 



Petitioner/applicant t& cautioned to gvotd submitUhg personal tnfbrmaUon in documents filed In a patent application tjriat may 
contribute to identity theft Personal infonmatlon such as socra) securfCy numbers, bank account numbers* or credit &rd 
numbers (other than a check or credit card authorization form PTO-2038 submitted for payment purposes) is- never Required by 
the USpto to support e peiftton or an appllcatton. If this type of personal Information Is Included in dooiments subrfiltted to the 
USPTOr petitidners/appitqants should dortstder redacting suc^ persona) informstion from the documents before submitting them 
to Ote USPTO. Pstitioner/appltoant is advised that the record of a patent appScatton is availabte to the public after publication of 
the apjrftcation (unless a rion-pubiicstlon request In compliance with 37 CFR 1.2i3(a) is made in the applicatJon) or fesiiance of 
a patent Fufthermore. the record from an abandoned application may also be'lsvaiiabie to the pubBc if the application is 
referenced in a published appilcatk>h or an fesued patetnt (see 37 CFR 1.14). Checks and credit card authorlMftion forms PTO 
2038 submitted fbr payment purposes are not nets^ned in'the application file and therefore are not publicly av^lable. 

8. SHOWING ' ; , ; f 

The enclosed staten>ent wftl show that the delay in timefy payment of the maintenance fee was unavoidable 
since reasonable care was taken to ensure that the maintenance fee would t>e paid timely and that ^is 
petition is being filed pnon^y after the patentee was notified of. or othenwise became aware of, ^e 1 
expiration of the patent. The statement must enumerate the steps taken to ^sure timely payment of the 
maintenance fee, the date and the manner in which the patentee became aware of the explrmioh of the 
patent, and the st^ taken file the petition promptly. j 

9. F*ETlTlONa«3) REQUESTS THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE 6E ACCEPTED AND THE 
PATEIiT^EiNSTATED. 





LEONARD TACHNER 

Typed or printed name(5) 

17961 SKY PARK GIRGLE; SUITE aS^E 
"~ Address ' ~ 



1 Date 



IRVINE, CAUFOftNtA 92614 
Address 



26,344' 'j = j 
Regi^atidn Number if apqlicablo , 

: 949-752->8525 \ 
: TeJephone Numl)er 



ENCLOSURES: 

[71 Maintenance Fee Payment 
[71 Staternentwhymairrtenance fee was not paid timeiy 
f/l Surcharge urider 37 CFR 1 .20(iX1) (fee for filing the maintenance fee -i 
n other 
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PTCVsa/65 (OSW) 
Appmvect fior isa dvaugh 03/31/2012. 0MB 0dS1-00l6 
u^^^z^^^o^.^o^^^Han^ . . as. Patart and Tradamail»Otttee:U^. DEPARTMENT Of= COMMERCE 

UraJar the p^pciwom RocJuCtlOft Aa of 1995. TO psf»0»tt are required to 



37 CFR 1 ,378<d) states: "Any petition under this section must be signed by an attorney or agent 
registered to practice before the Patent and Trademark Office, or by the patentee, the assignee, or 
other party in Interest' 




Signature 
LEONARD TACHNER 



f y Date 



26,344 



Type or printed name 



Registration Number, ff applicable 



g^fl^TEMENT 

(In the space below , please provide the showing of unavoidable delay rcdted In paragraph 8 above.) 

This petition is supported by declarations of the undersigned, Leonard Tachner 
counsel for the patentee, the office manager of counsel's office, Ms. Janls 
foreman and a physician^ Dr. Samuel A.* Albert who is a board certified 
psychiatrist* 

The declaration evidence shows that over a protracted period heginxilng In 2005 
Mfl» Foreman experienced a psychological breakdown or psychotic episode as. 
described by Dr. Albert who has interviewed her for purposes of making his 
enclosed Statement /Declaration. The breakdown of Ms. Foreman- caused her to 
fail in hex office duties which Included notifying the patentee of the need to 
pay maintenance fees, obtaining the client's authorization to make such 
payments and then proceeding to send such payments to the U.S. Patent 6 
Trademark Office in a timely manner. Only int he past few weeks has her 
strange and unescpected behavior come to light. 

Ms. Foreman has been a loyal and reliable employee of Tachner *b office for mor(t 
than thirty-two years. She did not exhibit any forta of overt personality 
characteristics or behavior which.would have led Mr. Tachner to anticipate 
that she would not have fulfilled her normal office duties as she had done 
for' ■ •more than three decades. Baaed upon Dr. Albert* s interview and diagnosis j 
of Ms. Foreman, it is only now understood that she was overworked and stressed 
beyond her limit (see Dr. Albert's Statement/Declaration) but that she was 
'•programmed*' to hide her predicament for fear of losing her position. 
Based, upon the foregoing as more thoroughly detailed in the enclosed 
declarations, it 1$ earnestly believed that the revival of the subject patent 
based upon entirely unforeseen circumstances that were truly "unavoidable", 
justify a granting of this petition and such Is respectfully solicited. 



fP/iSase flftec/) addAfonol ^mts Ifaddftkmai space is neecte<9 
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I. Leonard Tachner, do hereby declare as follows: • 

A. INTRODUCTION ] K ^ 

1 . I am a member of the State Bar of California (1 973) and admitted ti^ 
practice before the U.S. Patent and Trademark Office (1 971 ). I,: make this | . 
declaration in support of petition under Rule 1.378(b). This declaration is based ' 
on my personal knowledge and if called as a witness. I could arid would testify . 
competently to the facts set forth herein' under bath. 

B. BACKGROUND AND PROFESSiDNAL EXPERIENCE ' 

2. I earned a Bachelor of Science degree in Electrical Engineering 

f rorn City College of the State University of New York in 1 965 and a Master of | 
Sclehce degree in Efectrical Engineering from California State Unii versify at Long! 
Beach In 1969. I received a Juris Doctor degree cum lagde fporn Westeiri State. 
University in 1973; 

3. I was admitted to practice before the United States Patent and 
tfademaric Office as a patent agent since about December 1 971 and t was 
assigned registration number 26,344. I was admitted to the State Bar of . ; 
Califomia in 1 973. Over my entire career no disfciplinary action has been taken ! 
against me by the United States Patent and Trademark Office, the State Bar of 
Califomia or any other agency or administrative body. 

4. I am adlTijtted to practice before the U.S. Supreme Court, the Court 
of Appeals for the F=^edera1 Circuit, the Ninth Qteuit Court of Appeals, all the U.S. 
District Courts of Galifbmla and: the Supreme Court of California. 

5. I began my legal career in 1973 and have moi-e than 35 years of 
private practice experience In intejiectual property matters including patent, 
trademark, copyright and unfair compeftition. I began my^own private practice as 
a patent attorney in March 1978, Initially as a partner In a small flnn and later as 
a sole practitioner in 1084. 

6; I have prepared and prosecuted over 80.0. U.S. patent applications. 
In addition, I have been lead trial counsel in numerous U.S.. District Court trials 
involving patent validity and Infringement and served as a testifyirtg patent law 
expert In federal district court litigation and arbitration proceedings. 

1 r :• . . 
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7. I have an "Av^ Martindale-Hubbell Peer Review rating. 
C. LAW PRACTICE MANAGEMENT 

8. I have two employees working full time as office staff. Janis 
Foreman is my office manager Ms. Foreman was hired in June 1978 and has 
been continually employed by me since that time. In 1988 I hired Jodie Pyte as a 
typist. Jodie, now Mrs. Jodie Miller, has been continually employed by me since 
that time. 

9. For at least the past twenty years, Ms. Foreman, as office manager, 
has been responsible for entering irjfomiation into my patent and trademark 
docket and handling routine communications with clients and associates, all 
under my direction and supervision. In addition, Ms. Foreman does the 
t>obkkeeping for my office including billing and tracking our accounts receivable 
and accounts payable. She also prepares the final version of documents to be 
filed in the U.S. Patent and Trademark Office. 

10. I have personally devoted uncountable hours to training and 
teaching Ms, Foreman over the past three decades. Over the last thirty two 
years of employment, she has become well-trained in every aspect of the 
administration pf my practice. However, despite her acumen, we have always 
maintained clear lines between her responsibilities as an employee and mine as 
a patent attorney. Her work Is done under my supervision. She is not authorized 
to make any deciston that could affect, diminish or be. Inimical in ^ ny way to a 
client's rights. Her actlpns in dealing with clients, the U.S. Patent and Trademark 
Office and with our foreign associates, must be based on my instructions that she 
receives by coriferring with me. She is not to carry out such actions until and 
unless she first confers with me. Our office procedure is clear - all substantiy© 
incoming comrnunlcations are to be reviewed by me. ^ 

11. I maintain a docketing system whereby Ms. Foreman receives all 
incoming con^spondence and dockets relevant dates In our electronic docket. 
As each due date In the docket is responded to Ms. Forefnah has the 
responsibility for noting when the due date was met 



2 
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12. I maintain supervisory authority of the docket. I routinely check the 
docket to keep aware of upcoming deadlines. I also regularly con'fer with Janis 
regarding matters coming up on the docket Ms. Foreman also reviews the 
docket for upcoming due dates. Where appropriate, Ms. Foreman consults with 
me regarding matters entered into the docketing system. 

1 3. When Ms, Foreman is either sick or on vacation or othenvise 
unavailable, Jodie fills in. Jodie's responsibilities include, typing drafts of patent 
applications and prosecution documents and preparing form letters to clients. 

14. Over the years of her employment in my office. Ms. Foreman has 
been a loyal and devoted employee. JanIs has normally handled her 
responsibilities in a professional and competent manner. .1 j 

D. CHRONOLOGY OF EVENTS IN THIS MATTFP 

15. On or about Monday November 22. 2010 Ms. Forerrian showed me 
a table of patent-related matters of Atomic Aquatics that she had prepared at the 
request of Mr. Dean Garraffa, one of that company's principals. Atomic Aquatics 
has been an important client of mine for about the. past fifteen years and .1 have 
known its principals, Dean Gan^affa and Doug Toth for more than Iwenty years. 

I it ' ■ ' 

16. I noticed that the table had a numjsei; of entries for Atomic Aquatics 
issued U.S. Patents which Indicated that they had become atjandoned for failure 
t9 pay.maintenance fees between 2005 and 2dl08jr She Infonned me that she 
believed that these abandonments were known|tOi.the client's principals and were 
the fosult of their lack of adequate funds or befjaupe the corresponding products 
hadjbecome obsolete. To the best of my knowledge, Ms. Foreman sent this 
table to Mr. Garraffa that day on Wednesday rjiorriing. Novernber 24. On that 
same day I left Southern California for the four-day; Thanksgiving weekend, 
arnving at my destination that evening. I checked riny email and opened an email 
from Ms. Foreman stating that Mr. Ganaffa iiadl.rBceived the table and had called 
the office that day and expressed a desire to's^ me as soon as T Vetumed from 
the Thanksgiving weekend. . if • i 1 ' 

! , 

: !■ ' ' 
• I . 

: . , I • , • ■■ 

\ i!^! i, .; ; 
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1 7. When I returned to the office on Mbnday November 29, 20;l 0, Mr. 
Gan^ffa was already waiting for me in the lobby talking to Ms. Foreman. He 
Indicated a need to meet with me to speak to me about the contents of the table 
Ms, Foreman had sent to him. Mr. Garraffa then proceeded to explain that he 
and Mr Toth were shocked to learn that several of their issued U.S. patents had 
apparently expired without their knowledge and that they needed to find out how 
It had happened and what could be done to remedy the situation. I told him that t 

i . i 

would investigate the various files involved and report to him as. soon as 
possible. . = . j 

(• ii I 

18. Over the ensuing two days I had discussions wrth Ms. Foreman and 
I examined a number of the Atomic Aquatics patent files. I also spoke to Mr.^ 
Garraffa about a provisional application that was supposed to be ipMowed by' a 
corresponding non-provlslonal but hadn't been.. In examining the file, I found 
various instructions I had prepared for Ms. Foreman including a set of claims for 
the non-provisional, but, no evidence that Ms. Foreman had canried out my 
instructions or that a non-prOvisiohal had been prepared and filed. It bebame 
evident to me that Ms. Forernan had failed to do her work in regard to a number 
of Atornic Aquatics fil^^s including the file No. ATOMIC-10 (Patent No. 6,463,640) 
for whlc#i this petition is being filed . . ^ ; 

, .19. When I confronted her, she eventually admitted to me that she had , 
lost control of her taskSj partlcularty over a several year period between 2005 
and 2008 when she just couldn't keep up wit^) the ^demands of the, job arid 
perform all of her duties In a timely manner. She revealed that she was too . 
afraid and embarrassed to tell me about this behavior. I then reported to Mr.r 
Ganaffa and advised him that J wo^ld Immediately begin preparation of petitions 
to revive the Atomic Aquatics patents that had been lost as a resuJt of Ms. 
Foreman's shocking and totally ^un^cpected behavior i 



:: ; . . --I r ":• • •. 1 
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20. I arranged for Ms. Foreman to consult with a psychiatrist 
acquaintance so I could learn whether her problenns were treatable and whether I 
could trust her work in the future. A Declaration Report of Dr. Samuel Albert is 

enclosed herewith. j • 

I \^ 

■ ■ : ■ |! 

21 • Based upon Dr. Albert's Report and my own observ/ations/l. believe 
that Ms. Foreman, as a result of overwork and stress beyond her limit, j I 
experienced a lengthy period of irrational behavior. During this period she simply 
didn't carry out all of her usual responsibilities including communicating with 
clients and paying patent issue and maintenance fees including the following: file 
No. ATOMIC-10 for Patent No, 6,463,640 maintenance fees. - Furthermore, Ms. 
Foreman was afraid to admit her inadequacies and endanger her position which ; 
bad become such a predominant aspect of her life. Consequently, she did all 
she could to hide tfie problems until just recently. , j 

Pursuantto thetermsof 28 U.S.C. §1746, 1, declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 

and correct. I further declare that all statements made herein of niy own ' 

i 

knowledge are true and that all statements made on infomiation and belief are 
believed to be true. The declaration made herein are made with, the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.C, §1001 and may jeopardize the validity of the above- 

I : . : 

captioned patent. ^ . 



Respectfully submitted, 




I r 
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I, Janis Foreman, do hereby declare as follows: 

A. INTRODUCTION 

1 . This declaration Is based on my personal knowledge and if called 
as a witness, I could and would testify competently to the facts set forth herein 
under oath, 

B. BACKGROUND AND PROFESSIONAL EXPERIENCE 

2. I am the office manager for attorney Leonard Tachner, I was hired 
in June 1978 and have been continually employed by Mr. Tachner since that 
time. 

3. Over the past thirty two years, I have received an extensive amount 
of training and instruction from Mr. Tachner In all aspects of his practice. For the 
last approximately twenty years, I have been responsible for entering infomiatfon 
into Mr. Tachner's patent and trademark docket. I handle routine 
communications with clients and associates, all under Mr. Tachner's direction 
and supervision. I also manage the bookkeeping, billing, and tracking of Mr 
Tadiner's accounts receivable and accounts payable. I prepare the final version 
of documents to be filed in ttie U.S. Patent and Trademartc Office. 

4. Our office procedures are clearly defined by Mr. Tachner. I receive 
all incoming correspondence and docket relevant dates In our electronic docket. 
As each due date in the docket Is responded to, I am responsible for noting in the 
electronic docket when the due date was met 

5. Mr Tachner maintains supervisory authority of the docket and 
routinely checks it for accuracy and upcoming deadlines. Mr Tachner regularly 
confers with me regarding matters coming up on the docket I review the docket 
daily for upcoming due dates and Mr Tachner periodically reviews the docket for 
the same purpose. Where appropriate. I consult with Mr Tachner regarding 
matters entered into the docketing system. 

6* In connection with preparing this declaration, I have reviewed 
correspondence, emails and other documents relating to this matter Though I 
cannot explain or justify many of my actions described below, I have set forth in 
this declaration my true recollection of the events. 

: 1 
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C. CHRONOLOGY OF EVENTS IN THIS MATTER 

7. On or about November 17, 2010, 1 received a phone call from Mr. 
Dean Garraffa of Atomic Aquatics. He asked me to prepare a tabular report 
showing the current status of all of their patent-related files in our office. 

8. In response to Mr. Garraffa's request, I spent the following two days 
carefully examining all of the patent-related files of Atomic Aquatics. I found that 
there were a number of issued patents that had expired for non-payment of 
maintenance fees that had been due to be paid since as early as 2005. I also 
found a pending design patent application that had become abandoned for failure 
to pay an issue fee and a provisional application that had been allowed to lapse 
wittiout filing a corresponding non-provisional. 

9. I actually filled out the tabular report to reflect the true status of all 
of the Atomic Aquatic files, but I could not fully understand why there appeared to 
be numerous problems associated with these files, particulariy in regard to the 
past several years. My Initial reaction was that the client had communicated 
authorization to withhold such payments and filings because of their financial 
problems or product obsolescence, but I could not find any documents or other 
evidence supporting these 'feelings''. In retrospect, I now realize that these were 
unsupported rationalizations that cover a period of several years during which I 
was functioning at less than my normal capabilities. 

10. I don't know precisely what may have affected my mental 
performance during this period, but I do recall that I was under a great deal of 
pressure and stress due to my work load and that I was feeling continuously 
ovenwhelmed and unable to keep up. However. I was reluctant to tell Mr. 
Tachner of my concerns because I did not want to disappoint him after so many 
years. 

1 1 . Upon discussing this matter with Mr. Tachner and Dr. Samuel 
Albert,, I now realize that it was a mistake to keep Mr. Tachner In the dartc in 
regard to my sense of being ovenwhelmed and that I should have informed Mr. 
Tachner of my need for help. I also now realize the harm my actions have 
caused the client and Mr. Tachner. I am truly sony. 
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Pursuant to the terms of 28 U.S.C. §1746, 1 declare under penafty of 
perjury under the laws of the United States of America that the foregoing is tnje 

and coHBct. I further declare that all statements made hereiln of my own 

I' 

knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made'with the knowledge 
that willful false statements and the like are punishable by fine, Irriprisonment, or 
both under 1 8 U.S.C. §1 001 and may jeopardize the validity of the above- 
captbned patent. ^ 




•■.! 
.2 
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COHFIDENTIAL 

statement of Samuel H. Albert. M P. : 

i . 
I; 

I, Samuel H. Albert, M.D., am a practising Psychiatrist having an office in 
Fountain Valley, California. I have been a licensed physician In the State of California 
beginning July 1. 1969. I have been in practice as a Psychiatrist since October 1 , 1972 
and a board certified Psychiatrist since November 1978. f 

In late November 2010 I was asked to render professional consultation as a 
psychiatric expert for the purpose of diagnosing a IVIs. Janis Forjeman, who is a legal 
secretary and office manager for Attorney Leonard Tachner in Irvine, California. 

I was presented with certain facts relating to Ms. Foreman's job role and 
apparent inratlonal behaviour over the past few years or so in regard to her performance 
of her duties at Mr. Tachner's office. As I understand these facts, Ms'. Foreman has 
had for over thirty years working in the Tachner law firm, the resporisibllity for billing 
clients for professional services carried out by the Tachner finm.' as well as 
communicating with vendors of outside services for the firm and Its clients, and 
generally running the day to day activities of the firm according to established mies and 
instructions of Mr. Tachner. 

Besides Ms. Foreman and Mr. Tachner, I am Informed that there is another full 
time secretary who takes Instruction directly from Ms. Foreman and that from time to 
time there are one or two additional part time employees who may be brought in to 
carry out certain maintenance-type activities such as library upkeep, filing, copying, mail 
preparatton and the like. 

As I understand their relationship, Mr. Tachner spends his time mostly doing 
legal work for the fimi's clients and he depends heavily on Ms. Foreman to run the 
business aspects of the fimn Including billing, docketing, payroll and communicating with 
outskie service providers. She also handles Mr. Tachner's document preparation and 
maintaining his flies which are quite numerous. Clearly from what I've learned, the 
Tachner law flrni Is a very busy firm and Ms. Foreman has a heavy workload with many 
varied and Important responsibilities. '■ 

I have had the opportunity to read Mr. Tachner's statement regarding Ms. 
Foreman's behaviour In relation to the client Atomic Aquatics. I have also read Ms. 
Foreman's statement pertaining to those matters. In addition, I have had a two hour 
Interview with Ms. Foreman in which she participated voluntarily at the request of Mr 
Tachner. 



1 
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I do not consider Ms, Janis Foreman to be a patient of mine at this time because 
I have been asked to consult in the capacity of an expert with the intent of 
communicating my diagnosis with the constraints of physician-patient privilege- I have 
made this special purpose of my participation in this matter clear to Ms. Foreman and 
she has acl^nowledged that she understands that she is not my patient and that I am 
not her physician. 

Based upon these facts communicated to me, my reading of the Tachner and 
Foreman statements and my interview with Ms. Foreman^ I have fomied a preliminary 
medical opinion as follows: 

Ms. Foreman's inrationat behaviour is a result of her reaction to a temporary but 
continually increased work overload which became more than she could handle without 
any apparent way to vent the frustration, the worry and concern that's she Increasingly 
felt as she fell behind In her work. 

She coHBCtly regards her most significant responsibility as oontrol of cash flow 
by timely billing of clients and payments to vendors, fn the period from eariy 2005 to 
the end of 2007, she evidently became so busy that's she lost the ability to bill clients in 
a timely manner and pay the firm's obligations when they were due. 

She began feeling a sense of guilt for not being able to property handle these 
responsibilities. She did not want to Inform Mr. Tachner of these problems because 
she did not want to have her position diminished or lose any esteem in the eyes of her 
boss. She had no one else to tell of these difficulties and therefore no way to share 
these problems. After almost 30 years of being so capable and trustworthy, she could 
not bring herself to admit any inability to handle her responsibilities. She worried about 
her job, she worried about vvhat Mr Tachner would think of her, she spent more time 
concemed with her problems then with solving her problems. 

This type of destabilizing behaviour resulted In a spiralling down in her ability to 
think and act rationally. She began to do and say unreasonable and unrealistic things. 
She lost any sense of reality. She lost her sense of proportionality. Her goal became 
one of maintaining a sense of continuality and stability for Mr. Tachner even by 
misleading him and making false statements to him and to others. Ms. Foreman was 
suffering form an acute psychotic breakdown brought on by rising pressures at her most 
important environrnent her workplace where she had succeeded for decades. 
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If Ms. Foreman were my patient I would propose that she undergo a program of 
therapy designed to give her a better sense of balance to handle such occasions of 
hFgh levels of work pressure in a more motive and stable manner. I would prescribe an 
anti-depressant medication to address her symptoms of depression. Such medications 
include Prozac. Paxil, Zoloft. Lexapro, Wellbutrin and others. I would prescribe an anti- 
anxiety medication to address her symptoms of anxiety. Such medications include 
Librium, Ativan, Klonopin, Tranxene and others. 

I would suggest to her that she should help her employer adjust her office 
responsibilities to reduce her work load if possible- I believe that Ms. Foreman's illness 
is amenable to treatment. 

I declare under penalty of perjury that the foregoing Is true and correct. 
Executed this J3^ day of December 201 0 at Fountain Valley, California. 



By:. ..2±_I 

Samuel H. Albert, M.D. 
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CONFIDENTIAL 



The following information is appended so as to provide medical basis and reasoning for 
my conclusion: 

Assigned Duties and Work Load of Ms. Foreman: 

Ms. Janis Foreman is a Caucasian female age 61, bom 4-26-1949. She has been an 
employee since June 19, 1978 of Leonard Tachner, Esq. Ms. Foreman is the office 
manager. 

Ms. Foreman states that she is a Legal Secretary and is the Manager of the office 
where she works. She describes her assigned duties as numerous, detailed and often 
overwhelming. 

She states. "I have a giant case load. I do many jobs." Among the long list of tasl<s for 
which she is responsible, she mentioned the following: 

TASKS RELATED TO THE LEGAL WORK OF THE OFFICE: 

1 . Managing the foreign filing of patent Information, 

2. Managing the United States filing of patent information, 

3. File patent application in the United States, 

4. File world-wide trademarks, a cumbersome process, 

5. File United States trademark applications, 

6. Obtain require documents from the client and the United States 
Patent Office, 

7. Obtains a United States copy of certified documents. 

8. Prepares and files Assignment documents in the United States and 
Worldwide, 

9. She does docketing of ail the documents that enter the office, 

10. She sends out form letters, 

1 1 . Prepares and obtains Power of Attorneys from companies, 

12. She types all amendments and applications, 

13. She files copyrights, 

14. She does filing, pulling and replacing files, 

15. She does drawing conrections and declarations. Til get the 
draftsman to come in and do new drawings". 

16. Oversee preparation of photocopying (me or Jodie), 

17. She does work related to the intemation'al Patent Cooperation Treaty 
(PCT). She does work related to the PCT, an International treaty 
Involving nations that have signed the PCT agreement with the U.S.A., 

18. Letters take a great deal of time and each letter has to be placed in the 
file appropriate to the letter, 

19. From the parent case there are often several other cases that come firom 
the parent case, each having Its own number, 

20. Oversignt of the office docketing system. 
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21 . Typing of drafts of patent applications and prosecution documents. 



TIME PRESSURES often become extreme due to the following factors 

1 . Everything received by the office has a deadline of 30, 60 or 90 days, 

2. Often the inventor works for a company and then leaves the company. 



OVERWORK of Ms. Foreman can be ascertained by examining these factors: 
The quantity of documents is massive. 

Locate a misplaced document might take several hours or days. 

Ms. Foreman often works 2 or 3 nights extra each week to 7-10 PM depending on what 

Is going on in the office. 



ASSIGNED OFFICE TASKS NOT RELATED TO THE LEGAL WORK 

1 . Ms. Foreman does the billing of clients for the office, and the bill 
paying. The attorney In the office signs the checks. 

2. Pays bills. 

3. Bills clients. 

4. Bill clients for costs. 

5. "I am responsible to obtain supplies for the office; I order or buy supplies 
at Sam's Warehouse or Costco stores or stationary stores Including soft 
drinks and bulk paper". 

6. She cleans the office on the weekends. 



HELP AND ASSISTANCE ARE PRAOVIDED BY ADDITIONAL EMPLOYEES IN THE 
OFFICE. TO A LiMrTED DEGREE. 

The Secretary (Jodie) does hefp a bit. 
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CONFIDENTIAL 

Current psychiatric mental status evaluation: 

Caucasian Female appearing her stated age. Judgemient intact for basic activities of 
daily life, but is revealed to be quite weak during the time of the events starting in early 
2005. She did think in a way that can only be described as psychotic at the time. She 
made extremely poor decisions, thought in unusual manners, believed events to be tnje 
that were in fact false, and acted upon these convictions rather than logic or the usual 
standing orders of her employer. 

Her mood is one of anxiety with an undercun^ent of depression! Her daily life Is usually 
non-eventful. She spends rnost of our evaluation session talking about the events 
which occurred while she was employed by the law firm of Leonard Tachner. She has 
many recollections of the events. Speech is grammatical most of the time. No stutter, 
stammer or lisp. Dress is casual, with cotton*wash pants arid a nondescript shirt. No 
Jewelry other than an Inexpensive wristwatch. No symptoms to indicate disorientation, 
hallucinations, illusions, delusions, taie phobias, obsessive thinking, compulsive or 
stereotypic movement inappropriate affect. Affect is congruent to speech and thought 
and is appropriate mood. Psyqhological uriderstariding and insight Is absent. 

Diagnosis: Major Depression, severe, with psychotic episodes. 
Generalized Anxiety Disorder 



Very truly yours, 



Samuel H. Albert, M.D. 
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Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 
wvw.usplo.gov 



P75« 

LEONARD TACHNER, A PROFESSIONAL LAW DATE PRINTED 

CORPORATION 

17961 SKY PARK CIRCLE, SUITE 38-E 11/15/06 
IRVINE CA 92614 



NOTICE OF PATENT EXPIRATION 



According to the records of the U.S. Patent and Trademark Office (USPTO), payment of the 
inaihtenahce fee for the pateht(s) listed below has hot been received timely prior to the 
end of the six-month grace peri<Ki in accordance with 37 CFIr; 1.362(e). THE PATENT{S) 
LISTED BELQW HAS THEREFORE EXPIRED AS DF THE END OF THE GRACE PERIOD. 
35 U.S.C 41(b>, Notice of the expiration will be published in the USPTO Official Gazette . 

Expired patents niay be reinistated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 GFR i.20(i) are paid, AND the delay in 
payment of the maintenance fee is shown to the satisfaction of the Director to have been 
unavoidable or unintentional. 35 U.S.C. 41(c)(1). 

If the Director accepts payment of the maintenance fee and surcharge upon petition imder 
37 CFR 1.378, the patent shall be considered as not having expired but would be subject to 
the intervening rights and conditions set forth in 35 U.S.C. 4i(c)(i2). 

For instructions on filing a petition under 37 CFR 1.378 to reinstate ah expired patent, you 
may call the USPTO Contact Center at 800-786^9199 or 571-272-1000. 



U»S. 

'AtENt APPL I GATI ON PATENT APPL I CATI ON EXP I RATI ON ATTORNEY 

lUMBER NUMBER ISSUE DATE FILING DATE DATE DOCKET NUMBER 
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Petitioner's Exhibit Y 



Post-Issuance History in 
Pat. No. 6,761,163 
"Atomic- 14" 
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In re Patent No. 6,761.163 
Issue Date- July 13, 2004 
Application No. 10/347,608 
Filed: January 21, 2003 
Attorney Docket No: ATOMIC-14 



OFFICE OF PETITIONS 



ON PETITION 



REQUEST FOR INFORMATION 



A petition was filed on April 12, 2011 under 37 CFR 1.378(e), requesting reconsideration of a 
decision rnailed February 10, 2011, Which refused to accept the delayed payment of the 
maintenance fee for the above-identrned patent 

By Petitioner's own admission, the Tachrier finr?, or persons employed by that finn, have not 
bieen truthful with the USPTO. Furthermorei there iis a specter of bias in the declaration of Dr. 
Albert since, at the time of his diagnosis^ he was not Janis Foreman's doctor and he was paid 
to jsrovide his opinion by Mr. Tachner. The record fails to include any evidence corroborating 
Dr. Albert's diagnosis. Given the circumstances of this case, con-oborating evidence for Dr. 
Albert's diagnosis is required. 

It is extremely odd that the people that were closest to Ms. Foreman did not notice that, as 
stated by Dr. Albert, she exhibited "destabilizing behavior" or that "she lost her sense of reality" 
or "lost her sense of proportionality." FUfther, as stated In Mr. Tachner's declaration, It appears 
that for about two years, Ms.. Foreman was failing to bill clients or pay firm obligations evert 
though the performance of these tasks appears to have been her primary duty. Therefore, it is 
not clear from the record how Mr. Tachner could have failed to recognize Ms. Foreman was 
failing to properly bill clients and pay firm obligations. 

In response to the instant request for information. Petitioner is required to provide a rebuttal to 
all the assertions set forth in the petition filed July 21, 2010 in U.S. Patent No. 6,205,885.^ 
FUrtherfhore. Petitioner must explain why the current explanation provided in this case is any 
more believablie than other explanations previously provided. Petitioner is required to provide 
corroborating evidence of Ms. Foreman's condition from a source that is independent of Dr. 
Albert. Additionally, Petitioner must fully discuss how the actions of Ms. Foreman, with regard 
to the docket, went undetected from early 2005 until January 2011. Further, Petitioner must 

' A copy of the petition can be accessed using the Office's Public Patent Application Information 
Retrieval system located at http://portaLuspto.gov/external/portal/pair. 



In re Patent No. 6,761,163 



Page 2 



explain how Ms. Foremah's failure to bill clients arid pay firm obligations went undetected from 
early 2005 until the end of 2007. 

Petitioner must submit the requested information within TWO MONTHS of the mailing date of 
this letter. Extensions of time may not be obtained. No additional fee is due for a response to 
the instant request for information. The response to this Requirement for Infomiation should 
include a cover letter entitled "Response to Request for Information." The failure to file a reply 
to the instant Request for Infomiation will be interpreted as a desire to no longer pursue 
reinstatement Of the patent and the Office wjll give no further consideration to the matter. 

The response to this Request for InfOmflatioh should include a cover letter entitled "Response 
to Request for Information." 

Further correspondence with respect to this matter should be addressed as follows: 
By mail: Mail Stop. Petitions 



By FAX: (571) 273-8300 

Attn: Office of Petitions 

Telephone inquiries concerning this matter may be directed to Senior Petitions Attorney 
Patricia Falsori-Ball at (571) 272-3212. 



Gorhmissioher for Patents 
P.O. Box 1450 
Alexandria VA 22313-1460 




Anthony Knight 
Director, 

Office of Peiitions 
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Samuel H. Albert, M.D., Inc. 
Diplomate 

American Board of Psychiatry & Neurology 

I. Dr. SamQel Albert, do hereby declare as follows: 

1 . This declaration supplements my prior statement submitted 
previously In regard to this matter. 

2. Based upon my interviews with Ms. Janice P. Foreman, and Mr. 
Leonard Taehner, it is evident that her problems at her employment stemmed 
from a significant increase In her worKload and responsibilities that occurred at 
about the beginning of 2002 when another law firm went out of business and 
several hundred files were transferred to the Taehner firm. Evidently, she was 
able to handle the sudden workload increase for a period of two to three years. 
However, begimnihg in late 2004. early 2005 she started falling behind and could 

" " I no tonger keep current, \. 
: . . 3. In retrospect she now realizes that withiri a few months thereafter 

• she Started a pattern of behavior which she no^ , 
:* behavior for example Included making up f^lse excuses for failing to take 
required actions such as contacting clients* and responding to Mr Tachher's 
questions with answers that may have had no factual basis, but Which she 
believed would satisfy his Inquiry, In my opinion, it was during this period 
beginning In mld-2005 when Ms. Foreman went through a transition from being 
merely over-wofked| and highly stressed to being clinically III. 

4. It appears that the extent of her illness varied depending upon her 
level of stress and anxiety, but that it didn't fully abate until the early months of 
2011. The principal symptom of this illness was her inability to separate real 
events from imagined ones. From time to tinrie during this period, she would let 
her behavior and her actions be dictated by what she perceived to heve 
previously cx^unred as opposed to events that had actually taken place. 

5. In my opinion therefore, between mkl-2005 and late 2010, and 
based upon her prior reliable behavior in regard to her duties at the Taehner firm, 
Ms. Foreman's failure to take proper actions were due to a psychosis that 

I 
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manifested in her inability to distinguish real events from imagined ones. This 
condition was of such a degree, that she could not function normally and If she 
were to be questioned or challenged In regard to her behavior, that would raise 
her stress level and exacerbate her cx)ndition. I have advised Mr. Tachner and 
Ms. Foreman that it would be my recommendation that Ms, Foreman enter 
treatment on a regular basis so that I can monitor her progress and be sure that 
there is no regression. 

Pursuant to the terms of 28 U.S.C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is tme 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.C. §1001 and may jeopardize, the validity of the above- 
captioned patent 



Dated: 




to 



Dr. Samuel Albert 
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Attorney Docket No.: ATOMIC-14 




IN THE UNITED STATES PATENT & TRADEMARK OFHCE 



Patentee: 



Dougtas J. Toth 



If 



Issued: 



Patent No.: 



July 13. 2004 



6,761,163 




3S 



For INFLATOR REGULATOR WITH 
MULTIPLE ADAPTERS FOR 



CONNECTION TO DIFFERENT SIZE 
BC HOSES 



ADDITIONAL DECLARATION OF JANIS FOREMAN 



MAIL STOP: PETITIONS 

Attn: Christina Tartera Donnell 
Senior Petitions Attorney , 
. Commissioner for Patents . 
U.S. Pdtent & Trademaiic Office 
P.O. Box 1460 
Alexandria. VA 22313-1450 



I, Janis Foreman, do hereby declare as follov^: 



1 . This declaration is a supplement to my prior declaration submitted 
in regard to a petition to accept an unavoidably delayed payment of the 
maintenance fee for the above-identified patent. 



2. Over the past few months I have, as a result of discussions with 
and medical treatment from Dr. Samuel Albert, begun to understand that over the 
last five or six years I have been ill and unable to function normally and rationally 
In my employment as Office Manager at the Tachner Law Firm. My mindset was 
more attuned to survival than to properly carrying out my duties. 
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3. In regard to the subject patent in particular, my duty was to 
communicate in a timely manner with the client who is the patentee of the subject 
patent, to ascertain whether that client wished to have our fimi pay the 
maintenance fee that was required in order to retain the patent. Normally, I 
would have sent a letter or an email to the client about 45 days before the due 
date for payment of the maintenance fee. Then, ff I receive a positive response, I 
would have prepared and mailed or emailed a statement to the client so that 
payment from the client would be received in time to fonA/and the payment to the 
U.S. Patent & Trademark Office before the due date. 

4. It is my current recollection that what I did instead was to reosgnize 
that a maintenance fee was coming due for this patent, but continually put it off 
as something that I could attend to in due course, since I had more urgent things 
to do before I could get to that matter. Then I would rationalize that I could rely 
on a six-month surcharge period if needed and continue to put off communicating 
with the dient. Eventually, I ran out of time, but it would occur to me that this 
client had wanted to pay its own maintenance fees and I would simply make such 
an entry in the corresponding docket sheet. 

5. There was no logic or rational explanation for my behavior. I simply 
felt hopelessly overwhelmed and this was a way for me to liandle it. I had no 
animosity toward the client or toward the law flmi. It was just my way of coping 
with what I perceived to be an impossible situation without admitting to Mr. 
Tachner that I could no longer handle all of my usual responsibilities. 

Pursuant to the terms of 28 U.S.C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing Is true 
and correct I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
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that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.C. §1001 and may Jeopardize the validity of the above- 
captioned patent 



Dated : 
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Hooi 



IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



Patentee: 
Patent No.: 
Issued: 



Douglas J. Toth 
6,761,163 
July 13. 2G04 



For INFLATOR REGULATOR WITH 
MULTIPLE ADAPTERS FOR 
CONNECTION TO DIFFERENT SIZE ) 
BC HOSES ) 
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TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITIQN TO REVIVE A PATENT 



64/16/2611 OAUEN 
81 FC:1462 488.89 M 



MAIL STOP: PETITIONS . 

Attn: Christina TarteraDohnell 
Senior Petitions Attonney 
Commissioner for Patents . 
U;S. Patent & Trademark Office 
P,0. Box 1450 
Alexandria. VA 22313-1450 

Dear Sir 



Enclosed herein is this Request For Reconsideration of a Petition under 
Rule 1 .378(b) to revive the above-captioned patent by delayed acceptance of 
prevbusiy unpaid maintenance fees. The Request Is supported by supplementel 
declarations of the undersigned, Leonard Tachner. counsel for the patentee, the 
office mar^ger of counsel's ofRce, Ms. Janis Foreman arKi physician. Dr. Samuel 
Albert who is a board certified psychiatrist. 



6761163 



Based upon the foregoing as more thoroughly detailed In the enclosed 
declarations, it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 
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reconsideration and granting of the pending petition and such is respectfully 
solicited. 

A fee of $ $r400.00 for the requested reconsideration should be deducted 
from Deposit Account No. 06-0930. 




Attachments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaraloon of Samuel H. Albert. M.D. (2 pages) 

3. Additional Declaration of Janis Foreman (3 pages) 
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RECEIVED 
CENTRAL FAX CENTER 

Attorney Docket No.: ATOMIC-14 ^ ^ ^^^^ 

IN THE UNITED STATES PATENT & TRADEMARK OFRCE 

Patentee: Douglas J. Toth 

Patent No.: 6,761,163 

Issued: July 13, 2004 

For INFLATOR REGULATOR WITH 
MULTIPLE ADAPTERS FOR 
CONNECTION TO DIFFERENT SIZE 
BC HOSES 

ADDITIONAL DECLARATION OF LEONARD TACHNER 

MAIL STOP: PETITIONS 

Attn: Christina Tartera Donnell 
Senior Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademailc Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

I, Leonard Tachner. do hereby declare as follows: 

1 . I submit this declaration as an addition to my prior declaration 
submitted with the subject petition. This statement is part of the evidence I am 
filing In support of a request for reconsideration. 

2. When Ms. Foreman told me In 2008 in regard to U.S. Patent No. 6, 
205,885 that the client told her that they would pay their own maintenance fees, 
at first it didn't seem suspicious because the client usually wrote most or all of the 
spedfication of their patent applications in order to reduce their fees. They left 
the claims to me to write. Only when the client disputed Ms. Foreman's 
statement did fl begin to wonder whether Ms. Foreman was mistaken. However, I 
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still accepted her assertion that she believed the client had made that statement 
because up to then (by 2008 she had worked for me for 30 years) I had no 
reason to doubt her reliability. Only In late 2010 when she asserted that other 
clients (ATOMJC and CSUP) had also taken on the responsibility to pay their own 
maintenance fees, did I realize that I could no longer trust her because there was 
evidently something seriously wrong with Ms. Foreman. That Is when I decided 
that I needed to have her see Dr. Albert. 

3. Over the 33 years that I have been in my own practice, I have filed 
applications that Issued Into roughly 600 U.S. patents for my clients. In a small 
number of these applications and patents, it has been necessary to file a petition 
to revive due to a delayed response to an Office Action, a late issue fee payment 
and occasionally a late maintenance fee. Some of these petitions were 
necessary because of Allures of clients to cornmunlcate In a timely manner Up 
to the reCfent events; a few such petitions were made necessary by innocent ^ 
clerical emors of my staff. However, to the best of my recollection, every one of ^ 
those petitions to revive an application or to accept a late maintenance fee filed 

by rny fimri, had ultimately been granted. It would be Impossible for us to know 
the predse numbers of such petrttons, because once resolved, we do not retain 
any data summarizing such events. Moreover, many of such files have since 
been transferred to other firms or othenwise disposed of. 

4. I now better understand the specific behavior that was Ms. 
Foreman's issue vwth meeting office deadlines primarily for paying maintenance 
fees to the U.S. Patent & Trademaric Office. She would entirely overtook a 
parent deadline. Then rather than infbnn me fn a timely manner so that I could 
remedy the delay, she woukJ "cover up" her omission by alleging that the 
corresponding client had told her in a phone call or face to face discussbn that 
they would pay such fe^ themselves. By way of example, here enclosed is a 
copy of the face of the file showing the entry, apparently made by Ms. Foreman 
for this particular patent, showing that the client would pay their own 
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maintenance fee. Only when I began to see this type of entry more than once 
did I begin to understand that I had a serious problem. 

5. I believe that the heavy workload I had assigned to Ms. Foreman 
over the past years has contributed to her abenrant behavion However, I believe 
that her actfons went beyond rnei^iy nonmal stress and anxiety. Based on my 
discussions with Dr. Albert, I how recognize that Ms. Foreman had for several 
years since as early as 2005 and as recently as four months ago, been III and 
unable to cope with her responsibilities, i also believe that her Illness was a 
direct cause of the fimD's failure to act in a timely manner in behalf of the client in 
this matter. 

6. I regard Ms. Foreman as more than just my employee. After more 
than three decades of a close working relationship, Ms. Foreman is more like a ^ • ' 
member of my family. I believe that Is the reason that I did not recognize her ' 
problems earlier, She will continue to see Dr, Albert -at my expense. In the - - - ^ 
meantime I will transfer time-based responsibilities from Ms. Foreman to another 
employee. ' ' ^> 

Pursuant to the terms of 28 U SC §1746, 1 declare under penalty of 
perjury tinder the laws of the United States of America that the foregoing is true 
arid cohect. I further declare that all statements made herein of my own 
knowledge are tme and that all statements made on information and belief are 
believed to be true, the declaration made herein are rtiade with the knowledge 
that willful false statements and the like are punishable by fine, imprisonrtient, or 
both under 18 U S.C. §1001 arid niay jeopardize the validity of the abdve- 
captloried patent 



Dated: 





Leonard Tafthner 
Attorney for the Petftior^r 
Registration No. 26,344 
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Commissioner for Patents 
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LEONARD TACHWE'R, A PROFESSIONAL LAW 
CORPORATION 

17961 SKY PARK CIRCLE, SUITE 38^E 
IRVINE CA 92614 



MAILED 

FEB 1 0 2011 

OFRCE OF PETITIONS 



In re Patent No. 6,761 ,!l63 : 

Issue Date: July 1 3* 2Q04 : DECISION ON PETITION 

Application No. lG/347,608 : 

Filed: January 21, 2003 : 

Attorney Docket No. ATOMIC- 14 : 



This i's=a decision in response to the petition under 37 CFR 1.378(bX filed January 3, 201 1 * to accept 
the unavoidably delayed payment of the maintenance fee for the above-identified patent. 

The petition under 37 CFR 1 .378(b) is dismissed without prejudice to reconsideration. 

If reconsideration of this decision is desired, a petition for reconsideration under 37 CFR 1 .378(e) must 
be filed, within TWO (2) MONTHS from the niail d^te of this decision. No extension of this two- 
month time limit eaii be; granted under 37 CFR 1 . 136(a) of (b). Any such petition for reconsideration 
must be accompanied by the petition fee of $400.00 as set forth in 37 CFR 1 . 1 7(f). The petition for 
reconsideration should include an exhaustive attempt to provide the lacking item(s) noted below 
because the Director will not undertaken any further reconsideration or review of the matter after a 
decision on the petition for reconsideration. 

The patent issued on July 1 3, 2004, The first maintenance fee could have been paid during the period 
from July 13,2007 through Monday, January 14, 2008, or with a surcharge during the period from 
Tuesday, January 15, 2008 through Monday, July 14, 2008. Accordingly, this patent expired on July 
14, 2008, for failure tO' timely remit the first maintenance fee. 

A grantable petition to accept a delayed maintenance fee payment under 37 CFR 1.378(b) must include 
the folloviang: 



(1) the required maintenance fee set forth in § 1 .20(e) through (g); 
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I 

(2) the surcharge set forth in § 1.20(i)(l); and 

i 

(3) a showing that the delay was unavoidable since reasonable care was taken to 
ensure that the maintenance fee would be paid timely and that the petition was filed 
promptly after the patentee was notified of, or otherwise became aware of, the expiration of 
the patent. Theishowing must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which patentee became aware of the expiration 
of the patent, and the steps taken to file the petition promptly. 

This petition lacks requirement (3). 

i 

As 35 U.S.C. 41(c) requires the payment of fees at specified intervals to maintain a patent in force, 
rather than some response to a specific action by the Office under 35 U.S.C. 133, a reasonably prudent 
person in the exercise of due care and diligence would have taken steps to ensure the timely payment 
of such maintenance fees, Rav v: Lehman . 55 F.3d 606, 609, 34 USPQ2d 1786, 1788 (Fed. Cir. 1995). 

That is, an adequate showing that the delay in payment of the maintenance fee at issue was 
"unavoidable" within the meaning of 35 U.S.C. 41(c) and 37 CFR 1.378(b)(3) requires a showing of 
the steps taken to ensure the timely payment of the maintenance fees for this patent. Id. Thus, where 
the record fails to disclose that the patentee took reasonable steps, or discloses that the patentee took no 
steps, to ensure timely ipayment of the maintenance fee, 35 U.S.C. 41(c) and 37 CFR 1.378(b)(3) 
preclude acceptance o^ the delayed payment of the maintenance fee under 37 CFR 1, 378(b). 

Acceptance of a late maintenance fee under the unavoidable delay standard is considered under the 
same standard for reviving an abandoned application under 35 U.S.C. 133. This is a very stringent 
standard. Decisions on reviving abandoned applications on the basis of "unavoidable" delay have 

adopted the reasonably prudent person standard in determining if the delay was unavoidable: 

! 

The word 'unavoidable' ... is applicable to ordinary human affairs, and requires no more 
or greater care or diligence than is generally used and observed by prudent and careful 
men in relation! to their most important business. It permits them in the exercise of this 
care to rely upon the ordinary and trustworthy agencies of mail and telegraph, worthy and 
reliable employees, and such other means and instrumentalities as are usually employed 
in such important business. If unexpectedly, or through the unforeseen fault or 
imperfection of these agencies and instrumentalities, there occurs a failure, it may 
properly be said to be unavoidable, all other conditions of promptness in its rectification 
being present. ] 

In re Mattullath. 38 Aijp. D.C. 497, 514-15 (1912) (quoting Pratt. 1887 Dec. Comm'r Pat. 31, 32-33 
f 1887)): see also Winl^ler v. Ladd . 221 F. Supp. 550. 552, 138 USPQ 666, 667-68 (D.D.C. 1963). affd. 
143 USPQ 172 (D.C. Cir. 1963): Ex parte Henrich. 1913 Dec. Comm'r Pat. 139. 141 (1913). In 
addition, decisions on tevival are made on a "case-by-case basis, taking all the facts and circumstances 
into account." Smith v! Mossinehoff . 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982). 
Finally, a petition cannot be granted where a petitioner has failed to meet his or her burden of 
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establishing that the delay was "unavoidable." Haines v. Quigg , 673 F. Supp. 314, 316-17, 5 USPQ2d 
1 130, 1 13 1-32 (N.D. Iiid. 1987). Moreover, patentee's lack of knowledge of the need to pay the 
maintenance fee and the failure to receive the Maintenance Fee Reminder do not constitute 
unavoidable delay. See Patent No. 4.409,763, 7 USPQ2d 1798 (Comm'r Pat. 1988). 

In determining whether the delay in paying a maintenance fee was unavoidable, one looks to whether 
the party responsible for payment of the maintenance fee exercised the due care of a reasonably 
prudent person. Rav v: Lehman . 55 F.3d 606, 608-609, 34 USPQ2d 1786, 1787 (Fed. Cir. 1995). The 
patent owner at the timp of the expiration of the patent is ultimately the person responsible to ensure 
the timely payment of the maintenance fees. The patent owner may engage another to track and/or pay 
the maintenance fees; however, merely engaging another does not relieve the patent ovmer from his 
obligation to take appropriate steps to ensure the timely payment of such maintenance fees. See 
California Medical Prods, v. Tecnol Medical Prods .. 921 F. Supp. 1219 (D. Del. 1995). Moreover, the 
USPTO must rely on tlie actions or inactions of duly authorized and voluntarily chosen representatives 
of ah applicant, and an, applicant is bound by the consequences of those actions or inactions. Link v. 
Wabash /370 U.S. 626,. 633-34 (1 962): Huston v. Ladnet 973F.2d 1564, 1567, 23 USPQ2d 1910, 
1913 (Fed. Cir. 1992). .Specifically, delay caused by the actions or inactions of a voluntarily chosen 
representative does not constitute unavoidable delay. Haines v. Quigg , 673 F, Supp. 314, 5 USPQ2d 
1130 (D. Ind. 1987). 

In the present petition, petitioner asserted that over a protracted period beginning in 2005, counsel's 
office manager, Ms. Foreman, experienced a medical condition that caused her to fail in her office 
duties which included notifying the patentee of the need to pay the maintenance fees, obtaining the 
client's authorization to pay the maintenance fee, and proceeding to send the payment to the USPTO. 
In support of the petition, petitioners provided a statement froni patent practitioner Leonard Tachner, 
office manager Ms. Foreman, and Dr. Samuel A. Albert. 

To establish a showing: of "unavoidable" delay based upon medical incapacitation, petitioner must 
demonstrate that the incapacitation was of such a nature and degree as to render the person unable to 
conduct business (e.g., correspond with the USPTO) during the period when the maintenance fee was 
due. Such a showing must be supported by a statement(s) from the person*? treating physician(s), and 
such statement(s) must provide the nature and degree of the person's medical condition during the 
period from when the rhaintenance was due (/.e., July 14, 2008) until the filing of a grantable petition. 
Namely^ petitioner should provide the USPTO with a statement from a treating physician, asserting 
that from the time the maintenance fee was due (i.e., July 14, 2008) until the filing of a grantable 
petition, the person's medical condition was of such a degree of severity that it prevented her from 
timely paying the maintenance fee. Additionally, the treating physician must describe person's 
medical condition, the degree of incapacitation, and the duration of the medical illness. 

In this instance, petitioner has hot provided sufiRcient evidence at this time to show that "but for" Ms. 
Foreman's medical condition, the maintenance fee would have been timely paid. The Office is 
particularly interested in the duration of Ms. Foreman's medical condition - the date of when Ms. 
Foreman's medical cohdition began until the date she sought treatment. Petitioner may wish to 



Be;^pvailable Copy 



Patent No. 6,76 1 , 1 63 Page 4 

Application No. 10/34.7,608 



provide a statement from her treating physician. Additionally, petitioner should submit a statement 
frpni Ms. Foreman e^xplaining in detail the exact actions or inactions she took with regard to the 
docketing and timely paying of the maintenance fees for this patent. The present statements submitted 
on petition provide the Office with generalities as to the actions/inactions of Ms. Foreman that 
ultiinately resulted in the delayed payment of the maintenaiice fees. 



In summary, petitioner must show that Ms. Foreman's medical condition was the cause of the error in 

failing to timely pay the maintenance fee; her condition was of such a degree of severity that it 

prevented her from performing specific duties with regard to the docketing and paying of the 

maintenance fee for this patent; and that her condition spanned the entire period from the due date for 

the maintenance fee until the date of the filing of a grantable petition. Without any further explanation 

or documentary eviderice, the Office is left to speculate as to the circumstances that transpired. 

I 

The Office cautions petitioner to remove or mark through any personal information in any document 
submitted to the liSPTO that could contribute to identity theft. Personal information such as social 
security numbers, bank account numbers, or credit card numbers (other than a check or credit card 
authorization form PTp-i2Q3;8 submitted for payment purposes) is never required by the USPTO to 
suppdtt a. petition or an apph If this type of personal information is included in documents 
submitted to the USP1|0, petitioner should consider deleting such personal information from the 
documents before submitting them to the USPTO. Petitioner is advised that the patent file is available 
to the public after the issuance of a patent. However, checks and credit card authorization forms 
(PTO'2038) submitted for payment purposes are hot retained in the application file, and therefore, are 
not publicly available. ' 

For the reasons stated, the petition is dismissed . 

Petitioner should note that if this= petition u^^^ CFR 1.378(b)/(e) is not renewed, or if renewed and 
not granted, petitioner may obtain a refund of the maintenance fee and post-expirjation surcharge . The 
$400,00 petition fee fojr seeking: further reconsideration is not refundable 

Any request for refrind should be in v^iting to the following address- 
Mail Stop 16 

Director of the US Patent and Trademark Office 
PO Box 1450 

Alexandria, VA 223 1 3-1450 
A copy of this decision shoiild accompany petitioner's request. 

The Office charged th^ deposit account for the $490,00 maintenance fee due at 3.5 years, the 
$1,240.00 maintenance fee due at 7.5 years, and the $700.00 surcharge after expiration as authorized. 
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Further correspondence with respect to this matter should be addressed as follows: 

By mail : Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
ifilexandria, VA 22313-1450 

By FAX: (571)273-8300 

Attn: Office of Petitions 

By hand: Customer Services Window 

Randolph Building 
401 Dulany Street 
Alexandria, V A 22314 

Correspondence may also be submitted electronically via EFS-Web. 

The patent file is being returned to Files Repository. 

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-321 1 . 

Christina Tartera Donnell 
Senior Petitions Attorney 
Office of Petitions 



12/31/2010 
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_Un(tortf» PapeiwDifc RorfiJCtkxi,Act qf_1993,_np pgrsons are requfrsd to respond to a collGction of tnftonnattort untess tt tfteptayt_a vaM OMB control number._ 



PETITION TO ACCEPT UNAVOIDABLY DELAYED PAYMENT OF 
MAINTENANCE! FEE IN AN EXPIRED PATENT (37 CFR 1.378(b)) 



Docket Number (Optional) 
ATOWIlC-14 



Mail to: Mail Stop Petition 

CommissionBrftir Patents 
P.O. Bdx 1450 
Alexandria VA 22313-1450 
Fax: (571)273-8300 



ei/ii/aeu dallen msmi esesae & 

81 FC:1599 1198.88 Dfl 



NOTE: ir information or assistance is needed in completing this fbmfi, please contact Petitions Information at 
(571)272-3282. 



Patent Number | 6|761,163 



Application Number: 10/347,608 



Issue Date: July 13.2004 



PiHng Date: January 21,2003 



CAUTION: Maintenance fee (and sunchapge. if any) payment must correctly Identify: (1 ) the patent ' 
number (or r^'ssue patent number, rf a reissue) and (2) the application number of the adual 
U.S< appitcatfon (or reissue application) leading to issuance of that patent to ensure the fee(s) 
Is/are associated with the correct paterrt. 37 CFR 1 .36d(c) and (d). 

AldO comptete the following information. If applicable: 

Tha above-ider>tified patent: 

• rj Is a reissue of orfgina) Patent No. • • ' 

original application number 

origlhal filing date \ •■ 



original Issue date . 



I ) ; resulted firom the entry into the U.S. uf>der 35 U.S.C. 371 of international application 
■ ' : filed on -__ ■ 



CERTIRCATE OF U AlUNG OR THANSUI$$lON (37 CFR 1 .8(a)) 
I hereby certfiy that this paper (along with any paper referred to as being attached or endosed) Is 

(1 ) being deposited with the United States Postal Sendee on the date shown below with suffident postage as first class 
mail in an envelope addressed to Mail Stop Petition. Commissioner for Patents, P.O. Box 1450. Alexandria. VA 22313- 
1460 OR 

(2) transmitted by facsimile on the date shown below to the United 
8300, 




LEONARD TACHNER 



Typed or printed name of person slgnlr^ Certificate 
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. : p^Biof4j 01 FC:2531 490.80 M 

02 FC:i.S'j7 760.00 OA 

Thh coBocBBn of h ifari m ll u n required by 37 CFR 1.37a(b). Tha Infafmadnn to lequlfed V> W»tft Of rttUn » »en«*t by th. ptihlle vihleh Is ts file (and by the USPTO 
b praoess) an atifillcsttan. Ct^iSdenttelky b sawsmed by 3S U^C. 123 and 97 CFR 1.11 and 1.14. INs coltocUon rj MUmated ts taka 4 bowrs » complete, mdwllng 
gameflng. piapaitoie. and aOhimtung iha oomiilated «ppie*Uon form lo th« USFTO. rune wiD vaiy depending upon tha MMdual oat» Any eonvtwnts on the amount 
of Vim vOw MQuiitt to c m i ujIu I b (hb Ibnn andfor auggmUona far radudng (Ha binden. ahould ba aant (d the ChlaT Infbnnatlon Qflloer. U.S. Patent and TiBdemafk 
Offies. U£. Oepeitrnentor Comniarea. P.O. Box 1480, Alaxanlria, VA 22313- 14SQ: OO NOT SEND FEES OR COMPLETB) FORMS TO THIS ADDRESS. SEND 
TO: Mail Stop PalillBn. Cominlastonar tot Pstanla P.O. Box 1450, Ataxandrls, VA ZZ31 3.1450. 



tfyou need asshtanoe In ooippletlng tha (bm. can 1-800-Pt^t 
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.^^ ^ U.S.P«t«ffn and TradamaffcOfflea:U^.06PARTM£^fT OF COMMERCE 

Under tfto PaporwotK Redufsw Act of 1995. no pofBon* «r6 roqulrod to resportd to a coltectlon of Infaimatton unfew (t di^ays a vbIW OMB conooJ dumber. 



1. SMALL ENTITY . 
171 Patesntee claims, or has previously claimed, small entity status. See 37 CFR 1.27 

2. LOSS OF ENtrn^MENT TO SMALL El^nV 

I I Patentee is no longer entitled to small entity status. See 37 CFR 1 .27(g) 
3- MAINTEISfANCE FEE (37 CFR 1 .20(eHg)) 

The appropriate maintenance fee must be submitted with this petition, unless it was paid earlier. 



NOT Small Entity 
Amouril Fee (Code) 


Small Entity 

Amount Feel (Code) 


rn S 3%vrfee fISSIV 
[n $ 7V4vrfe8 MSS2^ 

1 1 ft . i i '>i yrfee (1553) 


|71 $ 490 3 14 yr fee I /2B51) 
[") S 1240 .7V4vTfee (2S32) 
1 Is 'ii'^Vrfee t" (2533) 



MAINtENANCE FEE BEING SUBMITTEP ? 



The surcharge reciiiJired b^ i ?n(ixi|o^s 700 (fee Code 1557) must be paid as a j ' ^ 

] " ' ' iURCHARGE reE BEING SUBMITTED S TOO ' 



5. MANNER OF PAYMENT 

I Enclosed Is.a chwk-for ttie sum ofr$ 

(2 Rease charge Deposit Account No. Q6-093Q thesiim of SilH- 

" Payment by credit card. Form PTO.2036 Is attached. 



6. AUTHORIZATIGN TO GlifARGE ANY FEE DEFICIENCY 
fyl The DIrector js hereby authortied to charge any maintenance fee, surcharge or petition fee deficiency to 

Deposit AcyJ^iintNin 06-0930 , 
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u.s.PBtBmandT>9demartiOmo8:u.s.oePA;TmEisn-oF C»MMERC6 • 

_ Under thft Paperwork Redutttort Act of 1 89S, no persons are requlied to reapond to a cpnectton of infafmatlon unlasa ti dt»otav« a vaW OMB control numfay. 

7. OVERPAYMENT 

As to any overpayment made, please 
[7] Credit to Deposit Account No. 



^ CD Send retond check 



WARNING: 

Petmpner/appncarn ts cautioned to avoid submitting personal Information In documents filed in a patent application that may 
contribute to identity theft. Personaf inftMmatron such as social security nunrtbere, bank account numbm. or credit card 
numbero (other than a check or credit card authorteation form PTO-203d submitted for payment purposes) Is never required by 
the USPTC to su;^h a petition or an application, if this type of personal tnfonnation is included in documents submitted to the 
U^PTO, petftioners/applicants should consider redacting such personal information from the documents t>efore submrttir^ them 
to the USPTO. Petitioner/apptlcdnl is advised that the record of a patent application Is available to the public after publicatbn cf 
the application (unless a mm-pubiication request in compliance with 37 QFR 1^13(8) Ismsde in the application) or teuance of 
a p^ent Furthesnmore. the record from en abandoned application may also be avaiiatrie to the public ff the application is 
referiofioed in a published applicatioh or an issued pat^ (see 37 CFR 1.14). Checks and credit card authorization forms PTO 
2038 sutnnitted for payment purposes are not retained in the ap^icstion tile and therefore are rrot publldy available. 



8. SHOWING 



The enclosed statement wfll show that the delay in timely payment of the maintenance fee was unavoidable 
since reasonable care was taken to ensure that the mafntenanoe fee would be paid timely.and that this - 
petitfon Is be^ filed pnirnptiy afterthe patentee was nptiOed^^^^ . 
ej^iration of the patent. The statenient miust enumerate* the steps taken to erwiire timely payment of the 
» maintenance fee, the date and the Ananner in which the* patentee* becanie'awarB of the 'expiratfon 6l the • " - ' 
, .patent, and the steps taken to file the petition promptfy, - • ;;J .. • 
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9, PEr^•ro^ 
PATE^ 




REQUESTS THAT THE OELAYEO PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE 
STATED. 



LEONARD TACHNER 





Typ^ or printed name(s) 
17961 SKY PARK CIRCLE, SUITE 38-E 



Date 



26,344 

R^istration Number, if appUcable 



949-752-8525 



Address 

IRVIME, CALIFORNIA 92614 
• Address 



F 



Telephone Number 



ENCLOSURES: 

[71 Maintenance Fee Payment 

[71 Statement vytymsuntenance fee was not paid timely 

f/l Surtfiarge under 37 CFR 1 ^0(iXi) for filing the maintenance fee petition} • 
Other, ■ 




: (Page 3 of ^ 

I 

PA(S3/18'R(araAT12O1l20103:50:56;PM(EastemStanilanlTimel'^^ 



12/M/2O10 12:47 FAX 9499 



t Available Copy 

15 LAW OFFICE OF L TAC 



@004 



Apprevod for UM through 03/31^12. 0M& 0651-0Q1S 
U.S. Petent and TredtfnaiK OKtce; as. OEPAFtTM^tsTT OF COMMERCE 
UndarthQ Papdnwoik Retfuetfon Act of 1935, no parscns aro rstsjli^ to resporul tod coftectfon of (nS^rmation unlras )t (Saptftys 9 vaSd OM8 control number. 



37 CFR 1.378(d) states: 'Any petflion under this secUon must be signed by an attorney or agent 
registered; to practice before the Patent and Trademark Office, or by the patentee, the assignee, or 
other p^rtyin tnterest." 




Ignature 



^ DSte 



LEONARD TACHNER 



26,344 



Type or pnnted name 



Registration Number, if applicable 



STATEMENT 

(In the space below, please provHie the showing of iinavoidable delay recited In paragraph 8 above.) 



this pecltlpn 1$ supported by declaracions of the undersigned » Leonard Tachner 
counsel for the patentee ^ the office manager of counsel's office » Ms. Janls 
foreman and a physician. Dr. Samuel A. Alhert who is a board certified 
p>sychiatri8t. 

The declaration evidence shovs that over a protracted period beglnniug in 2003' 

Foreman i experienced a psychological breakdovn or psychotic episode as* ^.V: 
described by Dr. Albert who has interviewed her for . purposes of makinjg his., _ 
enclosedr^Stateiaent/Declaration.^^^^ breakdown d'f M^ . Foreman - causcid! hcr^.'to^^ 
fail in duties, which . included notifying, the patentee of the need- tq^ 

^pay^main^^ *feejs.*';.obtaintngithe client's authorlzation-.to make^ suph"!^.^^^^^ 

payments .and then proceeding . to* send such paym^ehts to "the U«S, Patentj . .-^f^./^! 
Trademark Office in a timely manner. Only int he past few weeks has: her^***]'^^^ 
strange and 'unescpected behavior come to light. ' i T;'* * s-V" 

Hs.''Fdrfim4iL--Has been a loyal and reliable employee of Tachner 's of fiicie ifbr^ mofu 
than thlrty-itwo years. She did not exhibit any form of overt personality 
characteristics or behavior which would have led Kr. Tachner to anticipate 
that she would not have fulfilled her normal office duties as she had done 
for'..mor« than three decades. Baaed upon Dr. Alberto's interview and diagnosis 
of Ms. Foresian»' it is only now understood that she vas overworked and stressed 
1>eyond her limit (see Dr* Albert *s Statement/Declaration) but that she was 
"P^^gxammed" to hide her predicament for fear of losing her position. 
Based upon t;he foregoing as more thoroughly detailed in the enclosed 
declarations,^ It is earnestly believed that the revival of the subject patent 
based upon entirely unforeseen circumstances that were truly "xmavoidable" » 
justify a granting of this petition and such is respectfully solicited. 



(Fieas& attach addiUdnal^mts ifad^mnafspaoeis ne^ed} 
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I, Leonard Tachner, do hereby declare as follows: OFFICE OF PETiTIOMQ 

A. INTRODUCTION 

1 . I am a member of the State Bar of California (1 973) and admitted to 
practice before the U.S. Patent and Trademarl< Office (1971). I make this 
declaration In support of petition under Rule 1.378(b). This declaration is based 
on my personal knowledge and if called as a witness. I could and would testify 
competently to the facts set forth herein under bath. j 'I 

B. BACKGROUND AND PROFESSIONAL EXPERIENCE ; 

2. 1 earned a Bachelor of Science degree In Electrical Engineering 
from City College of the State University of New York in 1965 and a Master of 
Science degree in Electrical Engineering from California State University kt Long 
Beach in 1 969. I received a Juris Doctor degree cum laude from yvestem State. 
University tn 1973. , : ; 

3. I wais admitted to practice before the United States Patent and 
; Tradem^^ a patent agent -sinre^^ December .1^^ and I was ' 

.assigned, registration tiumb^r;26 Bar of ' 

•dalifbmia in 19f3/. Oyerm^^ been taken V 

against me by the UnKedSrtates bfficevlh^ 
Galrfomla or any other agency or administrative body. 

4. ; I am admitted to practice before the U.S. Supreme Court, the Court 
of Appeals for the Federal Gircult, the Ninth Cirpuit Court of Appeals, ail the U.S. 
District Courts of Callfonnia and the Supreme Cbuji of Caiifomia. 

5. I begari my legal career in 1 973 and Have more than 35 years of 
private practice experience in intellectual property matters ihcludihg patent, 
trademartc, copyright and unfair competition, I began my own private practice as 
a patent attorney fn March 1978, initially as a partner in a small fimn and ibter as 
a sole practitioner in 1994. 

6. I have prepared and prosecuted over 800 U.S. patent applications. 
In addftloh. I have been lead trial counsel In numerous U.S. District Court trials 
involving patent validity and infringement and served as a testifying patent law 
expert in federal district court litigation and aribitration proceedings. ' ' 



i 
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7. I have an "Av" Martlndale-Hubbell Peer Review rating. 
C. LAW PRACTICE MANAGEMENT 

8. I have two employees working full time as ofRce staff. Janis! 
Foreman is my office manager. Ms. Foreman was hired in Junej 1978 and has 
been continually employed by me since that time. In 1 988 I hired Jodie Pyle as a 
typist. Jodie, now Mrs. Jodie Miller, has been continually employed by rh6 since 
that time. ' i . • , = M 

: I i I; • 

9- For at least the past twenty years. Ms. Foreman, as office manager, 
has been responsible for entering infbnnation into my patent and traderriark 
docket and handling routine communications with clients and associates, fall 
under my direction and supervision. In addition. Ms. Foreinan does the |i • 
bookkeeping for my office including billing and tracking otir acqounts receivable 
and accounts payable- She also prepares the final version of documents to be 
filed in the Pment and Traden?ar1< Offk:e. : ; i ' ' - 

: : teaching.[Vt8r>i.^Qrem^^ over the , past W last thirty two 

yeiars of employment, .she, has become well-traiped in every aspect of the ' . - - ' 

administration of my practipe;. However, despite her acumen, we. have always • *" ^^-i? 
maintained clear lines between her responsibilities as an employee and mine as 
a patent attorney. Her work is done under my supervision. She is not authorized 
to make any decision that could affect, diminish or be inimical Ip any way to a 
client's rights. Her actions In dealing with clients, the U.S. Patent and Tf^derparic 
OfRce and wtth our foreign associates, must be based on my instructions that she 
receives by conferring with me. She is not to carry out such actions until ;$nd 
unless she first confers with me. Our office procedure is clear - all sutLtantive 
incoming communications are to be reviewed by me, • ! j 

11. I maintain a docketing system whereby Ms. Forerrian receives all 
incoming con^espondence and dockets relevant dates in our electronic docket. 
As. each due date in the docket is responded to Ms. Foreman has the 
responsibility for noting when the due date was met , i ' 



. I 
■ If 



2 ii • • ■ 
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12. I maintain supervisory authority of the docket. I routinely cHecklhe 
docket to keep aware of upcoming deadlines.. I also regularly confer with' Janis 
regarding matters coming up on the docket. Ms. Foreman also reviews the 
docket for upcoming due dates. Where appropriate. Ms. Foreman consults with 
me regarding matters entered into the docketing system. ; i 

13. When Ms. Foreman is either sick or on vacation or othenwise . . 
unavailable. Jodie fills in. Jodie's responsibilities include, typing drafts of patent 
applications and proseQUtion documents and preparing form letters to clients; 

14- Over the years of her employment in my office, Ms.'iForeman has 
been a loyal and devoted employee. Janis has normally handled ^er 
responsibilities in a professional and competent manner. 3 ' |. l' 

D. CHRONOLOGY OF EVENTS IN THIS MATTER ! ''^ 

15. ^ On or about Monday November 22, 201 0 Ms, Foreman showed me 
a table of patent-related nfiatters of Atomib Aquatics that she had prepared at the 
request of Piflr.' D principals. Atomic Aquatics- 
has bee,n: an: Inipprtahttclient of fhjne for about the past fifteen years and I have • 
known its principals, pean parraffa:.and Doug Tpth for more than twenty! years. 

16, ■ I noticed that the table had a nurnber of entries for Atomic Aquatics 
issued U^S.. Patents v^ieh indicated that ^t^ had become abandoned for failure 
to pay maintenance fees between 2005 and 2008. She Informed me that she 
believed that these abandonments were known to the client's principals and were 
the result of their lack of adequate funds or because the con^sponding products 
hiad become obsolete. To the best of my knowiedge, Ms. Foreman sent this 
table to Mr. Gan^ffa that day on Wednesday morning. November 24. On that 
same day I left Southern Galifornia for the four-day Thanksgiving weekend, 
arriving at my destination that evening. I checked my email and .opened ari email 
from Ms. Foreman stating that Mr. Gan^affa had received the table and had called 
the office that day and expressed a desire to see me as soon as i retumed ^m 
the Thanksgiving weekend. ■ 
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17, When I returned to the office on Monday November 29, 2010, Mr. 
Garraffa Was already waiting for me in the lobby talking to Ms. Foreman. He 
indicated a need to meet with me to speak to me about the contents of the table 
Ms. Foreman had sent to him. Mr. Ganraffa then proceeded to explain that he 

i 

and Mr. Toth were shocked to leam that several of their issued U.S. patents had 
apparently expired without their knowledge and that they needed to find out how 

it had happened and what could be done to remedy the situatton. ;i told him that I 

•I- , 

would investigate the various files involved and report to him as soon as \ 
possible. , * ; I 



18, Over the ensuing two days I had discussions with Ms. Foreman and 

I examined a number of the Atomic Aquatics patent files. I also spoke to Mr. 

; J ; 

Ganraffa about a provisional applicatton that was supposed to be fclldwed by a 

.- - 1-i 
corresponding non-provisional but hadn't been/. In examining the file.,,lsfound 

various instructions I had prepiared for Ms. Foreman iridudihg a 

the non-provisipnali but no. evidence that;MsfvForeman had carriecl out my 

instmctions or tJiat a non-provislonat had been, prepared and filed.;* It bepame 

evkJent to me that Ms. Foreman had failed to do her work In regard to a number 

of Atomic Aquatics files including the file No. AT0MIC>14 (Patent jvio. 6.761 ,163) 

for which this petition is being filed. ■ ^ 1 

^ I 

19. When I confronted her» she eventually admitted to hie that she had 
lost control :of iter tasks, particularty over a several year period between 2005 
and 2008 when she just couldn't keep up with the demands.of the job and 
perform all of her duties in a timely manner. She revealed that she was too 
afraid and emban^ssed to tell me about this behavior. I then reporteiJ to Mr. 
Garraffa and advised him that 1. would immediately begin preparation .of petitions 
to revive the Atomic Aquatics patents that had been lost as a result of Ms. 
Foreman's shocking and totally uijiexpected behavior. : j 



it 
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20. I arranged for Ms. Foreman to consult with a psychiatrist 
acquaintance so I could learn whether her problems were treatable and whether I 
could trust her work in the future. A Declaration Report of Dr. Samuel Albert is 
enclosed herewith, 

21 Based upon Dr Albert's Report and my own observations, I believe 
that Ms, Foreman, as a result of ovenwrk and stress beyond her limit, 
experienced a lengthy period of irrational behavior During this period she simply 

didn't carry out all of her usual responsibilities ihcluding communicating vwth 

I 

clients and paying patent issue and maintenance fees including the following: file 
No. ATOMIC-14 for Patent IVto. 6.761 ,1 63 maintenance fees. Furthermore, Ms. 
Foreman, Was afraid to admit her inadequacies and endanger her position which 
- ' " 'had become such a predominant aspect of her life. Consequently, she did all 

i -*^ : . :vr-:->8he c»uia;|^^ - - • 

*• rJiiPursuant to the terms of 28 U.S.C. §1746, 1 declare under penalty of • ^ ' 
* • • : ' . perjury'un^er the Jaws of the United States of America that the foregoing is true ' 
and conredt. I further declare that all statements made herein of my own 
kriowledgeiare true and that all statements majde bh Information and belief are 
believed to' be true. The declaration made herein are made wth the knowledge 
that willful false statements and the like are punishable by fine, irnprisonment, or 
both under, 18 U.S.C. §1001 and may jeopardize the validity of the above;^ 
captioned patent. 




t 
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I 

I I, Janis Foreman, do hereby declare as follows: 

I A. INtRODUCTION 

I 1 . This declaration Is based on my personal knowledge and if called 

as a witness, I could and would testify competently to the facts set forth herein 
under oath. 

B. BACKGROUND AND PROFESSIONAL EXPERIENCE 



2, I am the offjoe manager for attomey Leonard Tachner. I was hired 
in June 1978 and have been continually employed by Mr. Tachner since that 
time. 

3. : Over the past thirty two years, I have received an extensive amount 
of training and instruction from Mr. Tachner In all aspects of his practice. For the 
last appTOXImately twenty years, I have been responsible for entering infonnatlon 
Into Mr. Tabhner's patent and trademark docket. I handle routine 
communications with clients and associates, ail under Mr. Tachner's direction 

... and supeivision. I.afso manage the Iwokkeeping; faillmgi'and tracking of Mr ' 
. , ... ; ^ Tachner's accounts receivable and accounts payable:^ r prepare the final version 
of documents to be filed In the U.S. Patenfand Trademiark Office. 

- 4. , Our Qifffce procedures are ctearfy defined by Mr. Tachner. I receive 
all incominsj corresporvience and docket relevant dates In our electronic docket. 
As each due date in the docket is responded to. I am responsible for noting in the 
electronic docket when the due date was met, 

5. : Mr. Tachner maintains supen/lsory authority of the docket and 
routinely checks it for accuracy and upcoming deadlines. Mn Tachner regularly 
confers with: me regarding matters coming up on the docket- I review the docket 
daily for upcoming due dates and Mr. Tachner periodically reviews the docket for 
the same purpose. Where appropriate. I consult with Mr. Tachner regarding 
matters entered into the docketing system. 

6. In connection with preparing this declaration, I have reviewed 
con-espondence. emails and other documents relating to this matter. Though I 
cannot explain or justify many of my actions described below. I have set forth In 
this declaration my true recollection of the events. 
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C. CHRQMOLOGY OF EVENTS IN THIS MATTER 

7. On or about November 17, 201 0, 1 received a phone call from Mr. 
Dean Garraffa of Atomic Aquatics. He asked me to prepare a tabular report 
showing the current status of all of their patent-related files in our office. 

8. In response to Mr Gan^ffa's request, I spent the following two days 
carefully examining all of the patent-related files of Atomic Aquatics. I found that 
there were a number of issued patents that had expired for non-payment of 
maintenance fees that had been due to be paid since as early as 2005. I also 
found a pending design patent application that had become abandoned for failure 
to pay an issue fee and a provisional application that had been allowed to lapse 
without filing a corresponding non-provisional. 

9. I actually filled out the tabular report to reflect the true stetus of all 
of the Atomic Aquatic files, but I could not fully understand why there appeared to 
be numerous problems associated with these files, particularly in regard to the 
pastisey9raf .yeS^s.^.;Wy initial reac that the client had communicated ' ' ■ 

: authpiizatipri^t^ withhold. such payments and filings because of their financial " -'^ ^ * - 
problems Qf product obsolescence, but I could not find any documents or other ' ' ' 
evidence supporting these feelings". In retrospect, I now realize that these were ' ' ' 
unsupported rationalizations that cover a period of several years during which i 
was functioning at less than my normal capabilities. 

10. I don't Icnow precisely what may have affected my mental 

. perfomnance during this penod, but I do recall that I was under a great deal of 
pressure and stress due to my work load and that I was feeling continuously 
ovenA/helmed and unable to keep up. However, I was reluctant to tell Mr. 
Tachner of my concerns because I did not want to disappoint him after sp many 
years. 

1 1 . Upon discussing this matter with Mr. Tachner and Dr. Samuel 
Albert,, I novv realize that it was a mistake to keep Mr. Tachner in the dark in 
regard to my sense of being overwhelmed and that I should have informed Mr. 
Tachner of my need for help. I also now realize the harm my actions have 
caused the client and Mr Tachner. I am truly sorry. , 

' • 2 
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Pursuant to the terms of 28 U.S.C. §1746, 1 decfar^ linder penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and Gon-ect. I further declare that all statennents made here^in of my own 
knowledge are true and that all staternerits made on infoml|ition and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonmenti or 
both under 18 U.S.C. §1001 and may jeopardize the validity, of the above- 
captloned patent 
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CONFIDENTIAL 



Statement of Samuel H. Albert. M.D. j 



I, Samuel H. Albert, M.D,. am a practising Psychiatrist haying an offfce in 
Fountain Valley, Califomia. I have been a licensed physician In the State of California 
beginning July 1 , 1969. I have been fn practice as a Psychiatrist since October 1 , 1 972 
and a board certified Psychiatrist since November 1978, 

In late Novennber2010 I was asked to render professional consultation as a 
psychiatric expert for the purpose of diagnosing a Ms. Janis Forjeman, who is a legal 
secretary and;ofRce manager for Attorney Leonard Tachner in Irvine, Califomia. 

I was presented with certain facts relating to Ms. Foreman's Job role and 
apparent irrational behaviour over the past few years or so in regard to her performance 
of her duties at Mr Tachner's office. As I understand these facts, lyis. Foreman has 
had for over tliirty years working in the Tachner law finm, the responsibility for billing 
clients for professional services carried out by the Tachner firm, as well as 
communicating with vendors of outside sen/ices for the fimi and Its clients, and 
generally running the day to day activities of the firm according to established rules and 
instructions of Mr. Tachner. 

Besides; Ms, Fbreman and Mr. Tachner, I am infonmed that there is another full 
time secretary jwho takes instruction directly from Msi Foreman and that from time to. 
time there are one or two additional part time employees, v^o may be brought In to, ;\ 
cany out certain maintenance-type ac^^^ such as library upkeep, filing, copying! mail 
preparation and the like. 

As I understand their relationships Mr. Tachner spends his time mostly doing 
legal wort< for the flmi's clients and he depends heavily on Ms. Foreman to run the 
business aspects of the firm including billing, docketing, payroll ^nd communicating with 
outside service providers. She also handles Mr. Tachner's document preparatkjn and 
maintaining hisifiles which are quite numerous. Cleariy from what I've learned, the 
Tachner law firm is a very busy firm and Ms, Foreman has a heavy workload with many 
varied and Important responsibilities. • 

I have had the opportunity to read Mr. Tachner's statement regarding Ms. 
Forenran's behaviour in relation to the client Atonr>ic Aquatics. I have also read Ms. 
Foreman's statement pertaining to thbse matters. In addition. I have had a two hour 
interview with Ms. Foreman in which ^he participated voluntarily at the request of Mr. 
Tachner. 



1 
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i do not consider Ms. Janis Foreman to be a patient of mine at this time because 
I have been 4sked to consult in the capacity of an expert with the Intent of 
Gommunicatirtg my diagnosis with the caonstraints of physician-patient pri>^lege. I have 
made this special purpose of my participation in this matter clear to Ms. Foreman and 
she has acknowledged that she understands that she is not my patient and that f am 
not her physician. 

Based upon these facts communicated to me, my reading of the Tachner and 
Foreman statements and my interview with Mis Foreman, I have formed a preliminary 
medical opinion as foHows: 

Ms. Foreman's irrational behaviour is a result of her reaction to a temporary but 
continually increased worl< overload which became more than she could handle without 
any apparent way to vent the frustration, the worry and concern that's she increasingly 
felt as she fell;behlnd in her work. 

She conrectly regards her most significant nesponsibilfty as control of cash flow 
by timely billing of clients and paymerrts to vendors. In the period from earfy 2005 to 
the end of 20Q7, she evidently became so busy that's she lost the ability to bill ellenfa in 
a timely manner and pay the firm's obligations when they were due. 

. ; p She began ^ellfig a sense of guilt for not being able to properly handle th^se; 
.iBSpdnsit)Hitres. Shedld notM^nt to Infbnm Mr/Tachner of these proBleiro 
she did not want to have her position dfmrni^hed or lose any esteem in the eifed^^'hisir , ' ' 
boss. She had no one else to tell of these difflcufties and therefore no way to sfiare ' ' 
'these .problem^. After almost 30 years of being so capable and. trustworthy, she couid 
not bring herself to admit any inability to handle her responsibilities. She worried atout 
her job, she worried about what Mr. tachner would think of her, she spent more time 
concerned with her problems then with solving her problems. 

This type of destabllfadng behaviour resulted in a spiralling down In her ability to 
think and act rationally* She began; to do and say unreasonable and unrealistic things. 
She lost any sense of reality. She lost her sense of proportionality. Her goal became 
one of maintaining a sense of continuality and stability for Mr. Tachner even by 
rryisfeadihg hlinrv and making false staternents to him end to others. Ms. Foreman was 
suffering form an acute psychotic breakdown brought on by rising pressures at her most 
important en virphment, hef workplace where she had succ?eeded for decades. 
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CONFlDENmi 



If Ms. Foreman were my patient I would propose that she undergo a program of 
therapy designed to give her a better sense of balance to handle such occasions of 
high levels of work pressure in a more motive and stable manner I would prescribe an 
anti-depressant medication to address her symptoms of depression. Such medications 
include Prozac. Paxil, Zoloft. Lexapro, Wellbutrin and others. I would prescribe an anti- 
anxiety medication to address her symptoms of anxiety. Such medications include 
Librium, Ativan, Klonopin, Tranxene and others. 

I would suggest to her that she should help her employer adjust her offtce 
responsibilities to reduce her wortc load if possible. I believe that Ms. Foreman's illness 
is amenable to treatment. 

I declare under penalty of perjury that the foregoing is true and conrect. 
Executed this Jo day of December 2010 at Fountain Valley, California. 




Samuel 1^. Albert, M.D. 




r 
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The following information is appended so as to provide medical basis and reasoning for 
my conclusion; 

Assigned Duties and Work Load of Ms. Foreman: > 

Ms, Janis Foreman is a Caucasian female age 61 , bom 4-26-1949. She has been an 
employee since June 1 9, 1 978 of Leonard Tachner, Esq. Ms, Foreman is the office 
manager, 

Ms. Foreman states that she is a Legal Secretary and is the Manager of the office 
where she works. She describes her assigned duties as numerous, detailed and often 
ovenvhelming. 

She states, "I have a giant case load. I da many Jobs," Among the long list of tasks for 
which she is responsible, she mentioned the following: 

TASKS RELATED TO THE LEGAL WORK OF THE OFFICE: 

1. Managing the foreign filing of patent information, • 

2. Managing the United States filing of patent Information, 

3. File patent application in the United States, 

-;_ 4. File.wQrtdrwide trademarks, a cunlbe . i-l' 

. 5,. Fife United^^^^^ V 
. 6. Obtain required documents from 
Patent Office. 

7. Obtains a United States copy of certified docurhents, 

8. Prepares and files Assignment documents in the United States and 
Worfdwide, 

9. She does docketing of all the documents that; enter the office, 

10. She sends out fomn letters, 

1 1 . Prepares and obtains Power of Attorneys from companies, 

12. She types all amendments anfd applications, 

13. She files; copyrights, 

14. She does filing, pulling and replacing files, 

15. She does drawing con^ctions and declarations. "I'll get the 
draftsman to come in and do new drawings*. 

16. Oversee preparation of photocopying (me or Jodie), 

17. She doei work related to the international Patent Cooperation Treaty 
(PCT). 3he does work related to the PCT, an intemational treaty 
involving nations that have signed the PCT agreement with the U.S.A., 

18. Letters take a great deal of time and each letter has to be placed in the 
file appropriate to the letter; 

19. From the' parent case there are often several other cases that come from 
the parent case, each having its own number, 

20. Oversfgnt of the office docketing system. 
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21. Typing of drafts of patent applications and proseeution documents- 

Tf ME PRESSURES often become extreme due to the following factors 

1 . Everything received by the office has a deadline of 30, 60 or 90 days, 

2. Often the Inventor works for a company and then leaves the company. 



OVERWORK of Ms. Foreman can be ascertained by examining these factors: 
The quantity of documents is massive. 

Locate a mispteced document might take several hours or days. 

Ms. Foreman often works 2 or 3 nights exfm each week to 7-10 PM depending on vv^at 

Is going on fri the office. 



ASSIGNED OFFICE TASKS NOT RELATED TO THE LEGAL WORK 

Ms. Foreman does the billing of clients for the office, and the bill 
pajrtng The attorney in the office signs the checks. 

Pays bills. . ; 

Bills Clients. 

Bill clients for costs.- - ' ' ^ . 

"I am responsible to obtain suppfies for the office; I order or buy supplies 
at Sam's Wi?rehouse or Costco stores or stationary stores includirrgi soft 
drinks and bulk pdper^. 
She cleans the office on the weekends. 



HELP AND AS$ISTANCE ARE PRAOVIDED BY ADDITIONAL EMPLOYEES IN THE 
OFFICE. TO A LIMITED DEGREE. 

the Secretary (Jodie) does help a bit : 



2. 
3^ 
4; 
5. 



6. 
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Current psychiatric mental status evaiuationr 

Caucasian Fennale appearing her stated age. Judgement intact for basic activities of 
daily life, but Is revealed to be quite weak during the time of the events starting in eariy 
2005. She did think In a way that can only be described as psychotic at the time. She 
made extremely poor decisions, thought in unusual manners, believed events to be tme 
that were in fact false, and acted upon these convictions rather than logic or the usual 
standing orders of her employer. 

Her mc^d isoneof anxiety with an undercun^nt of depression. Her daily life is usually 
non^Ventful. 3he spends most of our evaluation session talking about the events 
which occumed while she was empi6>^d by the law finm of Leonard Tachner. She has 
many recollections of the events. Speech Is grammatical most of the time. No stutter, 
stammer or lisp. Dress Is casual, with cotton-wash pants arid a nondescript shirt. No 
jevy^lry other than an inexpensive wristwatch. No symptoms to Indicate disorientation, 
hallucinations; illusions, delusions, true phobias, obsessive thinking, compulsive or 
stereotypic movement Inappropriate affect; Affect is congruent to speech and thought 
and is appropriate mood. Psychological undemtanding and Insight is absent. 

Diagnosis: ; Major Depression, s^^ 

^ .Genefr3jized> Anxiety Disorder 

Verytrulyyours,, * • . ; ;v 



Samuel H. Albert. M.D. 
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Commissioner for Paienls 
United Stales Patent and Trademark Office 
P.O. Box 1450 
Alexandria. VA 22313-1450 
www.uspto.gov 
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LEONARD TACHNER 

A PROFESSIONAL LAW CORPORATION 
SUITE 38-E 

17961 SKY PARK CIRCLE 
IRVINE CA 92614-6361» 

NOTICE OF PATENT EXPIRATION 

According to the records of the U.S. Patent and Trademark Office (USPTO), payment of the 
maintenance fee for the patent(s) listed below has not been received timely prior to the 
end of the six-month ^ce period in accordance with 37 CFR 1.362(e). THE PATENT(S) 
LISTED BELOW HAS THEREFORE EXPIRED AS OF THE END OF THE GRACE PERIOD. 
35 U.SiC. 41(b). Notice Of the expiration will be published in the USPTO Official Gazette . 

1 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 CFR 1.20(i) are paid, AND the delay in 
paynient of the maintenance fee is shown to the satisfaction of the Director to have been 
unavoidable or unintentional. 35 U.S,C 41(c)(1). 

If the Director accepts payment of the maintenance fee and surcharge upon petition under 
37 CFR 1.378, the patent shall be considered as not having expired but would be subject to 
the intervening rights and conditions set forth in 35 U.S;C 41(c)(2), 

For instructions on filing a petition under 37 CFR 1.378 to reinstate an expired patent, customers 
should call the Office of Petitions Help Desk at 571-272-3282 or refer to the USPTO Web site at 
www,uspto,gov/web/offices/pac/dapp/petitionspracti^ The USPTO also permits 
reinstatement under 37 CFR 1.378(c) by electronic petition (e-petitibri) using EF!S-Web: 
e-petitibns may be automatically granted if all the eligibility requirenients are met iPor further 
ihformatidh on filing ah e-petition, please call the Electronic Business Center (EBC) at 
866-217-9197 (toll-frcie) of 571-272-4100 or refer to the EBG*s e-petition guide at 
www.uspto.gov/ebc/p6rtal/efs/petition_qute 

U.S. 

PATENT APPL I CAT I ON PATENT APPL I CATI ON EXP I RAT I ON ATTORNEY 

NUMBER NUHBER ISSUE DATE FILING DATE DATE DOCKET NUMBER 

676 1 163 103/»76o8 07/ 1 3/04 0 1 /21 /03 07/ 13/08 ATOM I C- 1 k 



DATE PRINTED 

o8/n/o8 



NOTE: This notice was automatically generated based on the amount of time that elapsed since the 
date a patent was granted. It is possible that the patent term may have ended or been shortened due 
to a ternlinal disclaimer that was filed in the application. Also, for any patent that issued from an 
application filed on or after June 8. 1995 containing a specific reference to an earlier filed application 
or applications under 35 U.S.C. 120, 121, or 365(c), flie patent term ends 20 years from the date on 
which the earliest such application was filed, unless the term was adjusted or extended under 
35 U,S.C 154 or 156. 
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BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

□ BLACK BORDERS 

HI IMAGE CUT OFF AT TOP, BOTTOM OR SfflES 
HI FADED TEXT OR DRAWING 

□ BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GRAY SCALE DOCUMENTS 

HI LINES OR MARKS ON ORIGINAL DOCUMENT 

HI REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: 



IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



